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Opi nion by Simrs, Adm nistrative Tradenark Judge:

Best Software, Inc. (applicant), a Virginia
corporation, has appealed fromthe final refusal of the
Trademar k Exam ning Attorney to register the mark BEST!
| MPERATI V HRMS (“HRMS” di scl ai med) for conputer software
for human resource, payroll, W2 and tax processing and

enpl oyee managenent.?!

1 Application Ser. No. 75/496,422, filed June 3, 1998, based upon
applicant’s bona fide intention to use the mark in conmerce. The
letters have been disclaimed because the letters are an initialismfor
the subject matter of applicant’s software—hunman resource managenent
system |In the application, applicant clains ownership of Registration
No. 1,911, 151.
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The Exami ning Attorney has nade final her requirenent
for a disclainer of the word “BEST” apart fromthe mark as
shown. Applicant and the Exam ning Attorney have submtted
briefs but no oral hearing has been requested.

Rel yi ng upon a dictionary definition®? and copi es of
third-party registrations, the Exam ning Attorney maintains
that the word “BEST” is nerely descriptive of applicant’s
goods under Section 2(e)(1) of the Act, 15 USC 81052(e)(1),
and shoul d be disclainmed under Section 6, 15 USC §1056.

The Examining Attorney argues that “BEST” is a |laudatory
word which attributes quality or excellence to applicant’s
goods, and that this word is nondi stinctive and

unregi strabl e wi thout proof of acquired distinctiveness.

The Exam ning Attorney notes that this word has been
disclaimed in applicant’s Registration No. 1,374, 606,

i ssued Decenber 10, 1985, covering conputer programnms
recorded on diskettes, for the mark BP BEST PROGRAMS “ THE
QUALI TY SCFTWARE COVPANY.” The Exam ning Attorney has al so
made of record nunerous third-party registrations wherein
the word “BEST” has been disclained. These registrations
cover such marks as BEST | NTERNET COMVUNI CATI ONS, COVPUTER

Cl TY AMERI CA* S BEST COWUTERS, PAI NTER S BEST, THE BEST OF

2 “Surpassing all others in excellence, achievenent, or quality, nost
excel l ent..” Anmerican Heritage Dictionary of the English Language Third
Edition (1992).
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THE TWENTI ETH CENTURY, SI MON SYSTEMS — SI MPLY THE BEST!,
QUALI TY SERVI CE CONTRACTORS QSC TRUST THE NATI ON' S BEST,
BEST VANTAGE, BEST ELECTRONI C SECURI TY TEAM B. E. S. T., BEST
TV and desi gn, BERRY BEST SERVI CES and others. The
Exam ning Attorney has also relied upon the Board' s recent
decision In re Best Software Inc., 58 USPQ2d 1314 (TTAB
2001), which we shall discuss in nore detail bel ow
Applicant, on the other hand, naintains that the
di sclaimer requirenent is inappropriate because the word
“BEST” is not used to describe any real or specific itemor
characteristic of applicant’s goods. Further, applicant
argues that enbedded in its mark is the exclanmation nmark
“1”, so that BEST! creates a unitary commercial inpression
Wth respect to its 606 registration, where the words
“BEST PROGRAMS” were discl ainmed, applicant argues that that
mark is different fromthe mark presented herein and that,
under Section 6(b), a disclainmer should not prejudice or
affect applicant’s rights in the disclained natter.
Applicant al so places strong reliance upon its
ownership of Principal Register Registration No. 1,911, 151,
i ssued August 15, 1995, Sections 8 and 15 affidavits
accepted and acknow edged, respectively, for the nmark
“BEST!” without any disclainmer or without any cl ai m of

acquired distinctiveness. That registration issued for
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such goods as conputer prograns for accounting, tax
preparation, generating office reports and manual s,
electronic filing and facsimle transm ssion, human
resource managenent, financial managenent, conputer network
managenent, and for office admnistration and file
managenent. Because a Section 15 affidavit has now been
filed and acknow edged, applicant argues that this
registration is now concl usive evidence of the validity of
that registration as well as applicant’s exclusive right to
use the registered mark BEST! in conmmerce. According to
applicant, this registered mark is identical to part of the
mar k herein sought to be registered and the registration
enconpasses the sanme goods as those in this application
(conputer software for human resource, payroll, W2 and tax
processi ng and enpl oyee managenent). In this regard,
appl i cant argues that “enpl oyee nanagenent” conputer
software is within the scope of the prior registration
Relying upon Park "N Fly, Inc. v. Dollar Park & Fly, Inc.,
469 U.S. 189, 105 S. . 658, 224 USPQ 327 (1985), discussed
nmore fully bel ow, applicant appears to argue that it is

i nproper for the Exam ning Attorney to require a disclainer
herei n because its registration cannot now be attacked on

the basis of nere descriptiveness.
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Finally, applicant, like the Exam ning Attorney, also
made of record nunerous third-party registrations issued on
the Principal Register. 1In these registrations, however,
the word “BEST” was not disclainmed, and the registrations
were not issued with a claimof acquired distinctiveness.
Sonme of these registered marks are: DI SCOVER YOUR BEST,
BEST BUDDI ES, STRI CTLY THE BEST, TEST W TH THE BEST, BEST
THI NG SI NCE BUTTER, BOUND TO BE THE BEST, TRADI TI ONALLY THE
BEST, THE BEST SPREAD FROM TOAST TO TOAST, THE BEST FOR
LAST, EARL GREY' S BEST, DI ETER S BEST, NATURALLY THE BEST,
and BEST BREED.

Wth respect to these third-party registrations, it is
the Exam ning Attorney’'s position that many of themare for
sl ogans or unitary terns wherein no disclainers are
required. In response to applicant’s reliance on the 151
regi stration, the Exami ning Attorney argues that the goods
herein are different fromthe goods in that registration
and that applicant’s conputer software content is broader
in sonme instances and different in others in this
application. Examning Attorney’s brief, 9. Furthernore,
deci sions of other Exam ning Attorneys in registering
different marks are without evidentiary value and are not
bi ndi ng on the office, the Exam ning Attorney argues. She

mai ntai ns that each case nust be decided on its own facts.
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Upon careful consideration of this record and the
argunents of the attorneys, we conclude that the word
“BEST” in applicant’s mark is nerely descriptive, in a
| audatory sense, of applicant’s conputer software and nust
be disclained, in the absence of a showi ng of acquired
di stinctiveness.

In In re Boston Beer Co. L.P, 198 F.3d 1370, 53 USPQd
1056, 1058 (Fed. Cir. 1999), in determ ning the
registrability of the slogan “THE BEST BEER I N AMERI CA, "
the Court of Appeals for the Federal Circuit held that this
phrase was “so highly | audatory and descriptive as to be
i ncapabl e of acquiring distinctiveness as a trademark...
[1]t is so highly laudatory and descriptive of the
qualities of its product that the slogan does not and could
not function as a trademark to distinguish Boston Beer’s
goods and serve as an indication of origin”.

We al so note what we said earlier in In re Best
Sof tware, supra, at 1317:

Concerning the issue of nere
descriptiveness, for the reasons
expressed by the Exam ning Attorney, we
believe that the word[] “BEST"...[is a]
merely descriptive |audatory word[]

whi ch shoul d be disclained. As
presented in applicant’s marks sought
to be registered, [this word has]

nmerely descriptive significance,
i ndi cating high quality or inportance.
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[It is] unregistrable without a show ng
of acquired distinctiveness...

See also In re Nett Designs, Inc., 236 F.3d 1339, 57 USPQd
1564 (Fed. Cir. 2001)(“THE ULTI MATE BI KE RACK” held a

“l audat ory descriptive phrase”); The Hoover Co. v. Royal
Appl i ance Mg. Co., 238 F.3d 1357, 57 USPQ2d 1720 (Fed.

Cir. 2001)(“Nunber One in Floorcare” held a “generally

| audatory phrase, and thus...not inherently distinctive’);
Exquisite FormlIndustries, Inc. v. Exquisite Fabrics of
London, 378 F. Supp. 403, 183 USPQ 666 ( SDNY

1974) (EXQUISITE); In re Consolidated C gar Co., 35 USPQd
1290 (TTAB 1995) (SUPER BUY); In re Inter-State Ol Co., 219
USPQ 1229 (TTAB 1983) (PREFERRED); and In re WI eswood,

Inc., 201 USPQ 400 (TTAB 1978) (AVERI CA' S BEST POPCORN! and
AMERI CA" S FAVORI TE POPCORN! ) .

Concerning applicant’s argunment regarding its
ownership of the incontestable *151 registration, it is of
course true that under Section 15 of the Act a registrant’s
exclusive right to use a mark in commerce on or in
connection with the goods or services covered by the
regi stration can becone incontestable. Section 15
provides, in part, as foll ows:

Except on a ground for which application
to cancel may be filed at any time under

par agraphs (3) and (5) of section 1064
of this title...the right of the registrant
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to use such registered mark in comerce

for the goods or services on or in connection

wi th which such regi stered mark has

been in continuous use for five consecutive

years subsequent to the date of such

registration and is still in use in commerce,

shal | be incontestable...
Thus, the statute clearly states that the incontestability
provi ded applies specifically to the use of the registered
mar k, rather than registration. A review of the rel evant
| egal authorities makes this clear, as well as the fact
that even the ownership of an incontestable registration
does not allow an applicant to obtain, by that fact al one,
anot her registration for the sanme or simlar mark for
somewhat di fferent goods or services.

In Park "N Fly, supra, the owner of an incontestable
registration for the mark PARK "N FLY sued an all eged infringer
who was using the mark DOLLAR PARK AND FLY. The def endant
argued that the mark PARK ' N FLY was nerely descriptive and
t heref ore unenforceable. The Suprene Court disagreed, hol ding
that the owner of a registered mark may rely on the
i ncontestable status of its registration under Section 15 to
enjoin infringenment by a third party, and that an incontestable
regi strati on cannot be challenged by a party on the ground that
the mark is nmerely descriptive.

Inlnre Loews Theatres, Inc., 769 F.2d 764, 226 USPQ

865 (Fed. Cir. 1985), the applicant clainmed that its
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i ncontestable registration for virtually the sane mark
(“DURANGOS” vs. “DURANGD') for closely related goods
(cigars vs. chewi ng tobacco) precluded a refusal of its
subsequent application as primarily geographically
deceptively m sdescriptive. The Court disagreed, holding
t hat each application nust be eval uated separately, and
further stating that the statute did not provide “a right
ipso facto to register a mark for additional goods when
itenms are added to a conpany’s |line or substituted for

ot her goods covered by a registration.”

Also, in Inre Merrill Lynch, Pierce, Fenner, & Smth,
Inc., 828 F.2d 1567, 4 USPQ2d 1141 (Fed. Cr. 1987), the Court
stated that, “The benefits of incontestability are no nore than
that ‘the registration shall be conclusive evidence of the
registrant’s exclusive right to use the registered mark in
comerce.’ .The only thing that beconmes incontestable is the
right of the registrant to use the mark for the goods or
services for which it is registered (enphasis added).” The
Court recognized that “ownership of a registration does not of
itself authorize the grant of another registration for different
goods. Each application for registration nust be considered on
its own nerits.” |d. at 1142.

And in In re Save Venice New York Inc., 259 F.3d 1346, 59

usPd 1778 (Fed. Cir. 2001), the Court recently rejected an
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argurment that registration should be permtted because of
applicant’s ownership of an incontestable registration, saying,
at 57 USPQ@d 1783:

A registered mark is incontestable only in the
formregi stered and for the goods or services
claimed. See Inre Merrill Lynch..(hol ding
applicant's incontestable registration of a
service mark for “cash managenent account” did
not automatically entitle applicant to
registration of that mark for broader financial
services); In re Bose Corp., 772 F.2d 866, 873,
227 USPQ 1, 6-7 (Fed. Cir. 1985). A registered
mar Kk on goods ot her than those previously

regi stered carries no presunption of

di stinctiveness. In re Loew s.(hol ding

i ncont establ e mark DURANGO for cigars
insufficient to establish distinctiveness of
DURANGO for chew ng tobacco). Here, the proposed
conposite mark is an entirely different mark from
SAVE VEN CE standing alone, and is used on
entirely different goods fromthose services
previ ously regi stered under the SAVE VEN CE mark
Because the incontestable service mark SAVE

VENI CE used for fundraising services carries no
presunptive weight within this conposite mark as
applied to the nine international classes of
consuner goods at issue, we therefore turn to the
Board's eval uation of the graphic and linguistic
strength of this el enent.

The Board, when faced with the issue of incontestability in
appeal s, has generally held that the incontestable status of a
prior registration does not alter the analysis for
registrability in a later application for a simlar mark. 1InlIn
re BankAnerica Corporation, 231 USPQ 873 (TTAB 1986), the
Exam ning Attorney refused registration under Section 2(e). In

response, applicant argued that it owned seven registrations for

10



Serial No. 75/496,422

the sane mark for related services, all of which were
i ncont establ e under Section 15 (the first three had been issued
under Section 2(f), but the nost recent four were not).
Applicant further argued that the holding in Park ‘N Fly
prevented Exam ning Attorneys fromrefusing to register the sane
or virtually the sanme mark. However, the Board di sagreed and
affirmed the refusal, saying, “This Ofice cannot and shoul d
not be barred fromexamning the registrability of a mark when
an applicant seeks to register it for additional goods or
services...The cases are | egion holding that each application for
registration of a mark for particular goods or services nust be
separately evaluated.” 1d. at 875-76, and cases cited therein.

Simlarly, in Strang Corp. v. The Stouffer Corp., 16 USPQd
1309 (TTAB 1990), the Board held that Section 15 has no
application to a cancellation proceeding. “Section 14 and
Section 15 speak to different purposes, Section 14 being in
effect a five year tine [imt barring certain attacks on a
registration, while Section 15 provides incontestable rights of
use.” Id. at 1311

And in In re Best Software, supra, at 1317, the Board
earlier dealt with applicant’s argunments concerning its
ownership of this sane registration, which was five years
old at the tinme of decision but for which the Section 15

affidavit or declaration had not yet been processed. The

11
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Board relied on much of the sane authority di scussed above,
and also cited In re Sunmarks Inc., 32 USPQd 1470, 1472
(TTAB 1994) (“The cases are | egion holding that each
application for registration of a mark for particul ar goods
or services nust be separately eval uated... Section 20 of
the Trademark Act..gives the Board the authority and duty to
deci de an appeal from an adverse final decision of the
Exam ning Attorney. This duty nay not be del egated by
adoption of conclusions reached by Exam ning Attorneys on
different records. Suffice it to say that each case nust
be decided on its own nerits based on the evidence of
record. W obviously are not privy to the record in the
files of the registered marks and, in any event, the

i ssuance of a registration(s) by an Exam ni ng Attorney
cannot control the result of another case.”) See also In
re Bose Corp., 772 F.2d 866, 227 USPQ 1, 7 n. 5 (Fed. GCir
1985) (i ncontestabl e status of registration for one speaker
desi gn does not establish non-functionality of another
speaker design with shared feature); and In re Industrie
Pirelli Societa per Azioni, 9 USPQ2d 1564 (TTAB 1988)
(Exam ning Attorney nmay refuse registration on the ground
that a mark is primarily nmerely a surnanme even if applicant
owns incontestable registration of sane mark for unrel ated

goods). Conpare In re Anerican Sail Training Association,

12
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230 USPQ 879, 880 (TTAB 1986), where the Board hel d that an
Exam ning Attorney may not require a disclainmer of “TALL
SH PS” in an application for registration of the mark
RETURN OF THE TALL SHI PS, where applicant owns an

i ncontestable registration for the mark TALL SHI PS coveri ng
i dentical services. There, the Board stated that the
matter required to be disclained was “identical to the

subj ect matter of applicant’s incontestable registration,”
and that “the services described in applicant’s application
are identical to those recited in the prior incontestable
regi stration.”

In sum ownership of an incontestable registration does
not give the applicant a right to register the same or
simlar mark for different goods or services, even if they
are closely related to the goods or services set forth in
the incontestable registration. Here, this application
seeks registration of a different mark--BEST! | MPERATI V
HRVB- -with a different commercial inpression fromthe mark
in the prior registration--BEST! per se-—or goods which,
al though simlar, are neverthel ess sonewhat different.

Mor eover, as noted above, each case nust be decided on its
own nmerits. See also In re Nett Designs, supra, and In re
Ownens-Corning Fiberglas Corp., 774 F.2d 1116, 227 USPQ 417

424 (Fed. Cr. 1985). Finally, we have given little weight

13
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to the nunerous third-party registrations submtted by both
sides. In re Nett Designs, supra (“Even if some prior

regi strations had sonme characteristics simlar to
[applicant's] application, the PTO s all owance of such
prior registrations does not bind the Board or this
court.”)

Decision: The requirenment for a disclainmer is
affirmed. Applicant is allowed until 30 days in which to
submt an appropriate disclainmer. |[|f applicant submts the
required disclainmer, it will be entered, the refusal to
register will be set aside, and the application will be

forwarded for publication.
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