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Qpi ni on by Bucher, Adm nistrative Trademark Judge:

Al chenmy Nomi nees Pty LTD seeks registration on the

Principal Register for the mark shown bel ow

as used in connection with goods identified, as anended, as

“metal building products, nanely, nails, screws, bolts, netal
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strapping, and fasteners for hol ding decking planks to a
timber joist,” in International dass 6.1

This case is now before the Board on appeal fromthe
final refusal to register on the ground that the speci nen of
record does not show use of the mark as it appears in the
drawing. The conposite mark is printed several different
pl aces on the specinen, and each tinme it includes the
addi ti onal wording “Decking Excellence” in a rectangle
superinposed over the initial portion of the word ONE, as

foll ows:

UE
e T R T

The Trademark Exam ning Attorney essentially contends
that this new conposite form as it appears on the specinen,

creates a separate conmercial inpression fromthat presented

in applicant’s drawing. According to the Trademark Exam ning

! Application Serial No. 75/501, 743 was filed on June 15, 1998,
based upon applicant’s claimof a bona fide intention to use the
mark in conmerce. Following the United States Patent and Trademark
O fice' s issuance of a Notice of Allowance, applicant tinely filed
its Statenment of Use under Trademark Rule 2.88, claimng use of
this mark anywhere at |east as early as January 31, 1999 and use in
commerce at | east as early as March 25, 1999, and including the
requi red speci nen.



Serial No. 75/501, 743

Attorney, this is true because of the way the additional
wor ds DECKI NG EXCELLENCE are placed promnently in the
foreground of the mark, partially obscuring and thereby
di mnishing the relative significance of the word “ONE.”
By contrast, applicant argues that as shown on its
speci nen, the term “DECKI NG EXCELLENCE represents non-

distinctive unregistrable matter,” and that this |audatory

sl ogan appears in small print, and it is placed inside a box.
As a result, applicant argues that it is totally separate
fromthe stylized DECK ONE | ettering and does not change the
commercial inpression of the DECK ONE mark as shown in its

dr awi ng.

Applicant has argued that a new specinen is not required
and has indicated no interest in anending the mark as shown
in the drawing. Hence, the sole question before the Board in
this appeal is whether or not the specinen submtted with the
Statenent of Use in this Intent-to-Use application actually
supports registration of the applied-for mark.

After careful consideration of the record before us in
this appeal, including the argunents of applicant and the
Trademar k Exam ning Attorney, we hold that the requirenent

for a substitute specinmen is not justified in light of the

relatively mnor alteration involved herein.
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We begin our analysis with the | anguage of Trademark
Rule 2.51(a)(2):

“I'n an application under 81(b) of the Act, the
drawi ng of the trademark shall be a substantially
exact representation of the mark as intended to be
used on or in connection with the goods specified
in the application, and once ... a statenent of use
under 82.88 has been filed, the drawi ng of the
trademark shall be a substantially exact
representation of the mark as used on or in
connection with the goods.”

W note that Rule 2.51(a)(1l) as it applies to use-based
applications and Rule 2.51(a)(2) as it applies to intent-to-
use- based applications are essentially the same. Most
publ i shed Board decisions dealing with the “substantially
exact representation” standard involve the owner of a mark
filing a use-based application who has consciously culled out
for registration just a portion of a |arger conposite nark.
By contrast, in the instant case, it appears that sonetine
between the tine this intent-to-use application was filed in
June 1998 and the tinme the mark was first used in January
1999, applicant added the DECKI NG EXCELLENCE el enent.
Nonet hel ess, these reported decisions are rel evant because
the test is the sanme whether the owner of a mark already in
use has pulled out for registration a portion of a conposite
mark or the owner of an I TU application has added additi onal

matter between the tinme of filing the trademark application

and eventual | y maki ng comerci al usage.
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Actual ly, there appears to be agreenent between
applicant and the Trademark Exam ning Attorney with the | ong-
standing principle that an applicant may apply to register
any el enent of a conposite mark displayed on the specinen of
use, provided that applied-for elenent, in and of itself,
presents a separate and distinct comrercial inpression as a

mar k. See Institut National des Appellations D Oiagine v.

Vintners International Co., Inc., 958 F.2d 1574, 22 USPQd

1190 (Fed. GCr. 1992); In re Raychem Corp., 12 USP@@d 1399

(TTAB 1989); In re Lear-Seigler, Inc., 190 USPQ 317 (TTAB

1976); and In re Berg Electronics, Inc., 163 USPQ 487 (TTAB

1969) . 2
As stated by the Court of Appeals for the Federal

Circuit in the case of Institut National, supra at 1197:

‘“Mutilation’ is a concept |ong recogni zed as a
part of trademark registration case law. |In
re Servel, Inc., 181 F.2d 192, 85 USPQ 257,
259-60 (CCPA 1950). The issue nust be deci ded
on the facts of each case.

2 See al so Trademark Manual of Exam ning Procedure (TMEP)

§807. 14(b), (Third Edition 2002):

[1]n an application under 81 of the Trademark Act, the
applicant has sone latitude in selecting the mark it
wants to register. The nere fact that two or nore

el enents forma conposite mark does not necessarily nean
that those el enments are inseparable for registration
purposes. An applicant may apply to register any

el ement of a conposite mark used or intended to be used

if that elenment presents, or will present, a separate
and di stinct commercial inpression apart from any other
matter with which the mark is or will be used on the
speci nmen.

The determ native factor is whether or not the subject
matter in question nmakes a separate and distinct
commerci al inpression apart fromthe other elenent(s)....
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And later in the Institut National case, the Court cited

Professor J. Thomas McCarthy’s treatise® saying that the
question is “what exactly is the ‘trademark’ ?”; and further
guot ed Professor McCarthy as foll ows:
It all boils down to a judgnent as to whet her
that designation for which registration is
sought conprises a separate and di stinct
“trademark” in and of itself.

Based | argely upon the spatial and physical relationship
of the elenents herein, the Trademark Exam ni ng Attorney
variously describes the new wordi ng el enent on the specinen
as being “nerged,” “intertwi ned” or “interwoven” wth DECK
ONE. In her judgnent, the new wording is “integrated” with
t he bal ance of the specinmen image, thereby naking it an
“essential” part of the conposite nmark. She notes that the
additional words “ ...are inside a rectangular carrier and
superi nposed over a significant part of the word ONE.
Therefore, the specinens show a well-integrated mark in which
the individual el enments cannot be separated w t hout
mutilating the mark.” (Exam ning Attorney’ s appeal brief, p.
3).

I n support of her position, the Trademark Exam ning

Attorney cites to In re Speroul eas, 227 USPQ 166 (TTAB 1985),
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where the Board found that the design could not be registered
apart fromthe wording. |mages of the drawi ng and usage on

t he Speroul eas specinens foll ow

e Iy e, AL
EN g
Galan e, e
7 i N N
N\ > SOCRATCS
TR, | e
\"‘-\\H j [ .-____:-"__.-'-.-"'-. n {;II-]G”T
'\-.\,::\::\-\ 4 ...:._-.-.-_.-". El_l'
-\.-\.".'H:lt::..:_':_,- =

The Board s finding of mutilation in the Speroul eas case

is premsed on the fact that within a conposite where literal
el enents are prom nent and placed over top of rather
commonpl ace design features, the design feature may not be
lifted out for separate registration. Conversely, the Board

i n Speroul eas stated:

“ ...[T]he words in this case nay be lifted from
the design and separately regi stered, since as

af orenoted they formthe doni nant part of the nark
and since they are not obliterated by any part of

t he design ..

Speroul eas supra at 168. The Board inplied that it would not
have found nutilation if applicant had applied to register
the special formpresentation of SOCRATES DELI GHT within the
di anond design, but wthout the torch design. Thus, this

hypot hetical culling is closer to the facts of the instant

3 The current citation in McCarthy' s treatise on this subject
is 3 J. Thomas McCarthy, MCarthy on Trademarks and Unfair
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case than was Speroul eas’ actual attenpt to register the
torch and di anond design w thout the wording.

In this case, we acknow edge that the spatial placenent
and over| appi ng physical relationship of the wordi ng “Decking
Excel l ence” (i.e., underlining the word “Deck” and coveri ng
up a portion of the word “One”) create sonme degree of
physi cal connect edness between the literal elenments of the
conposite shown on the specinen. On the other hand, we do
not agree with the Trademark Exam ning Attorney that the
wor di ng “Decki ng Excellence” is an inseparable el enent of the
entire mark as shown on the specinens. Rather, we find that
visually the laudatory term "Decking Excel |l ence" conprises an
i ncidental overlay. As to connotation, the wording “Decking
Excel |l ence” nerely accentuates the “preem nent” connotation
of “Deck One.” Finally, the unique design of the critical
conponents of the mark remai n unchanged between these two
presentations, |eaving the overall comercial inpression of

the DECK ONE mark unchanged with this addition:

Conpetition, 819:59 (4th ed. 2001).
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In order to better calibrate our analysis, we review a
nunber of reported trademark regi stration decisions where
applied-for elenments were indeed found to be inextricably
bound together with other design features within their
respective conposite marks, and hence could not be extracted.
These decisions are hel pful to our analysis inasnuch as the
explanations all involve nore than nerely sone degree of
touchi ng between (or anong) the el enents shown on the
speci nens in question. For exanple, prom nently placed,
arbitrary wordi ng generally cannot be deleted. An el enent
cannot be culled if it appears to be interacting in sone
manner with other elenents in the conposite as shown on the
specinen. Simlarly, the nutilation concept prohibits the
removal of critical elenents if their renpoval woul d change

the overall | ook and feel of the mark. *+ Each of the half-

4 In re Boyd Coffee Co., 25 USPRd 2052 (TTAB 1993),

2 e

(TECHNI . BREW
Chem cal Dynamics Inc., 839 F.2d 1569, 5 USPQ2d 1828
Cr

1988) ,
&

In re MIler Sports Inc., 51 USP@@d 1059 (TTAB 1999),

Inre
( Fed.
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dozen cases cited above (where the applied-for matter differs
fromthe conposite image as actually used) presents an
excel l ent visual exanple of the respective applicant’s
mutilation of a mark’s comercial inpression.

However, none of these basic fact patterns is present
herein. \Wen conparing the drawing of the mark (i.e., the
matter for which applicant is seeking registration) with the
conposite mark as shown on the specinen, applicant has not
pul l ed out a design feature for registration; applicant has
not deleted arbitrary matter; applicant has not culled out
sone words from anong ot her words of the sane or simlar size

| ocat ed together on the sanme |ine; and applicant has not

Miller

In re San D ego National League Baseball Cub, Inc., 224 USPQ 1067
(TTAB 1983) [overturned on separate issue of mere descriptiveness
of publications (In Re WNBA Enterprises, LLC usb@d

Serial No. 75/599,525 (TTAB June 11, 2003))]:
SAN DIEGO PAdJIes

PADRES REPORT ﬂE ORT

In re Library Restaurant, Inc., 194 USPQ 446 (TTAB 1977),
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changed the overall |ook and feel of the mark. Rather, the
matter that applicant herein has attenpted to pull out for
regi stration conprises the only source-indicating materi al
shown in the conposite on the specinens as ultimately used.

Accordingly, we find that the instant case is nore |ike that

of Schecter Bros. Mdul ar Corp., 182 USPQ 694 (TTAB 1974):

The Board reversed the Exam ning Attorney, permtting
applicant to cull out the primary wordi ng and part of the
desi gn, and explained its reasoning as follows:

It is applicant’s position that the
subject matter of the application does not in
any way destroy the comercial inpression
engendered by the total conposite mark shown
inits specinens. Applicant submts that the
i npression created by the mark as shown in its
specinmens is essentially what it is attenpting

ol ]
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to register in that the om ssion of the shadow
i mge of the word portion does not obliterate
or destroy the mark

We agree with applicant. The shadow
image is in effect a redundancy — it makes for
an interesting logo but it is the word portion
of the mark that creates the essential
inpression in this particular instance. And,
purchasers of the goods are not likely to
repeat that word mark or be inpressed thereby
only if it is repeated in the shadow i nage
form

The fact that applicant is the owner of a
registration for “RAINAIRE,” sinpliciter, is
i ndi cative of what applicant basically
considers its mark to be. In our opinion, the
del etion of the shadow i mage i s but a m nor
alteration and does not create a new and
different mark creating a different commerci al
inpression. It is our opinion that what is
sought to be registered and the matter shown
in the specinmens are basically the same nmarks
creating the sanme inpressions. Applicant is
not obligated to file a new drawi ng or new
speci nens.

As noted earlier, this case presents us with a factual
judgnent as to whether the designation for which registration
is sought is a separate and distinct trademark. W find that
applicant’s mark as shown on the drawing is a substantially
exact representation of the mark shown on the speci nen of
record because the DECK ONE and design mark shown in the
drawi ng makes a separate and di stinct conmercial inpression —
with or without the largely incidental elenent added to this

desi gn, as shown on the specinen.
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Decision: The refusal to register based upon a
requi renent for an acceptable, substitute specinmen is

reversed.



