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UNI TED STATES PATENT AND TRADEMARK OFFI CE
Trademark Trial and Appeal Board
In re On-Site Tradi ng, Inc.
Serial No. 75/507, 347
Kevin P. Crosby of Brinkley, Mnerney, Morgan, Solonon &
Tatum LLP for On-Site Trading, Inc.
Kenneth Battl e, Trademark Exam ni ng Attorney,
Law O fice 111 (Craig Tayl or, Managi ng Attorney)
Bef ore Simms, Seehernman and Bottorff, Adm nistrative
Trademar k Judges.
Opinion by Sims, Adm nistrative Trademark Judge:

On-Site Trading, Inc. (applicant), a New York
corporation, has appealed fromthe final refusal of the
Trademar k Exam ning Attorney to register the mark ON-SI TE
TRADER for “providing access to a conmputer network on which
securities transactions can be carried out by consuners.” B

The Exam ning Attorney has refused registration under

Section 2(e)(1) O the Act, 15 USC 81052(e)(1), on the

! Application Serial Nunber 75/507,347, filed June 23, 1998,
based upon applicant’s bona fide intention to use the mark in
comer ce.
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basis that applicant’s mark is nerely descriptive of its
services. Applicant and the Exam ning Attorney filed
briefs but no oral hearing was requested.EI

W affirm

The Exam ning Attorney argues that applicant’s mark,
considered in connection with applicant’s services, is
nerely descriptive because no imagination is needed to
understand the nature of applicant’s services. 1In this
regard, the Exam ning Attorney argues that applicant
provi des renote “on-site trading” which is accessible to
traders and that, therefore, the mark ON-SI TE TRADER i s
nerely descriptive of applicant’s services. The Exam ning
Attorney has nmade of record definitions of the words “on-
site” and “trader.”EI The Exam ning Attorney has al so nade
of record material fromthe Internet as well as the results
of a search conducted on the Nexis conputer database.
Whil e many of the references to “on-site trading” refer to
applicant, the follow ng additional references are

not ewor t hy:

2 To its brief applicant has attached, for the first time, a specinen of
use of its asserted mark on a piece of pronotional literature. W have
gi ven no consideration to this piece of evidence. See Trademark Rul e
2.142(d).

3 “On-site” is defined in The American Heritage Dictionary of the
Engl i sh Language (3'? ed.) as “done or located at the site, as of
a particular activity: an on-site filmng.” The word “trader” is
defined as “one that trades; a deal er..”
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Q Do you think a suitability guideline
i's needed for the nost aggressive day

traders, those who go to on-site trading firnms?
Los Angeles Tines, May 11, 1999

*

On-site trading, nore commonly call ed day
tradi ng, began to take hold in the past two
years as shops have spun up to ---

On-site tradi ng nakes up about 15 percent

of the Nasdaq National Market's daily vol une,
according to the association...

The associ ati on acknow edges that on-site
trading isn't for everyone.

The Pal m Beach Post, May 10, 1999
* * * *

*

.Firstrade wants to mgrate its custoners
to the Internet because on-site trading
requi res nore resources and space and the
firmwants to streanline operations...

Fi nanci al Net News, April 5, 1999

* * * *

..Thomas Marsi co, chief executive officer
of Marsico Capital Managenent, an asset
managenent firm A state-of-the-art,
on-site trading roomis now being built in
the H Il Herald business school that
ultimately will house the activity.
Chapel Hill Herald, October 16, 1998
* * * *

*

The NASD Regul ati on reorgani zed its
di vision of market regulation in order to

i ncrease the focus on its on-site trading

and mar ket maker surveillance program (TMVB) ...
Conpl i ance Reporter, July 20, 1999
* * * *

*

G eenberg said both the Shaw and Security
APL services will continue to be used for
accounting as Ni chol as- Appl egate accl i mates
itself to the new on-site trading system
whi ch should be live in six-to-eight weeks...
Oper ati ons Managenent, February 26, 1996
* * * *

*

Besi des the due diligence library,

Berry-Shino offers a full range of brokerage
services, including on-site trading, portfolio
managenent and investnent banking...

Ari zona Busi ness Gazette, Cctober 26, 1995
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* * * * *

.SWi ss Anerican Securities, Inc., which

occupi es 67,000 square feet, kept its on-site

trading desks in full operation until power was

restored by ConkEd on Dec. 17.

Real Estate Wekly, February 24, 1993
* * *

*

Applicant, on the other hand, maintains that its mark
IS suggestive because sonme inmagination is required to
determ ne the nature of its services. In support of this
contention, applicant nmakes the follow ng argunents: that
consuners do not know from applicant’s mark what
specifically is being traded; that “on-site” inplies the
exi stence of a physical |ocation where the activity of
trading is carried out but that applicant’s activity is
conducted renotely via a conputer network and occurs “off-
site” rather than “on-site” at an office. Since
applicant’s services may be rendered at whatever |ocation a
conputer termnal is |located, applicant maintains that its
asserted mark is an i ncongruous expression. That is to
say, a consuner using applicant’s services nmay conduct
securities transactions anywhere he or she has access to
the Wrld Wde Web. Applicant maintains that the Nexis
references referring to “on-site trading” do not present
t he i ncongruous use of applicant’s mark for its services.
Aside fromnoting that thirteen Nexis references refer to

applicant, applicant also notes that the references are to
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“on-site trading” rather than “on-site trader.”EI Because
the Nexis material does not refer to trading at a renote
| ocation, applicant nmaintains that the evidence does not
support the refusal. Finally, applicant asks that we
resol ve any doubts in its favor.

It is well settled that a termis considered to be
nerely descriptive of goods and/or services, within the
nmeani ng of Section 2(e)(1l) of the Trademark Act, if it
i mredi ately describes an ingredient, quality,
characteristic or feature thereof or if it directly conveys
information regarding the nature, function, purpose or use
of the goods and/or services. |In re Abcor Devel opnent
Corp., 588 F.2d 811, 200 USPQ 215, 217-18 (CCPA 1978). It
is not necessary that a termdescribe all of the properties
or functions of the goods and/or services in order for it
to be considered to be nerely descriptive thereof; rather,
it is sufficient if the termdescribes a significant
attribute or feature about them Mreover, whether a term
is nerely descriptive is determned not in the abstract,
but in relation to the goods and/or services for which

registration is sought, the context in which it is being

“ Applicant also correctly states that some of the uses noted by
the Exami ning Attorney, omtted fromthe excerpts quoted in this
opinion, use the term“on-site trading” in different contexts
unrelated to the securities field. Oher references, also
omtted, contain “noise words” and are irrel evant.
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used on or in connection with those goods and/or services,
and the possible significance that the term would have to
t he average purchaser of the goods and/or services because
of the manner of its use. In re Bright-Crest, Ltd., 204
USPQ 591, 593 (TTAB 1979). Accordingly, whether consuners
coul d guess what the product [and/or service] is from
consideration of the mark alone is not the test. Inre
American Geetings Corp., 226 USPQ 365, 366 (TTAB 1985).

Marks are also nerely descriptive if they describe the
type of purchasers or users of particul ar goods or
services. See, for exanple, In re Canel Mnufacturing
Conpany, Inc., 222 USPQ 1031 (TTAB 1984) ( MOUNTAI N CAMPER)
and In re Hunter Publishing Conpany, 204 USPQ 957 (TTAB
1979) (JOBBER AND WAREHOUSE EXECUTI VE) .

Fromthe printout of record of applicant’s Wb site,
it is clear that one may use applicant’s services by
contacting applicant froma personal conputer via the
| nt ernet.

Until recently, active stock traders needed

to trade out of a professional trading firmto
get the benefits of dynamic, real-tinme stock
trading. Now, fromany |ocation, renote
traders can conpete with other professiona
traders. You will have el ectronic access to
dynam c real -tinme quotes, charts, the Dow Jones
News Service, and executions to provide you the

tradi ng edge you want and need. This access
is essential for getting better executions.
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From anot her exhibit, nade of record by the Exam ning
Attorney, applicant is described as follows:
Formed in 1994, On-Site Trading, Inc. is
a |l eading provider of stock trading services
targeted to both the on-prem ses and renote
trader. Qur main trading floors in Great Neck
New York are home to our proprietary traders. In
addi tion, we have over 300 traders in 8 branch
offices, as well as renote traders around the
country. Qur business caters to active,
pr of essi onal traders.

It is clear that applicant appears to offer both on-
prem ses and renote trading services. Also, and nore
inmportantly, applicant’s description of services is not
limted to renpte access conputer services. That is to
say, as currently described, applicant’s services are
sinply the providing of access to a conputer network on
whi ch securities transactions can be carried out by
consuners. Because this description is broad enough to
i ncl ude on-prem ses securities trading, and because we nust
consider applicant’s mark in relation to the services set
forth in its application and not the specific services in
connection wth which it either actually uses or intends to

use the mark, applicant’s mark nust be considered nerely

descriptive. The mark ON-SI TE TRADER nerely describes the
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user of applicant’s conputer services provided at a
particul ar | ocation (on-prerrises).EI

W note that applicant has, in its brief, offered the
alternative request for registration on the Suppl enent al
Regi ster in the event that the Board finds that applicant’s
mark is not registrable on the Principal Register.EI Because
applicant raised this alternative request for the first
time inits appeal brief, we have no exam nation of the
nerits of this alternative request. See TMEP 81212.02(c).
Mor eover, applicant has not submtted an anendnent to the
Suppl enent al Regi ster and the required anendnent to all ege
use. Accordingly, this request is denied.

Decision: The refusal of registration is affirned.

> W nmake no finding as to whether the mark woul d be nerely
descriptive if applicant’s description of services were limted
to the provision of conputer services at off-prenises |ocations,
such that one could only use applicant’s services from any

| ocati on where one could access the Wrld Wde Wb. 1In such a
situation, applicant’s argunent about the incongruous nature of
its mark may have nore persuasive weight.

® Applicant has also offered to disclaimthe word “TRADER apart
fromthe mark. Because we find that applicant’s entire mark is
merely descriptive, this offer to disclaimis not appropriate.



