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Serial No. 75/512,879

T. Wlliam Alvey, 111, General Counsel of |XL Enterprises,
I nc.
Brendan Regan, Trademark Exam ning Attorney, Law Ofice 113
(Meryl Hershkow tz, Managing Attorney).
Bef ore Hanak, Quinn and Chapman, Adm nistrative Trademark
Judges.
OQpi ni on by Chapman, Adm nistrative Trademark Judge:

| XL Enterprises, Inc. (a Delaware corporation) appeals
fromthe Exam ning Attorney’s final refusal to register on

the Principal Register the mark | NTERACTI VE EXCELLENCE f or

services identified as “kiosk design and devel opnent

! The records of the Assignnent Branch of this O fice indicate
that the involved applicant has undergone a change of nane. See
Reel 1945, Franme 0547. Accordingly, applicant’s nane is set
forth to refl ect the change.
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services, website design and devel opnent services, and CD
ROM desi gn and devel opnent services” in International C ass
422 under Section 2(e)(1) of the Trademark Act, 15 U.S.C.
81052(e) (1), on the basis that the mark, when used in
connection wth applicant’s services, is nerely descriptive
of them Both applicant and the Exam ning Attorney have
filed briefs. Applicant requested an oral hearing but

| ater withdrew that request.

Essentially, the Exam ning Attorney’s position is that
applicant’s services are “inherently interactive,” that is,
“applicant’s services are designing interactive devices for
others,” (brief, unnunbered page 3, enphasis in original)
and that the word “excellence” is |audatory rather than
source-indicating. The Exam ning Attorney argues that the
conbi nati on of the words remains nerely descriptive of
applicant’s kiosk, website and CD- ROM desi gn and
devel opnent servi ces because consuners “woul d believe that
said services are in the nature of (presumably excellent)
interactive services” (brief, unnunbered page 7). 1In
support of this position, the previous Exam ning Attorneys

handi ng this application submtted dictionary definitions

2 Application Serial No. 75/512,879, filed June 30, 1998, based
on applicant’s clainmed date of first use and first use in
commerce of January 1995.
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of “interactive” and “excel |l ence”® photocopies of several

third-party registrations in which the term®“interactive”
was di scl ai ned; and phot ocopi es of several excerpted
articles retrieved fromthe Nexis database to show that the
word “interactive” is recognized as descriptive in
applicant’s industry.?

Applicant essentially contends that the Exam ning
Attorney has inproperly dissected applicant’s mark; that
the Exam ning Attorney’ s evidence regarding “interactive”
does not relate to applicant’s services of designing and
devel opi ng ki osks, websites and CD-ROVs; that applicant’s
services are not “interactive” and do not include
“interactive” conmuni cative conponents of services such as
online chat services or user access to the Internet; that
applicant’s mark i s suggestive rather than nerely
descriptive; and that any doubt as to the question of
whether a mark is nmerely descriptive should be resolved in

applicant’s favor. Applicant submtted phot ocopi es of

% The current Examining Attorney submitted a few dictionary
definitions of the words “kiosk” and “premiere” with his brief on
appeal. The Board takes judicial notice thereof. See TBMP 8§712.
* The majority of the excepted stories fromthe Nexis database
are fromforeign publications, and thus are of very limted
probative value as to consuner perception of the termin the
United States. See In re Urbano, 51 USPQ2d 1776, at footnote 3
(TTAB 1999). Mbreover, several of the articles do not utilize
the term*“interactive” in any manner relevant to the invol ved
servi ces.



Ser. No. 75/512879

printouts froma search report show ng several third-party
registrations in which the words “interactive” and/or
“excel | ence” were not disclained.”®

It is well settled that “a termis descriptive if it
forthwith conveys an i medi ate i dea of the ingredients,
qualities or characteristics of the goods [or services].”
(Enmphasi s added). In re Abcor Devel opnent Corp., 588 F.2d
811, 200 USPQ 215, 218 (CCPA 1978). Moreover, the
i mredi at e i dea nmust be conveyed with a “degree of
particularity.” In re TMS Corporation of the Anericas, 200
USPQ 57, 59 (TTAB 1978). See also, See In re Nett Designs,
236 F.3d 1339, 57 USPQd 1564, 1566 (Fed. Cr. 2001); and
In re Entenmann’s Inc., 15 USPQd 1750, 1751 (TTAB 1990),
aff’d, unpub’d, Fed. Cir. February 13, 1991

Further, it is well-established that the determ nation
of nere descriptiveness nust be nmade not in the abstract or
on the basis of guesswork, but in relation to the goods or
services for which registration is sought, the context in
which the term (or phrase) is being used or is intended to

be used on or in connection with those goods or services,

® Generally, printouts froma private search conpany database are
not an appropriate nmanner in which to submit such evidence. See
Inre Smith and Mehaffey, 31 USPQ2d 1531, at footnote 3 (TTAB
1994). However, the Examining Attorney did not object thereto,
and, in fact, did not address the material at all until the
appeal brief. Thus, the Board considers that the Ofice
stipulated the material into the record.
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and the inpact that it is likely to nmake on the average
pur chaser of such goods or services. See In re Omaha
National Corp., 819 F.2d 1117, 2 USPQR2d 1859 (Fed. G r
1987); Abcor, 200 USPQ at 218; and In re Pennzoil Products
Co., 20 USPQd 1753 (TTAB 1991).

It has | ong been acknow edged that there is often a
very narrow | ine between terns which are nerely descriptive
and those which are suggestive, and the borderline between
the two is hardly a clear one. See In re Atavio Inc., 25
USP@d 1361 (TTAB 1992).

Viewing this record inits entirety, we find that the
evi dence submtted by the Exam ning Attorneys does not
establish a prima facie case that the mark | NTERACTI VE
EXCELLENCE is nerely descriptive of applicant’s identified
servi ces, “kiosk design and devel opnent services, website
desi gn and devel opnent services, and CD- ROM desi gn and
devel opnent services.” None of the excerpted stories
retrieved fromthe Nexis database show use of the words
“1 NTERACTI VE EXCELLENCE”; and, as expl ai ned previously,
nost of the stories are fromforeign publications and, in
any event, do not evidence use of the word *I1 NTERACTI VE”
descriptively in relation to the services which are the
subject of this application. Instead, the stories sinply

show that the term“interactive” is used in severa
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di fferent connotations, such as the follow ng (enphasis in
original printouts), none of which are applicable to
applicant’s identified services:

...Flextech supplies a range of

pay- TV channel s, owns a string of

websites, and provi des

interactive services such as

onl i ne shopping...., “The Tinmes

(London),” January 28, 2000; and

...Smal | businesses often start

by setting up a non-interactive

website—for publicising their

products and services and letting

peopl e know how to get in

touch...., “Accountancy Age,”

January 27, 2000.

Thus, when considered in connection with applicant’s
desi gn and devel opnent services, the mark | NTERACTI VE
EXCELLENCE does not readily and i medi ately evoke an
i npressi on and an understandi ng of the specific nature of
applicant’s identified services. See Concurrent
Technol ogies Inc. v. Concurrent Technol ogies Corp., 12
USPQ2d 1054 (TTAB 1989); In re Intelligent Medical Systens
Inc., 5 USPQ2d 1674 (TTAB 1987); and In re TMS Corporation
of the Anmericas, supra.

Decision: The refusal to register the mark as nerely

descriptive under Section 2(e)(1l) is reversed.



