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Bef ore Qui nn, Hohein and Zervas, Adm nistrative Trademark Judges.

Opi ni on by Hohein, Admnistrative Trademark Judge:

Cardi nal Financial Corp. has filed an application to
regi ster on the Principal Register the mark "CARDI NAL BANK," in
standard character form for "banking services.""

Regi stration has been finally refused under Section
2(d) of the Trademark Act, 15 U. S.C 81052(d), on the ground that

applicant's mark, when applied to its services, so resenbles the

mar k " CARDI NAL FI NANCI AL COMPANY" and desi gn, as shown bel ow,

ardinal Financial
(Earramarcmy

' Ser. No. 75514741, filed on July 2, 1998, which is based on an
al l egation of a date of first use anywhere and in comerce of June 8,
1998. The word "BANK" is disclained.
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which is registered for "banking services, nanmely[,] nortgage

n?2

bankers, as to be likely to cause confusion, or to cause
m st ake, or to deceive.

Applicant has appealed. Briefs have been filed, but an
oral hearing was not requested. W affirmthe refusal to
regi ster.

Qur determ nation under Section 2(d) is based on an
anal ysis of all of the facts in evidence which are relevant to
the factors bearing on the issue of whether there is a |ikelihood
of confusion. Inre E. |I. du Pont de Nenmours & Co., 476 F.2d
1357, 177 USPQ 563, 568 (CCPA 1973). However, as indicated in
Federat ed Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098,
192 USPQ 24, 29 (CCPA 1976), in any likelihood of confusion
anal ysis, two key considerations are the simlarity or
dissimlarity in the goods or services at issue and the
simlarity or dissimlarity of the respective marks in their
entireties.’

Applicant, inits initial brief, "submts that there is
no |ikelihood of confusion between Applicant's mark and the mark
CARDI NAL FI NANCI AL COVPANY [ and desi gn] because: (1) the presence

of distinguishing conponents in the two marks outwei ghs and

’ Reg. No. 2,216,820, issued on the Principal Register on January 12,
1999, which sets forth a date of first use anywhere and in conmerce of
August 1, 1987; conbined affidavit 888 and 15. The words "FI NANCI AL
COVPANY" are di scl ai ned.

° The court, in particular, pointed out that: "The fundanental inquiry
mandat ed by 82(d) goes to the cumul ative effect of differences in the
essential characteristics of the goods [or services] and differences
in the marks." 192 USPQ at 29.
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overcones the simlarity between them (2) the services for which
the Applicant uses its mark are sufficiently different fromthe
services for which the cited mark is used to negate any

i kelihood of confusion; and (3) the absence of actual confusion
between the parties for nore than five years wei ghs heavily

agai nst such a finding.” Turning to the first of such
contentions, applicant argues in particular that, when the
respective marks are considered in their entireties, it is
apparent that (footnote omtted; underlining in original):

[ T he Applicant's mark contains the
addi tional conponent BANK, and the cited mark
contains the additional conmponents, FINANCI AL
COWANY. In light of the clear and
i mredi ately perceived differences in
appear ance, sound, and neani ng of these
conponents, a striking difference between the
overall inpressions created by the two marks
arises and overcones the simlarity of the
shared conponent.

Di stingui shing conponents are
particularly significant when the shared
conponent is a word in common English usage,
such as CARDINAL. Since the public is used
to seeing the word in other contexts, the
public tends to | ook wi th hei ghtened
di scrimnation at commercial uses of the word
and the conponents which acconpany it.

The non-shared conponents are unusually
strong distinguishers in the instant case
because they both refer to separate,
reqgul ated industries which are restricted to
their respective fields. A special federal
or state charter is required for a bank, and
separate, special licensing is required for

nort gage services.

Because of the |ongstandi ng regul atory
separation of the functions of banks and
nort gage services, the public readily
di stingui shes between them Virtually al
consuners are famliar with what a bank is
and does--and can readily distinguish banking
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services fromnortgage services. As a

result, the distinguishing conponents in the

marks in question are sufficient to negate

any |ikelihood of confusion between the

mar ks.

The Exam ning Attorney, on the other hand, naintains
t hat when applicant's mark "CARDI NAL BANK" and registrant's mark
"CARDI NAL FI NANCI AL COVPANY" are considered in their entireties,

the simlarities therein "are sufficient to find a |likelihood of

confusion." Specifically, the Exam ning Attorney insists that
because the "dom nant part of each ... mark is the word
‘cardinal,'" the respective marks are not only simlar in sound,

appear ance, neaning and comercial inpression, but "[w]ith the

exception of the disclainmed portions of each ... mark and the
slight design elenment in the registrant's mark, the marks ... are
identical." As to applicant's argunment that the disclained,

generic ternms therein preclude any likelihood of confusion, the
Exam ning Attorney, citing In re D xie Restaurants Inc., 105 F. 3d
1405, 41 USP2d 1531 (Fed. Gr. 1997), notes that it "is well
settled law that disclainmed matter is typically |ess dom nant
when conparing marks." Consequently, the Exam ning Attorney
asserts that, "[i]n the instant case, the 'cardinal' portion of
[each] ... mark is nore significant in creating a conmerci al
i npression” and that, "[i]n fact, the word '"cardinal' in ... each

mark is the conponent that distinguishes the marks" in terns
of an indication of source or affiliation.

Furthernore, with respect to applicant's contention

t hat because the public is used to seeing the word "CARDI NAL" in

ot her contexts, it "tends to | ook wi th heightened discrimnation
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at commerci al uses of the word and the conponents whi ch acconpany
it," the Exam ning Attorney points out that:

The applicant should note that when

determ ning whether there is a |ikelihood of
confusion ..., the question is not whether
people will confuse the marks, but rather
whet her the marks will confuse the people
into believing that the goods they identify
emanate fromthe same source. In re \Wst

Poi nt - Pepperell, Inc., 468 F.2d 200, 175 USPQ
558 (C.C.P. A 1972). For that reason, the
test of |ikelihood of confusion is not

whet her the marks can be di stingui shed when
subjected to a side-by-side conparison. The
guestion is whether the marks create the sane
overall commercial inpression. Visual
Information Inst., Inc. v. Vicon Indus. Inc.,
209 USPQ 179 (TTAB 1980). The focus is on
the recollection of the average purchaser who
normal Iy retains a general rather than
specific inpression of trademarks. Chenetron
Corp. v. Morrris Coupling & danmp Co., 203
USPQ 537 (TTAB 1979) .... In the financia
industry, it is customary for a bank to use
multiple entity designations to identify
several different financial services. |If
consuners heard the marks "Cardi nal Bank" and
"Cardi nal Financial Conpany"” used together in
one sentence, they would be likely to believe
the services they identify originate fromthe
sanme corporate entity. Because of the

t endency of the consum ng public to have a
general rather than a specific recollection
of trademarks, it is nore conceivable that
the "cardinal” portion of the mark[s] w Il be
used in calling for the services than the
words "bank" or "financial conpany."”
Therefore, the dom nant part of both ..
mark[s] is the word "cardinal." The
simlarities of the marks portend a great

i keli hood of confusion as to the source of
the [respective] services.

Applicant, inits reply brief, reiterates its
assertions that because the average consuner knows the difference
bet ween a bank and a nortgage conpany, is aware that banks are

governnent regul ated, and is cognizant that a conpany whi ch does
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not use the word "Bank” in its name is not a bank and is not
legally permtted to provide banking services, "the conponent
"Bank' in a service mark differentiates the owner very strongly
from ot her non-bank services."” Consequently, as noted
previously, applicant contends that "[t] he average consuner does
not expect the owner of a service mark that includes 'Financial
Conpany' but not 'Bank' to be a bank"” and, thus (underlining in
original), "the non-shared conponents of the two marks are
unusual |y strong di stinguishers in the instant case because they
both refer to separate, requlated industries which are restricted
to their respective fields.” |In addition, applicant stresses the
fact that registrant's mark "includes a bird perched in an
enlarge letter '"C, horizontal lining, stylized letters, and
three words, whereas the Applicant's mark is sinply the two-word
mar kK CARDI NAL BANK i n standard character format." Applicant
urges, in viewthereof, that given "the design difference and the
differing textual conmponents, the inpression created by the two
marks are significantly different."

We concur with the Exam ning Attorney, however, that
when considered in their entireties, the marks at issue are so
substantially simlar as to be likely, if used in connection with
the sane or related services, to cause confusion or m stake or
deception. Wile, as our principal review ng court has noted,
the marks at issue are to be considered in their entireties,

i ncluding any design elenments and/or generic matter, it is also
the case that, in articulating reasons for reaching a concl usion

on the issue of |ikelihood of confusion, "there is nothing
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i nproper in stating that, for rational reasons, nore or |ess
wei ght has been given to a particular feature of a mark, provided
[that] the ultinmate conclusion rests on consideration of the
marks in their entireties.” In re National Data Corp., 753 F.2d
1056, 224 USPQ 749, 751 (Fed. Cir. 1985). For instance,
according to the court, "that a particular feature is ... generic
with respect to the involved ... services is one comonly
accepted rationale for giving less weight to a portion of a mark
." 1d. Here, the dom nant and di stingui shing el enent of both
applicant's "CARDI NAL BANK" mark and registrant's " CARDI NAL
FI NANCI AL COVPANY" and design mark is the arbitrary or fanciful
word "CARDI NAL, " given the | ack of source-indicative significance
i nherent in, respectively, the generic terns "BANK' and
"FI NANCI AL COVPANY, " and the fact that the bird design in
registrant's mark is clearly recognizable as a cardinal and thus
nmerely serves to underscore the source-distinguishing term
"CARDI NAL."* Moreover, although consuners woul d no doubt know,
upon encountering applicant's mark, that the institution
rendering applicant's banking services is indeed a conmerci al
bank rat her than sone other kind of financial company, as could
be the case with the nortgage banking services rendered under
registrant's mark, it is still likely that consuners could
reasonably believe, in light of the simlarities in sound,
appear ance, connotation and overall conmercial inpression between

the respective marks due to the shared term " CARDI NAL, " that the

* As shown by the specimens of use, applicant |ikew se uses a bird
design with its mark which is easily recognizable as a cardinal.
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respective services have a common source or sponsorship if such
services are otherwi se conmercially rel ated.

Turning, therefore, to consideration of whether
applicant's "banking services" are commercially related to
regi strant's "banki ng services, nanely[,] nortgage bankers,"
applicant asserts inits initial brief that, except for "the fact
that they both fall within what is generally referred to as the
financial industry, there is little relationship" between such
services. Specifically, as previously nmentioned, applicant urges
inits reply brief that:

[ T he owner of the cited mark is not

legally qualified to provide the services the

Applicant provides as a bank--and seeks

registration for. Banking services may only

be provided by chartered banks, whereas

nort gage services nmay only be provi ded by

| i censed nortgage brokers. Thus, these

separate and distinct services of the

Applicant and the owner of CARDI NAL FI NANCI AL

COMPANY woul d not create source confusion.

The Exam ni ng Attorney, however, contends that the
services of the parties are coonmercially rel ated "because
" banki ng services' and 'nortgage banking services' are offered by

the sane entities.”" "In fact," the Exam ning Attorney insists,
"nost banks of fer nortgage banking services as a part of a w de
m x of financial services." As support therefor, the Exam ning
notes that he has made of record "several third[-]party

regi strations in which 'banking services' and 'nortgage banki ng

servi ces' appear under the sane mark."
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Aside fromthe fact that, as identified, applicant's
"banki ng services" clearly enconpass registrant's "banki ng

nb5

services, nanely[,] nortgage bankers, we agree with the

Exam ning Attorney that the evidence of record supports a finding
t hat such services are commercially related. In this regard, the
Exam ni ng Attorney has made of record copies of approximately 30
use-based third-party registrations in which, in each instance,
the sanme mark is registered for both "banking services" (or a
vari ant thereof such as "banking and related financi al
services,"), on the one hand, and "nortgage banking services" (or
an equi val ent thereof such as "nortgage banking"), on the other.
It is settled, in this regard, that while use-based third-party
regi strations are not evidence that the different marks shown
therein are in use or that the public is famliar with them such
regi strations may neverthel ess have sone probative value to the
extent that they serve to suggest that the goods and/or services
listed therein are of the kinds which may emanate froma single
source. See, e.d9., Inre Albert Trostel & Sons Co., 29 USPQRd
1783, 1785-86 (TTAB 1993) and In re Micky Duck Mustard Co. Inc.,
6 USPQ2d 1467, 1470 at n. 6 (TTAB 1988). Here, the registrations
i ntroduced by the Exam ning Attorney serve to confirmthe

obvi ous, nanely, that banking services, including nortgage
banki ng services, are often available fromthe same source.

Furt hernore, applicant's advertising brochures, which were

® Wiile the word "bankers" in registrant's registration may be a
typographical error, it is nonetheless plain that the banking services
whi ch "nortgage bankers" would offer are "nortgage banking services."
Regi strant's identification of services will thus be so construed.
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submitted as its specinens of use of its mark, |ist such nortgage
banki ng services as "Conmercial Mrtgages" anong the banking
services it offers its custonmers. The evidence of record thus
shows that the respective services at issue herein are
sufficiently related, in a comercial sense, that if rendered
under the same or simlar marks, confusion as to the origin or
affiliation thereof would be likely to occur.

We accordingly conclude that consumers who are famliar
or acquainted with registrant's "CARD NAL FI NANCI AL COVPANY" and
design mark for "banking services, nanely[,] nortgage bankers,"
woul d be likely to believe, upon encountering applicant's
substantially simlar "CARDI NAL BANK" mark for "banking
services," that such comercially related services emanate from
or are sponsored by or affiliated with, the same source. Even
t hose consuners, for exanple, who happen to notice or appreciate
that applicant's mark serves to identify a commercial bank while
registrant's mark identifies some other type of financial
institution could reasonably believe that registrant's nortgage
banki ng services are rendered by a subsidiary of, or other entity
affiliated with, the same firmwhich offers applicant's banking
servi ces.

Applicant, asserting inits initial brief that its
"first use date is June 8, 1998" while, as set forth in the cited
registration, registrant's alleged "first use date is August 1,
1987," argues nevertheless that confusion is not |ikely because,

"[d]luring nore than five years of concurrent use, the Applicant

10
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has not been nmade aware of any confusion between its services
[under its mark CARDI NAL BANK] and those identified under
[registrant’'s mark] CARDI NAL FI NANCI AL COVPANY." However, as the
Exam ning Attorney correctly points out in his brief:

[ T] he applicant has presented no evi dence of

| ack of [actual] confusion. The test under

Trademark Act Section 2(d) is whether there

is alikelihood of confusion. It is

unnecessary to show actual confusion in

establishing |ikelihood of confusion. See

Wei ss Associates Inc. v. HRL Associates Inc.,

902 F.2d 1546, 14 UsSP@d 1840 (Fed. Gr.

1990), and cases cited therein.
Moreover, even if, as urged by applicant inits initial and reply
briefs, we were to regard as a "factual adm ssion” by registrant
the statement, in a copy made of record by applicant of an
unsi gned draft of a proposed consent agreenent, that "[t]he
parties are not aware of any instances of actual consumer
confusion, m stake, or deception between their respective marks"
for the services at issue herein, such would not suffice to
preclude a finding of l|ikelihood of confusion. The reason
therefor is that while it is indeed the case that evidence of the
absence of any instances of actual confusion over a significant
period of time is a du Pont factor which is indicative of no
i kelihood of confusion, such is a nmeaningful factor only where
the record denonstrates appreciable and continuous use by
applicant of its mark in the same markets as those served by
regi strant under its mark. See, e.qg., Gllette Canada Inc. v.
Ranir Corp., 23 USPQ2d 1768, 1774 (TTAB 1992). In particular,

t here nust be evidence showi ng that there has been an opportunity

for incidents of actual confusion to occur. See, e.qd.,

11
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Cunni ngham v. Laser Golf Corp., 222 F.3d 943, 55 USPQRd 1842,
1847 (Fed. GCir. 2000). Here, however, there is no such evidence.

Lastly, related to the above, applicant points to its
negotiations with registrant (Cardinal Financial Conpany, Limted
Part nershi p, conmposed of Cardinal Mrtgage, Inc. and Cardi nal
Financial Corp.) as to a possible consent agreenent, arguing in
its initial brief that (underlining in original):

It is significant that Cardina
Fi nanci al Conpany, L.P. has never objected to
the Applicant's use of the nmark CARDI NAL
BANK, but has instead requested that the
Applicant change its corporate nane to delete
the word "Financial" fromit. Thus, the
concern expressed by Cardinal Financi al
Conpany, L.P. does not relate to a likelihood
of confusion between the Applicant's mark
CARDI NAL BANK and any mark belonging to
Cardi nal Financial Conpany, L.P.

Applicant maintains that because "the owner of [the mark]
CARDI NAL FI NANCI AL COVPANY has not objected to Applicant's use of
[the mark] CARDI NAL BANK," such fact "weighs heavily against a
finding of Iikelihood of confusion."

The Exam ning Attorney, on the other hand, acknow edges
in his brief that, "[n]ormally, consent agreenments should be
gi ven great wei ght because they are executed by those nost
famliar with use of the services in the marketplace and nost
interested in precluding confusion.™ 1In this case, however, the
Exam ning Attorney argues that "[t]he applicant's unexecuted
consent agreenent is tantanmount to a naked consent and has no
probative value on the issue of actual confusion.”™ |In addition,
t he Exam ning Attorney notes that "applicant concedes that its

prior settlement discussions wth the registrant reached an

12
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i npasse”; that "to date, no consent agreenent has been reached”;
and that, "[i]n light of these circunstance, it is possible that
the registrant may believe that source confusion is likely."

Applicant, however, further asserts in its reply brief
that, "[p]erhaps even nore significantly, the [proposed] consent
agreenent, as edited by counsel for the owner of the cited mark,
al so states” that "[t]he parties agree that there is no
i keli hood of confusion, m stake, or deception resulting fromthe
use and registration of their respective marks." Applicant urges
that "[t]he foregoing statenment, which counsel for the owner of
the cited mark ... offered in that formfor signature by the
parties, is a factual adm ssion by the owner of the cited mark
and shoul d be afforded the sanme weight as if the consent
agreenent had been executed."”

We disagree with applicant's contentions. As is clear
fromthe affidavit of applicant's counsel and the copy of the
revision to the proposed consent agreenent (both of which were
submtted with applicant's request for reconsideration of the
final refusal), the so-called "factual adm ssion" by registrant
is expressly contingent upon applicant's agreenment not only to
delete the word "Financial" fromits corporate nane but also to
amend its application "to expressly delineate that its services
do not include 'nortgage banking services.'" Applicant, as the
record nmakes plain, has declined to so change its corporate nane
and has not so anended its application. There consequently has
been no neeting of the m nds between applicant and registrant;

there is no detail ed consent agreenent which has been executed by

13
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such parties; and there is no "factual adm ssion" by registrant

t hat cont enporaneous use by applicant of its substantially
simlar "CARDI NAL BANK" mark in connection with its commercially
rel ated "banking services" is not likely to cause confusion with
registrant's use of its "CARD NAL FI NANCI AL COVPANY" and desi gn
mark in connection with its "banking services, nanely[,] nortgage
bankers."

Deci sion: The refusal under Section 2(d) is affirned.
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