. THIS DISPOSITION IS NOT
Mai | ed: CITABLE AS PRECEDENT Augustpaég,r ﬁgogo
OF THE TTAB oah

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

In re The Language Workshop for Children/ Cercle Franco Americain
I nc.

Serial No. 75/516, 045
Charles H Knull of Graham Canpaign P.C for The Language

Wor kshop for Children/ Cercle Franco Anericain, Inc.

Toni Y. Hickey, Trademark Exam ning Attorney, Law Ofice 115
(Tomas VI cek, Managi ng Attorney).

Bef ore Hohei n, Chapman and Rogers, Adm nistrative Trademark
Judges.

Opi ni on by Hohein, Adm nistrative Trademark Judge:

The Language Workshop for Children/ Cercle Franco
Americain, Inc. has filed an application to register the term
"FOR TOTS" for "educational services, nanely, providing classes
in foreign | anguages to children and distributing course materi al
in connection therewith."!

Regi stration has been finally refused under Section

2(e) (1) of the Trademark Act, 15 U.S.C. 81052(e)(1), on the

' Ser. No. 75/516,045, filed on July 9, 1998, which alleges a date of
first use anywhere and in commerce of 1973.
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ground that, when used in connection with applicant's services,
the term"FOR TOTS" is nerely descriptive of themand that the
evidentiary showi ng relied upon by applicant is insufficient to
establish that such term has acquired distinctiveness under
Section 2(f) of the Trademark Act, 15 U.S.C. 81052(f).°

Regi stration al so has been finally refused under Sections 1, 2, 3
and 45 of the Trademark Act, 15 U. S.C 881051, 1052, 1053 and
1127, on the ground that, as used in connection with the

speci nens furni shed by applicant, the term"FOR TOIS"' does not
function as a service mark for applicant's services.

Appl i cant has appealed. Briefs have been filed, but an
oral hearing was not requested. W affirmthe refusal to
register as to the ground of nere descriptiveness, but reverse
the refusal to register with respect to the ground of failure to
function as a service mark.

Turning first to the latter ground of refusal, we note

that applicant originally submtted various advertisenents and

pronotional literature as specinens in which the term"FOR TOTS"
appears as part of such phrases as "French for Tots," "Spanish
for Tots," "Languages for Tots" and "Fun with French and Spani sh
for Tots.”" Wiile in none of those instances is the term"FOR

TOTS" used in such a manner that it nmakes a separate and distinct

commerci al inpression which serves to identify and distinguish

? Thus, in the absence of a showi ng of acquired disti nctiveness, if the
term"FOR TOTS" is considered to be nerely descriptive of applicant's
servi ces, it would remain unregistrable under Section 2(e)(1). See,

e.g., Yamaha Int'l Corp. v. Hoshino Gakki Co. Ltd., 840 F.2d 1572, | 6
USP@d 1001, 1007 (Fed. Gr. 1988), citing In re Capltal For mat i on
Counsel ors, Inc., 219 USPQ 916, 917 n. 2 (TTAB 1983).
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applicant's services, applicant submtted another specinen,

consi sting of the advertisenent reproduced bel ow,

€3\ THE LANGUAGE 4
Z %\\iWORKSHOP

FOR CHILDREN®

Ant EETENGIOS QF Yk »omc s womss mos SOM T i BREM, POUNDRD 1973
catmp——

For Tots™

Manhattan, New Jersey, Connecticut,
Westchester, Long lsland, Greater Boston

212.396.1362

together with a declaration fromits president properly verifying
that such additional specinen was in use in comrerce since at
| east as early as the filing date of its application.
As the Exami ning Attorney, citing In re Advertising &
Mar ket i ng Devel opnment Inc., 821 F.2d 614, 2 USPQ2d 2010, 2015
(Fed. Gr. 1987), indicates in her brief, whether a term has been
used as a mark for a particular service is a question of fact
which is determned primarily on the basis of the specinen or
speci nens of use submtted with the application. In particular,
she correctly observes that:
The fact that the proposed mark appears
in an advertisenent or brochure in which the
services are advertised does not in itself
show use as a mark. The record nust show
that there is a direct association between
the mark and the service. See Peopl eware
Systens, Inc. v. Peopleware, Inc., 226 USPQ
320 (TTAB 1985)
Wil e a service mark does not have to be

di spl ayed in any particul ar size or degree of
prom nence, it nmust be used in a way that
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makes a comrerci al inpression separate and
apart fromthe other elenents of the
advertising matter or other material upon
which it is used, such that the designation
w Il be recognized by prospective purchasers
as a source identifier. Inre C R Anthony
Co., 3 USPQ2d 1894 (TTAB 1987). Moreover,
the proposed mark nmust not blend so well wth
other matter on [the] specinens that it is
difficult or inpossible to discern what the
mark is. In re Royal Viking Line A/S, 216
USPQ 795 (TTAB 1982).

Factors to be considered in determ ning
whet her the asserted mark is used as a
service mark include whether the wording
[clainmed to constitute the mark] is
physically separate fromtextual matter,
whet her [such] wording is displayed in
capital letters or enclosed in quotation
mar ks, and the manner in which a termis used
inrelation to other material on the
specinens. See Smth International, Inc. v.
Adin Corp., 209 USPQ 1033 (TTAB 1981).

Wiile a slogan can function as a ...
service mark, use of a phrase or slogan to
convey advertising or pronotional
information, rather than to identify and
i ndicate the source of the services, is not
service mark use. See In re Brock Residence
Inns, Inc., 222 USPQ 920 (TTAB 1984) (FOR A
DAY, A WEEK, A MONTH OR MORE [hel d] so highly
descriptive and informational in nature that
purchasers woul d be unlikely to perceive it
as an indicator of the source of hotel
services).

Al t hough asserting in her brief, in light of the above,
that "upon view ng the proposed mark on the ... specinens, the
ordi nary custoner sees the wording FOR TOTS couched between ot her
informational wording in such a way that it does not create a
separate and distinct comrercial inpression apart fromthe other
el enments to constitute service mark use," the primary focus of
the Exam ning Attorney's argunent is that such wording "is used

to convey to custoners that the [applicant's] services are
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i ntended for use by children.” Specifically, the Exam ning
Attorney maintains that "the phrase 'FOR TOTS is a famliar
expression widely used to give custoners, as the Applicant does,
i nformati on about services that are offered to young children.”
Referring to various "Internet evidence which includes usage of
the phrase ' FOR TOTS,' and evidence retrieved from Lexi s/ Nexi s®
which illustrates that the phrase ' FOR TOTS is comonly used in
connection with goods and services targeted to, and for use byJ[,]
young children,” the Exam ning Attorney contends that "[t]he

w despread use of such a phrase has nore than likely conditioned
the public to | ook upon the proposed mark as nerely an

i nformational advertising slogan and not as an indicator of the
source of the services."

Wth respect, in particular, to the additional specinen
furni shed by applicant and reproduced above, the Exam ni ng
Attorney |ikew se argues that "[t] he proposed phrase FOR TOTS
nerely utilizes ordinary words to convey information about the
Applicant's services, nanely, that the services are 'for tots.""
The evidence, the Exam ning Attorney reiterates, clearly
denonstrates that "the proposed mark is used to identify
characteristics of the services and is not likely to be
recogni zed by the public as a source indicator."”

Wil e the Exam ning Attorney thus concludes that "the
proposed mark fails to function as a service mark," we find that,
as used on the additional specinmen submtted by applicant, the
term"FOR TOTS" is indeed used in the manner of a service nmark.

Li ke the words and desi gn conprising "THE LANGUAGE WORKSHOP FOR



Ser. No. 75/516, 045

CHI LDREN' mark, the term"FOR TOIS" is set off separately from
the other matter in the advertisenent and it is also displayed in
| arger type than the descriptive nmatter listing the locations in
whi ch applicant appears to render its services. As so used,
there is a direct association between such termand applicant's
services. It plainly is used in a way that nmakes a commerci al

i npression which is separate and apart fromthe other matter in
the advertisenent, such that the term"FOR TOTS" woul d be

recogni zed by prospective purchasers as a source identifier. In
short, unlike the other specinens submtted by applicant, the use
of the term"FOR TOTS" as shown in the additional specinen filed
by applicant is service mark use.

Moreover, intrinsically, the term"FOR TOTS" is clearly
different fromsuch general informational or public service
advertising slogans as those at issue in, e.q., Inre Volvo Cars
of North America Inc., 46 USPQ2d 1455, 1460-61 (TTAB 1998)

[ phrase "DRI VE SAFELY" found an ordinary and commonly used safety
adnoni ti on whi ch does not function as a mark for autonobiles]; In
re Manco, Inc., 24 USPQRd 1938, 1942 (TTAB 1992) [term "THI NK
GREEN' hel d an informational slogan for environnental/ecol ogical
concerns whi ch does not function as a mark for mailing and

shi ppi ng boxes and weatherstripping]; In re Rem ngton Products
Inc., 3 USPQ2d 1714, 1715 (TTAB 1987) [phrase "PROUDLY MADE | N
USA" found an informational slogan which does not function as a
mark for electric shavers]; In re Brock Residence Inns, Inc.,
supra at 922 [slogan "FOR A DAY, A WEEK, A MONTH OR MORE" held so

hi ghly descriptive and informational in nature that it would not
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be perceived as an indicator of source for hotel services]; and
In re Tilcon Warren, Inc., 221 USPQ 86, 88 (TTAB 1984) [phrase
"WATCH THAT CHILD" is a famliar safety slogan which does not
function as a mark for crushed stone and concrete]. It is
apparent, therefore, that the Exam ning Attorney's argunent that
the term"FOR TOTS" fails to function as a mark is, in essence, a
contention that such termis merely descriptive of applicant's
services, rather than one based on the manner in which the term
is used on the additional specinen.

Turning, then, to consideration of the issue of nere
descriptiveness, there is no doubt that the term"FOR TOIS" is
nerely descriptive of applicant's educational services of
providing classes in foreign | anguages to children and
di stributing course material in connection therewith. Applicant,
in fact, has in effect conceded such, having anended its
application to include a claimof acquired distinctiveness in
response to the refusal to register on the ground of nere
descriptiveness without arguing in the alternative against the
refusal to register. Such a claimis tantanount to an adm ssion
that the term"FOR TOIS" is not inherently distinctive when used
in connection with applicant's services and that, because it is
nmerely descriptive thereof, it is unregistrable on the Principal

Regi ster absent a showi ng of acquired distinctiveness.® See,

°® This situation is to be distinguished fromthat where an applicant,
in response to a nere descriptiveness refusal, not only adds a claim
in the alternative that the matter sought to be registered has
acquired distinctiveness pursuant to Section 2(f), but also argues
against the nerits of the Exam ning Attorney's position. In such
instance, it is permssible to advance the claimthat such matter has
acqui red distinctiveness, yet argue in the alternative that the matter
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e.g., Yammha International Corp. v. Hoshino Gakki Co. Ltd., supra
at 1005; In re Cabot Corp., 15 USPQ2d 1224, 1229 (TTAB 1990); In
re Professional Learning Centers, Inc., supra at 71; and TMEP
Section 1212.02(b) (3d ed. 2d rev. May 2003). Applicant, in
essence, has al so conceded the nere descriptiveness of the term
"FOR TOTS" inasnmuch as its prior registrations on the Principal
Regi ster of the marks "SPANI SH FOR TOTS" and "FRENCH FOR TOTS"
for, respectively, "educational services, nanely, providing
classes in the Spanish | anguage to children and distributing
course material in connection therewth" and "educati onal
services, nanely, providing classes in the French | anguage to
children and distributing course material in connection
therewith,"” each registered pursuant to the provisions of Section
2(f) with a disclainmer of the generic term"SPAN SH' or "FRENCH. "
Because the entirety of each of such marks registered on the
basis of a show ng of acquired distinctiveness, it is apparent
that each el enment of such marks, including the term"FOR TOTS, "
was initially considered to be nerely descriptive of the
respective services. See TMEP Sections 1212.02(e) and 1213. 03(b)
(3d ed. 2d rev. May 2003).

Furthernore, and aside from applicant's concessions, it
is well settled that a termis considered to be nerely

descriptive of goods or services, within the neaning of Section

sought to be registered is not nerely descriptive, inasmuch as the
former does not constitute a concession that the matter sought to be
registered is not inherently distinctive. See, e.q., Inre ES
Robbi ns Corp., 30 USPQ2d 1540, 1542 (TTAB 1992); In re Professional
Learning Centers, Inc., 230 USPQ 70, 71 n. 2 (TTAB 1986); and TMEP
Section 1212.02(c) (3d ed. 2d rev. My 2003).
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2(e)(1) of the Trademark Act, if it forthwith conveys information
concerning any significant ingredient, quality, characteristic,
feature, function, purpose, subject matter or use of the goods or
services. See, e.d., Inre Gulay, 820 F.2d 1216, 3 USPQ2d 1009
(Fed. Cir. 1987); and In re Abcor Devel opnent Corp., 588 F.2d
811, 200 USPQ 215, 217-18 (CCPA 1978). It is not necessary that
a termdescribe all of the properties or functions of the goods
or services in order for it to be considered to be nerely
descriptive thereof; rather, it is sufficient if the term
describes a significant attribute or idea about them Moreover,
whether a termis nerely descriptive is determned not in the
abstract but in relation to the goods or services for which
registration is sought, the context in which it is being used or
is intended to be used on or in connection with those goods or
services and the possible significance that the term woul d have
to the average purchaser of the goods or services because of the
manner of such use. See In re Bright-Crest, Ltd., 204 USPQ 591,
593 (TTAB 1979). Thus, "[w hether consuners coul d guess what the
product [or service] is fromconsideration of the mark alone is
not the test.”" In re American Geetings Corp., 226 USPQ 365, 366
(TTAB 1985).

Applicant, inits initial brief, "contends that FOR
TOTS standing alone is a suggestive mark" because it "does not
describe the attributes" of applicant's educational services of
providing classes in foreign | anguages to children "other than
t he possible recipients of the services, who would not even be

t he deci sion-nmakers as to purchasing the services," which of
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course would instead be selected by the children's parents or
other interested adults. Wile acknow edging that the record
contains exanples of third-party "uses of FOR TOIS in connection
Wi th other services," as well third-party registrations in which
the term"TOIS" has been discl ai ned, applicant points out that
none of such instances pertains to | anguage instruction prograns
or studies directed to children. Applicant admts, however, that
as to the third-party uses of the term"FOR TOTS," such "usages
are, in fact, simlar to Applicant's use of FOR TOTS with
descriptive words denoting |anguage, e.g., 'shots for tots,’
"Torah for Tots' and 'Tech for Tots.'"

The Exam ning Attorney, on the other hand, correctly
notes that a term which describes the intended users of, or
targeted audi ence for, a particular product or service is nerely
descriptive thereof. See, e.qg., Hunter Publishing Co. v.

Caul field Publishing Ltd., 1 USPQ2d 1996, 1998 (TTAB 1986) [term
"SYSTEMS USER' found nerely descriptive of a trade journal
directed toward users of |arge data processing systens]; In re
Camel Mg. Co., Inc., 222 USPQ 1031, 1032 (TTAB 1984) [term
"MOUNTAI N CAMPER' held nerely descriptive of retail mail order
services in the field of outdoor equipnment and apparel]; Inre
Gentex Corp., 151 USPQ 435, 435-36 (TTAB 1966) [term " PARADER'
found nerely descriptive of protective helnets for persons who
parade]. She persuasively argues, in view thereof, that the
record denonstrates that the term"FOR TOIS" nerely describes a

characteristic or feature of applicant's educational services in

10
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that such termspecifies that the intended users for which it
provi des classes in foreign | anguages to children are tots.

Specifically, she points out that The Anerican Heritage

Dictionary of the English Language (3d ed. 1992) defines "tot" in

rel evant part as "1. A small child.” |In addition, she indicates
in her brief that:

The exam ning attorney al so provided
evi dence of the descriptive nature of the
mark in the formof (1) excerpted articles
from... LEXIS/NEXIS, a conputerized database
in which FOR TOTS is a conmon phrase used to
descri be products and services geared toward
a recogni zabl e consuner group; (2) excerpted
articles from... the Search Engi ne GOOGLE,
... Wwhich denonstrate that participants in
the market place need to use the term FOR
TOTS to describe the target audience for
their goods and services; and (3) a sanple of
ei ght registrations wherein the term TOTS
when used in connection with children rel ated
services is consistently disclainmed. The
applicant's specinens include a ... miler
card, ... advertisenents, and a ... brochure.
All of this evidence collectively
denonstrates that [applicant's] proposed mark
is nerely descriptive of the services because
it describes the intended users of the
applicant's services.

Represent ati ve exanpl es of the above nentioned evi dence
include the follow ng "LEXIS/ NEXI S" excerpts (enphasis added):
"Children age 3 to 5 can enjoy a two-
week canp designed just for themat Tinme for

Tots ...." -- Press-Enterprise (Riverside,
CA), August 14, 2002;

"Kay Vandergrift, professor of
children's literature at Rutgers University,
says tracts for tots are akin to 19th century
chapbooks--'the chil d-sized books with good
illustrations at a tinme when there weren't
many books available to kids.'" -- USA Today,
Novenber 6, 2000;

11
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"SCHAFFLER: Tech for tots. Your kids
may soon throw away their blocks. Alfy.com
is after your tech-savvy toddler, next." --
CNN Busi ness Unusual , Cctober 9, 2000;

"Water floats for tots are sold in toy
stores because they' re toys, not |ifesaving
devices." -- CNN News, July 27, 1997;

"Stocks for tots: If you want to buy a
coupl e shares of the Boston Celtics or
McDonal d's for a child, Charles Schwab has
made the gift a bit cheaper.” -- USA Today,
Sept enber 12, 1996; and

" counties that didn't have a pl ace
for children to get their shots.

"Shots for Tots' coordi nator Donna
Sacknoff says the program has hel ped, since
70% of the immuni zations in Louisiana are
done in public clinics.” -- USA Today, Apri
19, 1994.

Articles excerpted from"GOOGE" include the foll ow ng
representative exanpl es (enphasis added):

"'Tales for Tots,' the free nonthly ...
storyhour for youngsters ages three to six,
wll beginits Fall Programon ... Septenber
21, in the Children's Room" -- http://ww. -
hobokeni . com fohl /tots/htm ;

""ART FOR TOTS with Julie Herold

Parents! Bring your wee ones (18 nonths
- 3 years) down and join in the fun! Julie
Herol d has lots of neat art activities for
you and your child to share. ....

Note: '"All Art for Tots' classes neet
on Thursday nornings from 10:30-11:30 a.m"™
-- http://ww. nuscatineartcenter.org/educa-
tion. htm

"Torah For Tots is a wonderful
enrichment program.... The classes ..
provi de an educati onal experience for three-
and four-year olds, and revol ve around
hol i days, and our wonderful Jew sh culture
and traditions.” -- http://uahc.org/congs/-
ny/ ny037/torah_for_tots. htn and

12
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"Wngs For Tots is an innovative ...
program desi gned for children in preschool
t hrough second grade. Each presentation uses
four birds of prey, plus touchable itens such
as feathers, feet and wings. Through the
hands- on experience of Wngs For Tots
children | earn through teaching and tactile
experience how and why a bird differs from
ot her animal s and what nakes a raptor unique
anong birds." -- http://ww. worl dbi rdsanc-
tuary. org/ educate. htm .

The various third-party registrations, in which the
word "TOTS' has been disclained, include such marks and
associ ated services as "TOTALLY FOR TOTS" for "pronoting shots
for children"; "TERRIFIC TOTS" for "conducting parent-child
interacting activity classes”; "TOIS CH Wy!" for "day care
services for tots and children"; "TECHNO TOTS" for "providing
conputer instruction to children”; "TITAN TOIS" for "child
daycare centers”; and "JOLLY TOTS" and design for "specialized
child care for infants age six weeks to pre-kindergarten.” As to
applicant's advertising and pronotional materials, such specinens
i ndi cate, anong other things, that its "FRENCH FOR TOTS" wor kshop
is "[a] special playgroup that teaches toddlers to | ove French,"”
while its "LANGUAGES FOR TOTS" prograns, which include its
"SPANI SH FOR TOTS" as well as "FRENCH FOR TOTS" workshops, are
touted as being "conducted by native speakers,” so that "tots
hear and absorb a correct form of pronunciation.”

It is plainin light of the above that the term"FOR
TOTS, " as contended by the Exami ning Attorney, nerely describes
the i ntended users of or audience to whom applicant's educati onal
services are principally directed. Nothing in such termis

anbi guous or incongruous when considered in relation to

13
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applicant's educational services of providing classes in foreign
| anguages to children and distributing course material in
connection therewith. Consequently, no inmagination, cogitation
or gathering of further information would be necessary in order
for custoners to perceive precisely the nerely descriptive
significance of the term"FOR TOIS." Such terminmediately
describes, wthout the need for conjecture or speculation, that a
significant characteristic or feature of applicant's services is
that they are intended for tots, i.e., very young children.

In addition, the fact that none of the third-party uses
or registrations relates to the sane services as those provided
by applicant does not | essen the probative value of such
evi dence, since it shows, as applicant essentially admts, that
regardl ess of the particular services in connection with which
the term"FOR TOTS" is enployed, it still conveys forthwith the
meani ng that the services are intended for tots. Several of the
"GOOGLE" excerpts, in particular, illustrate such neaning with
respect to various educational services consisting of classes
desi gned for very young children. Furthernore, and in any event,
even if applicant is the first and/or only user of the term"FOR
TOTS" in connection with its specific educational services of
providing classes in foreign | anguages to children and
distributing course material in connection therewth, it is well
established that being the initial and/or sole user of a term
does not justify the registration thereof where, as here, the
termprojects only a nerely descriptive significance. See, e.q.

In re Quik-Print Copy Shop, Inc., 616 F.2d 523, 205 USPQ 505, 507

14
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n. 8 (CCPA 1980); and In re National Shooting Sports Foundati on,
Inc., 219 USPQ 1018, 1020 (TTAB 1983).

Turning to the remaining issue in this appeal, it is
settled that applicant has the burden of proof with respect to
establishing a prima facie case that the term"FOR TOIS" has
acquired distinctiveness. See Yamaha International Corp. v.
Hoshi no Gakki Co. Ltd., supra at 1006. The anount and character
of evidence needed to denonstrate that a term has acquired
di stinctiveness, however, necessarily varies, depending upon the
degree of descriptiveness involved, and becones progressively
greater as the descriptiveness of the termincreases. See, e.q.,
In re Bongrain International (American) Corp., 894 F.2d 1316, 13
usP2d 1727, 1728 n. 4 (Fed. G r. 1990); Yamaha International
Corp. v. Hoshino Gakki Co. Ltd., supra at 1008; In re Mne Safety
Appl i ances Co., 66 USPQ2d 1694, 1697 (TTAB 2002); and In re
Leat herman Tool G oup Inc., 32 USPQ2d 1443, 1451 (TTAB 1994).

In this regard, Trademark Rule 2.41(a) provides in
relevant part that an applicant may denonstrate that its mark has
acquired distinctiveness by submtting "affidavits, or
decl arations in accordance with 82.20, depositions, or other
evi dence showi ng duration, extent and nature of use in commerce
and advertising expenditures in connection therewith (identifying
types of nmedia and attaching typical advertisenents), and
affidavits, or declarations in accordance with 82.20, letters or
statenents fromthe trade or public, or both, or other
appropriate evidence tending to show that the mark distingui shes

such goods.” In the alternative, Trademark Rule 2.41(b) provides

15
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that "[i]n appropriate cases, ownership of one or nore prior

regi strations on the Principal Register ... of the same mark may
be accepted as prinma facie evidence of distinctiveness"” and that
an acquired distinctiveness claimmy also be based on a verified
statenent that the mark has been in "substantially exclusive and
continuous use in comerce ... by applicant for the five years
before the date on which the claimof distinctiveness is nmade".
Trademark Rule 2.41(b) additionally states that while either of
such showi ngs "may, in appropriate cases, be accepted as prim
faci e evidence of distinctiveness,"” "[i]n each of these

si tuations, however, further evidence may be required.” In
addition, as set forth in TMEP Section 1212.05(a) (3d ed. 2d rev.
May 2003), it is the practice of the United States Patent and
Trademark O fice, based upon the cases cited therein, that: "If
the mark is highly descriptive or m sdescriptive of the goods or
services naned in the application, the statenent of five years
use alone will be deened insufficient to establish acquired

di stinctiveness."

Applicant, as indicated earlier, anmended its
application in response to the nere descriptiveness refusal to
set forth a claimof acquired distinctiveness. Initially,
appl i cant based such clai mupon an assertion of five years
substantially exclusive and conti nuous use of the term"FOR TOTS"
in comerce in connection with its services. However, because
such basis was found insufficient, due to the contention that the

term sought to be registered was highly descriptive of its

16
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services, applicant subsequently submtted a declaration fromits
presi dent, Francois Thi baut.

In his declaration, which is dated April 13, 2000, M.
Thi baut avers, anong other things, that applicant "first made use
of the service mark FOR TOIS in connection with our school in
1973; that "[s]ince that tinme, use of the mark has been extended
not only to nany ot her new educati onal prograns at our school in
New York City, but also to the establishnent of other prograns in
other states"; that "[t]he mark is now used on all the prograns
just nentioned"; that sales of "[t]he services offered under the
FOR TOTS nmark during each of the past five years have anounted
to" $802,309 in 1999, $360,183 in 1998, $169,238 in 1997,
$109, 363 in 1996 and $108,566 in 1995; that in the same period
applicant "spent the foll owi ng anbunts on advertising to those
people (primarily parents) who purchase our services by enrolling
their children in our prograns": $75,986 in 1999, $85,000 in
1998, $66,333 in 1997, $33,475 in 1996 and $35,165 in 1995; that
applicant has "advertised recently"” in 18 different newspapers
and parenting guides published and distributed in New York City
and other localities in the States of New York, New Jersey and
Connecticut; that "[t]he service mark FOR TOIS is recogni zed in
t he educational sector and anong parents purchasi ng education for
their children as being a service mark of" applicant; that, as an

exanpl e of such, is "an [attached] article fromthe Wall Street

Journal [which appeared] pre-1992, concerning Spani sh FOR TOIS
and our other prograns"; that applicant "is not aware that the

service mark FOR TOTS has been used by any ot her school or

17
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educator to denote the providing of educational services to

children"; and that applicant accordingly believes that its "use
of the service mark FOR TOIS is and has been distinctive." As
addi tional evidence offered in support of its claimof acquired
di stinctiveness, applicant relies upon ownership of its
previously noted registrations for the marks "FRENCH FOR TOTS"
and " SPANI SH FOR TOTS. "

Applicant insists that the above evidence suffices to
denonstrate acquired distinctiveness of the term"FOR TOTS" for
its educational services, asserting inits initial brief that,
anong ot her things, the Exam ning Attorney has not shown how "a
busi ness spendi ng about 10% of its revenues on advertising and
mar keti ng the services under its mark for a period of years does
not nmeet the threshold criteria for acquired distinctiveness."

We concur with the Exam ning Attorney, however, that the problem
W th such figures, which |ikew se extends to eval uation of the
anounts of applicant's sales, lies in the fact that, as stated in
her brief, "applicant did not submt copies of the cited
advertisenments" and, thus, there is no way of discerning whether
the term"FOR TOTS" has been used in such advertising in a manner
that the purchasing public has cone to recognize it as a mark.

O the sole advertising and pronotional materials of record,
nanely, the specinmens originally submtted with the application
and the additional specinmen subsequently filed in connection
therewith, only the latter shows use, as we held above, of the
term"FOR TOTS" in such a way that it functions as a mark for

applicant's educational services. The extent to which applicant

18
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has used such ad, including the percentage or other indication of
the anbunts of its advertising and pronotional expenditures spent
thereon, is unknown. |In view thereof, and especially in |ight of
several instances of third-party use of the term"FOR TOTS"
(e.q., "Tales for Tots," "Art for Tots," "Torah For Tots" and
"Wngs For Tots") in connection with educational services for
tots, it is plainly the case that such termis highly descriptive
of applicant's services and that sales and advertising figures,
in the abstract, are insufficient to denonstrate acquired

di stinctiveness. Such figures, at best, may show the popularity
of applicant's services, but they do not establish recognition of
the term"FOR TOTS" as a mark. See, e.d., In re Bongrain

I nternational (Anerican) Corp., supra at 1729.

Furt hernore, given the high degree of descriptiveness
denonstrated by the record with respect to the term"FOR TOTS, "
it is clear that a claimof five years substantially exclusive
and conti nuous use thereof in comerce is insufficient to
establish acquired distinctiveness. As to applicant's additional
argunent, however, that its ownership of registrations on the
Principal Register of the marks "FRENCH FOR TOTS' and " SPANI SH
FOR TOTS," for basically the sane services as those set forth in
this application, entitles it to a finding of acquired
distinctiveness for the term"FOR TOTS," we agree with the
Exam ning Attorney that the forner are not the "sanme mark" as the
| atter for purposes of the showing permtted by Trademark Rul e

2.41(D).
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Applicant, as reiterated in its reply brief, argues in
this regard that "[t]he difference between FOR TOTS and SPAN SH
FOR TOTS and FRENCH FOR TOTS is that the latter two marks add the
descriptive nanes of |anguages which are the subject of the
servi ces" and which "have been disclained in the registrations.”
Wil e conceding that "the marks are technically not the sanme

(being of different word count),"” applicant contends that "the
difference is not in the distinctive portion.” Applicant's
contention is msplaced since, as noted earlier, it is not the
term"FOR TOTS'" which was shown to have acquired distinctiveness
but the entire phrases "SPANI SH FOR TOIS'" and "FRENCH FOR TOTS"
which, with disclainmers of, respectively, the generic words
"SPANI SH' and "FRENCH," were found registrable pursuant to the
provi sions of Section 2(f) of the statute. Neverthel ess,
applicant further "urges the Board to adopt the view that in
considering registrations for new word marks within a Famly of

Marks, ... the essential commbn el enent of the nmarks be the

measure of the same mark" (underlining in original).*

4

It should be pointed out that the fact that the record shows that
applicant is the owner of the two registrations nentioned above and
al so uses the phrase "LANGUAGES FOR TOTS" does not prove that
applicant has created a "famly of marks" which the purchasing public
recogni zes by the surnane "FOR TOTS." See, e.q., J & J Snack Foods
Corp. v. MDonald s Corp., 932 F.2d 1460, 18 USPQ2d 1889, 1891-92
(Fed. Cir. 1991). As the Exam ning Attorney properly observes in her
brief, to establish a family of marks "it nust first be shown by

conmpetent evidence 'that ... the marks containing the claimed "famly
feature[,] or at |east a substantial nunber of them were used and
pronmoted together ... in such a manner as to create public recognition

coupl ed with an association of conmon origin predicated on the
"family' feature; and second, that the 'fanily' feature is distinctive
(i.e. not descriptive or highly suggestive or so conmonly used in the
trade that it cannot function as a distinguishing feature of any
party's mark)," citing Land-O Nod Co. v. Paulison, 220 USPQ 61, 65-66
(TTAB 1983). Here, even assum ng that proof of a famly of marks
coul d be used to denonstrate acquired distinctiveness of the fanmly
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We decline applicant's invitation to adopt its
viewpoi nt. As the Exam ning Attorney persuasively points out in
her brief:

Applicant's prior registrations involve

different marks. Even though the [marks in

the] prior registrations [each] include the

current proposed designation ..., the

applied-for mark, FOR TOTS, does not include

the word SPANI SH or FRENCH. The public's

associ ation of the designati ons SPANI SH FOR

TOTS or FRENCH FOR TOTS with applicant does

not nmean that the mark FOR TOTS w | |

automatically be seen by the public as al so

i ndi cating source in applicant; and applicant

has provided [virtually] no evidence at al

as to the public perception of the applied-

for mark. .

Thus, we share the Exami ning Attorney's conclusion in her brief
that applicant's "prior registrations do not denonstrate that the
proposed mark has acquired distinctiveness because ... the
addi tional terns SPANI SH and FRENCH change the overall comerci al

i npressions of the marks" so that they are not the sanme mark as
the term"FOR TOTS." Consequently, applicant's claimunder
Section 2(f) falls short of the necessary showing that the term
"FOR TOTS" has acquired distinctiveness with respect to its
educational services and is not registrable on the Principal
Regi ster.

Decision: The refusal to register on the ground of
failure to function as a service mark is reversed, but the

refusal on the ground of nere descriptiveness, including the

el enent or surnane, the Examining Attorney is correct in noting that
"the words FOR TOTS are highly descriptive of the [applicant's]
services[,] which ... are provided to young children, i.e., "tots,""
and thus application of the famly of marks doctrine "does not support
regi stration of the designation FOR TOTS."
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insufficiency of the evidentiary showing with respect to the

claimof acquired distinctiveness, is affirned.
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