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Bef ore Seeherman, Hohein and Hairston, Adm nistrative Tradenark
Judges.

Opi ni on by Hohein, Adm nistrative Trademark Judge:

Norcom I ncor porated has filed an application to
regi ster the mark "DOCUWORKS" for "office supplies, nanely,
typi ng paper, multi-purpose paper, inkjet paper, |aser paper,
copi er paper; business and scratch pads; index cards, sheet
protectors, binders, pad holders, project planners, daily
pl anners, report covers, envel opes, indexes, clip boards, file
fol ders, hanging files, notebooks, steno books, nenb books,
witing tablets, pocket dividers, tabbed dividers, and index

guides."EI

' Ser. No. 75/543,910, filed on August 27, 1998, which alleges a bona
fide intention to use the mark in conmerce.
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Regi stration has been finally refused under Section
2(d) of the Trademark Act, 15 U.S.C. 8§1052(d), on the ground that
applicant's mark, when applied to its goods, so resenbles the
mar k " DOCUWORKS, " which is registered for "photocopyi ng and
docunent reproduction services,"EI as to be likely to cause
confusion, m stake or deception.

Applicant has appealed. Briefs have been filed and an
oral hearing was held. W affirmthe refusal to register.

The determ nation under Section 2(d) is based on an
analysis of all of the facts in evidence which are relevant to
the factors bearing on the issue of whether there is a |likelihood
of confusion. Inre E. I. du Pont de Nemours & Co., 476 F.2d
1357, 177 USPQ 563, 568 (CCPA 1973). However, as indicated in
Feder at ed Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098,
192 USPQ 24, 29 (CCPA 1976), "in any likelihood of confusion
anal ysis[,] two key considerations are the simlarity of the
goods and the simlarity of the mar ks. "B Here, inasmuch as the
respective marks are identical in all respects and engender the
sanme conmmer ci al irrpression,EI the focus of our inquiry is on
whet her any of applicant's goods are so related to registrant's

services that, when such goods and services are offered under the

? Reg. No. 2,200,051, issued on Qctober 27, 1998, which sets forth
dates of first use of January 10, 1998.

° The court, in particular, pointed out that: "The fundanental inquiry
mandat ed by 82(d) goes to the cunul ative effect of differences in the
essential characteristics of the goods and differences in the marks."

* Applicant, we observe, not only does not seriously appear to contend
ot herwi se, but acknowl edges, in its initial brief, "[t]he fact that
the ' DOCUMWORKS' marks at issue happen to be identical."
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mar k " DOCUWORKS, " confusion as to the source or sponsorship
thereof is likely to occur. W note in this regard that, as a
general proposition, where the respective marks are identical (as
in this case) or essentially the sanme, there need be only a
vi abl e rel ati onshi p between the goods and/or services in order to
support a holding of |ikelihood of confusion. See, e.qg., Inre
Shell G Co., 992 F.2d 1204, 26 USPQ2d 1687 (Fed. Cr. 1983) and
In re Concordia International Forwarding Corp., 222 USPQ 355, 356
(TTAB 1983).

Applicant, as summarized in its initial brief, argues
essentially that there is no real |ikelihood of confusion because

the respective goods and services are "distinctly different,”

wi th applicant selling garden variety' office supplies” while

regi strant offers photocopying and docunent reproduction
services. |In particular, applicant insists that (enphasis in
original):

[ T]here is no evidence that consuners could
find, much | ess purchase, the goods and
services at issue in the sane "retai

stores."” Indeed, in the reality of the

mar ket pl ace, the types of third[-]party
branded goods and services at issue do not
share any channels of trade. For one thing,
there is no record evidence that a consuner
could find branded office supplies and

phot ocopyi ng services offered by unrel ated
third parties in the sane "retail stores.”
And even if sonme of the business[es] cited by
the Exam ning Attorney do offer both office
suppl i es and phot ocopyi ng services, this

ci rcunst ance does nothing to support a
finding of likely confusion because the cited
busi nesses are offering the goods and
services at issue, if at all, either under
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their own "house mark" or as an unbranded

conveni ence to customers.
Applicant also contends that "confusion between the nmarks at
issue is extrenely unlikely" because, according to the record,
"the marks at issue have coexisted for nore than a year with

absol utely no evidence of actual confusion”; there exists "a
mul titude of 'DOCU [prefixed] marks ..., which necessarily
narrows the scope of protection to which the cited registration
is entitled"; and there is a "lack of any predatory intent" on
the part of applicant to trade upon the goodwill in registrant's
mar k.

Several decl arations have been subm tted by applicant

in support of its position, including two fromits chief

financial officer in which he states, inter alia, that applicant

provi des "new, prepackaged office supplies for use by the general
consuner”; that applicant intends to market its goods under its
"DOCUMORKS" mar k through such retail channels as grocery stores,
drug stores and nass nerchandi sers, but it does not intend to

of fer any services under such mark; that even if sone of the
goods applicant provides under its "DOCUNMORKS' nmark "were to be
used for photocopyi ng purposes, the consuners thensel ves woul d
have to perform the photocopying function using their own

equi pnent, which would not involve professional 'docunent
reproduction services' in the least”; that in adopting its nark,
applicant "had no intention of trading upon the reputation of any
ot her person or firnmt' (enphasis in original); and that, since

appl i cant began marketing its goods in March 1999, he is "unaware
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of a single instance in which anyone believed that the DOCUWORKS

mark or the office supplies ... sold under that nmark were

associ ated or connected with the Cited Registrant or had the

sponsor shi p, endorsenment, or approval of the Cted Registrant.”
The Exam ning Attorney, on the other hand, contends

that confusion is likely because, anong ot her things:

Some of the applicant's products, nanely,
"typi ng paper, nulti-purpose paper, inkjet
paper, |aser paper, and copier paper[,"] are
sold as supplies for copying or duplicating
devices. In addition, as the evidence of
record shows, office supplies and docunent
reproduction services are commonly offered by
a single source under a single mark. It
woul d, therefore, be reasonable to assune
that office supplies, nanely, "typing paper,
mul ti - pur pose paper, inkjet paper, |aser
paper, copier paper, business and scratch
pads, index cards, sheet protectors, binders,
pad hol ders, project planners, daily

pl anners, report covers, envel opes, indexes,
clip boards, file folders, hanging files,

not ebooks, steno books, neno books, witing
tabl ets, pocket dividers, tabbed dividers and
i ndex guides,” are goods that are in
registrant’'s normal field of expansion.

Furthernore, according to the Exam ning Attorney, because "[t]he
evi dence of record establishes that office supplies and
phot ocopyi ng and docunent reproduction services are sold together
inretail stores and that there are [registrations of] marks on
the principal register in which office supplies and photocopyi ng
or docunent reproduction services originate fromthe sane
source," the Exam ning Attorney asserts that:

In this case, the average consuner, who uses

regi strant's photocopyi ng servi ces, under the

mar k DOCUWORKS, woul d recol |l ect the mark,

DOCUWORKS, when purchasing applicant's office

supplies, such as copier paper and | aser
paper, at a retail store. They would
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m st akenly assunme sone sponsorship,

affiliation or connection between the goods

and services because they are used together

and are comercially rel ated.

As to applicant's remaining contentions, the Exam ning
Attorney urges that the absence of any known incidents of actual
confusion over the course of a year's tinme is not controlling on
the issue of likelihood of confusion, particularly since, in an
ex parte proceeding, "the registrant has not had an opportunity
to be heard on the issue"; that "[w]hile there are other ' DOCU
[formative] marks on the principal register, there is only one
DOCUWORKS mark on the principal register and that is the cited
mark in this case"; and that, even though applicant adopted its
mark in good faith, such "does not change the fact that office
supplies, such as copier paper and | aser paper, and phot ocopyi ng
and docunent reproduction services are used together, and wll
| i kely be associated with one another in the m nds of consuners.”
Any doubt, therefore, as to whether there is a |likelihood of
confusion nust, the Exam ning Attorney maintains, be resolved in
favor of the registrant.

As support for her position, the Exam ning Attorney
notes that the record contains copies of various excerpts from
the "NEXI S" dat abase, use-based third-party registrations and an
advertisenent which, according to the Exam ning Attorney,
constitute "evidence that office supplies and phot ocopyi ng or
docunent reproduction services are sold together in retai

stores.” Representative of the 14 "NEXI S" excerpts are the

foll ow ng (enphasis added):
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"Staples Inc. said it will open an
office superstore ... in Russellville.
The ... store will carry general office

supplies, office furniture, conputers,
busi ness machi nes and assorted software.
Faxi ng, photocopyi ng and bi ndi ng services
will also be available." -- Arkansas
Denocr at - Gazette, April 21, 1999;

"Many snmal |l businesses and student
custoners want to shop for office supplies
and use photocopy machi nes 'whenever it's
nost convenient, even if it's 3 in the
norning,' Staples President Jim Peters said.
West bor o- based Staples is believed to be the
first anong office supply stores to open al
night." -- Patriot Ledger (Quincy, MM\, April
8, 1999;

"Farther north, construction is
scheduled to begin ... on a new Kinko's. The
phot ocopyi ng shop and office supply store is
| eaving its location ... for a larger store

" -- Broward Daily Business Review,
Decenber 9, 1998;

"The coalition has been | obbying for
four years to block the Postal Service from
of feri ng phot ocopyi ng, packagi ng services and
noney transfer services, as well as the sale
of office supplies and novelty itens."” --
Washi ngt on Post, Cctober 23, 1998;

"Banc One spokesman John Russell said
the bank is seeking retailers |ike Miil Boxes
Etc. to draw custoners to the bank. He said
the retailer, which provides postal services,
packi ng and shi ppi ng, photocopyi ng, faxing,
and office supplies in 2,700 stores in the
United States, attracts small business

custoners ...." -- Anerican Banker, March 7,
1997; and

"The That ches opened the phot ocopyi ng

and office supply shop ...." -- Kansas Gty
Star, August 31, 1995.

O the use-based third-party registrations, there are
seven which |ist marks which are registered for photocopyi ng

servi ces and/or docunent reproduction services, on the one hand,
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and retail store services featuring office supplies, on the

ot her. Four of these, however, are owned by the sane registrant.
In addition, there is one third-party registration for a mark
which is registered both for docunent reproduction services and
such office supplies as "paper, nanely, copy, bond and col ored.”
While, admttedly, the third-party registrations are not evidence
that the different nmarks shown therein are in use or that the
public is famliar with them it nevertheless is settled that
such regi strations have probative value to the extent that they
serve to suggest that the services and goods |listed therein are
of the kinds which may emanate froma single source. See, e.q.
In re Albert Trostel & Sons Co., 29 USPQ2d 1783, 1785-86 (TTAB
1993) and In re Miucky Duck Mustard Co. Inc., 6 USPQRd 1467, 1470
(TTAB 1988) at n. 6.

Furthernore, as pointed out by the Exam ning Attorney,
the record also contains a Yell ow Pages advertisenent by "Ofice
Depot” which touts the retail availability of both "Ofice
Supplies” and an "In-Store Copy & Print Center."” Applicant, we
additionally observe, likew se submtted a copy of essentially
the sane ad (see exhibit D) with its request for reconsideration.

As correctly noted by the Exam ning Attorney in her
brief, it is well settled that goods and services need not be
i dentical or even conpetitive in nature in order to support a
finding of likelihood of confusion. Instead, it is sufficient
that the goods and services are related in sone manner and/ or
that the circunstances surrounding their marketing are such that

they would be likely to be encountered by the sane persons under
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situations that would give rise, because of the marks enpl oyed in
connection therewith, to the m staken belief that they originate
fromor are in sone way associated with the sanme entity or
provider. See, e.qg., Mnsanto Co. v. Enviro-Chem Corp., 199 USPQ
590, 595-96 (TTAB 1978) and In re International Tel ephone &

Tel egraph Corp., 197 USPQ 910, 911 (TTAB 1978). It is also well
established that a refusal under Section 2(d) of the statute is
proper if use of the respective marks in connection with any of

t he goods and services respectively set forth in the application
and cited registration would be |likely to cause confusion. See,
e.g., Tuxedo Monopoly, Inc. v. General MIls Fun G oup, 648 F.2d
1335, 209 USPQ 986, 988 (CCPA 1981) [Ilikelihood of confusion mnust
be found if use of a mark for any itemin an applicant's
application is likely to cause confusion with a mark for any of
regi strant's goods] and Shunk Manufacturing Co. v. Tarrant

Manuf acturing Co., 318 F.2d 328, 137 USPQ 881, 883 (CCPA 1963)
[where there is a likelihood of confusion as to any of the goods
listed in an application, it is unnecessary to rule on other
goods listed therein].

While, in the present case, the issue of whether any of
applicant's goods woul d be viewed by purchasers as sufficiently
related to the cited registrant's services is concededly a cl ose
guestion, we cannot agree with applicant's contentions, as
reiterated in its reply brief, that the evidence of record
establishes that the respective goods and services are unrel ated
because, for instance, "consunmers never could find office

suppl i es under Brand A and phot ocopyi ng services under Brand B in
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the sane stores” and that "office supplies and docunent
reproduction services never are offered by a single source under

a single mark"™ (enphasis in original). Instead, we are

constrained to concur with the Exam ning Attorney that the record
denonstrates that there are retailers which offer to consuners,
typically under the sanme house mark (although in one instance
under the identical product and service nmark), office supplies
such as inkjet paper, |aser paper and copi er paper, on the one
hand, and phot ocopyi ng and/ or docunent reproduction services, on
the other. 1In view thereof, and given the obvious inextricable
nexus between various inkjet, |laser and copier papers and the
phot ocopyi ng and docunent reproduction services which utilize
such products, we believe that consuners, whether ordinary

pur chasers or business professionals, would find such goods and
services to be related as to their source or sponsorshinp,
particularly when offered under the identical mark.

In particular, although applicant's inkjet, |aser and
copi er papers, as well as its other "garden variety" office
supplies, may not necessarily--in light of applicant's stated
intent--be sold by applicant or registrant in the sane retai
outlets where registrant's photocopyi ng and docunent reproduction
services are perforned, it is still the case that consuners
commonl y purchase both office supplies and copying services and
that they cross-shop the retail establishnents offering such
goods and services. It is therefore reasonable to conclude, in
| ight of the evidence of record before us, that consuners

famliar with the photocopyi ng and docunent reproduction services

10
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provi ded by regi strant under its "DOCUNRKS' mark in copy centers
or office supply stores would assune, upon seeing applicant's

i nkj et paper, |aser paper, copier paper and other office supplies
for sale under the identical mark "DOCUMORKS" in such retai
channel s as grocery stores, drug stores and mass nerchandi sers,
that the respective services and goods share a comon origin or
affiliation. Specifically, those acquainted with registrant's

" DOCUMWORKS" phot ocopyi ng and document reproduction services are
likely to assunme, for exanple, that registrant has expanded its
busi ness to offer, under the identical mark "DOCUNORKS," a line
of closely related office supplies such as inkjet, |aser and
copi er paper.

Qur conclusion in this regard is not dim nished or
otherwi se altered by applicant's statenment that its chief
financial officer is unaware of the occurrence of any incidents
of actual confusion during the year since applicant comrenced
marketing its office supplies in March 1999. Wile the absence
of any instances of actual confusion over a significant period of
time is a factor indicative of no |ikelihood of confusion, it is
a nmeani ngful factor only where the record denonstrates
appreci abl e and conti nuous use by the applicant of its mark in
the sane markets as those served by registrant under its mark.
See, e.qg., Gllette Canada Inc. v. Ranir Corp., 23 USPQ@d 1768,
1774 (TTAB 1992). It is not a mtigating factor where, as here,
the record is devoid of information concerning details of the
nature and extent of the sales and nmarketing activities of

applicant and registrant under their respective marks; the

11
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asserted period of contenporaneous use thereof has been
exceedingly short; and the goods and services involved do not
appear to be very expensive, such that any instances of actual
confusion woul d be expected to be reported by consunmers and thus
woul d have cone to the attention of applicant and/or registrant.
Conpare In re General Motors Corp., 23 USPQ2d 1465, 1470-71 (TTAB
1992). Moreover, while the prefix "DOCU-" may indeed be
suggestive of a wide variety of goods and services involving
docunents, including office supplies used in their creation as
wel | as docunent photocopyi ng and ot her reproduction services,
there is nothing in the record which indicates that the mark
"DOCUMORKS" simlarly has been so conmonly adopted and/or used in
connection with numerous goods and services that it is entitled
to only a narrow scope of protection

Finally, to the extent that we nmay neverthel ess have
any doubt concerni ng whet her the contenporaneous use of the mark
"DOCUMWORKS" by applicant for office supplies, including inkjet
paper, |aser paper and copi er paper, and by registrant for
phot ocopyi ng and docunent reproduction services is likely to
cause confusion, we resolve such doubt, as we nust, in favor of
the registrant. See, e.qg., In re Hyper Shoppes (Chio) Inc., 837
F.2d 840, 6 USPQ@2d 1025, 1026 (Fed. Cir. 1988) and In re
Pneunmat i ques, Caoutchouc Manufacture et Plastiques Kleber-
Col onbes, 487 F.2d 918, 179 USPQ 729 (CCPA 1973).

Deci sion: The refusal under Section 2(d) is affirmed.
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