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Opi ni on by Bucher, Adm nistrative Trademark Judge:

British-Anerican Tobacco (Hol dings) Limted seeks

registration on the Principal Register of this mark:

BRITISH AMERICAN
TOBACCO

for goods in five classes, identified as “sungl asses” in

International Cass 9; “sports timng devices, nanely,
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wat ches and stop watches,” in International Cass 14;
“cloth flags” in International C ass 24; *ornanental
novel ty pins and badges,” in International C ass 26; and
“scal e nodel vehicles for collectors, nodel drivers

hel mets for collectors,” in International C ass 28.*

The Trademark Exami ning Attorney issued a final
refusal to register based upon Section 6(a) of the
Trademark Act, 15 U. S.C. 81056(a), on the ground that
applicant has failed to conply with the requirenent for a
di sclaimer of the phrase “BRITI SH AMERI CAN.” Applicant has
vol unteered to disclaimseparately the word “BRITI SH and
the word “AMERI CAN,” arguing that the record fails to show
that “*British Anerican’ is a unitary geographically
descriptive phrase in the context of the mark and goods at
i ssue here.” (Applicant’s reply brief, p. 1).

The Trademark Exam ning Attorney takes the position
that even if there is no such place as “British Anerica,”
the term BRI TI SH AMER CAN i s geographically descriptive
matter and therefore it nust be disclainmed as a unitary
termprior to the issuance of a federal trademark

regi stration.

! Application Ser. No. 75/559,558, filed on Septenber 25,
1998, based upon applicant’s allegation of a bona fide intention
to use the mark in conmerce.



Serial No. 75/559, 558

Appl i cant makes a nunber of arguments supporting the
conclusion that it should not have to conply with the
Trademar k Exam ning Attorney’s required format for a
di sclainmer. Applicant argues that the evidence in the file
does not support the Trademark Exam ning Attorney’s basic
prem se that the term“British Arerican” is primarily
geographically descriptive. However, in an earlier case
havi ng anal ogous facts, the Board dealt with a simlar
i ssue:

[ T] he basis for applicant's position is that
when conbined in the phrase LONDON &

EDI NBURGH, the individual geographic terns
beconme nongeogr aphi ¢ because London &

Edi nburgh is not the nanme of a particul ar
geographic place. W disagree. Wen the
mar k LONDON & EDI NBURGH | NSURANCE i s vi ewed
as a whol e, the geographic significance of
the words is not lost. Consuners will still
regard the mark as referring to the cities
of London and Edi nburgh, rather than to sone
nmyt hi cal place called "London & Edi nburgh.™
Nor can London & Edi nburgh be consi dered
such an odd or incongruous conbi nation of
geographi c place nanes that consuners wll
view it as an arbitrary conbinati on w thout
a geographic significance to the whole ....”

In re London & Edi nburgh Insurance Goup Ltd., 36 USPQ2d

1367 (TTAB 1995)
Appl i cant argues that consuners who see its British

Ameri can Tobacco (and design) mark on the |isted goods wl|

not assune that “British Anerica” is a geographical place.

However, our decision does not turn on the existence of a
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nmyt hi cal place called “British Anerica.” Rather, we
conclude that consumers will regard this conbination of
words contained within applicant’s mark as having primarily
geographi cal significance. The LEXI S/ NEXI S evi dence
supports the conclusion that this is a conbi nation that
consuners are quite accustomed to seeing as it is used in
the nedia and el sewhere. Furthernore, this geographical
significance is not lost with the addition of the word
“TOBACCO' to “BRITISH AMERI CAN, or because the word
“tobacco” is arbitrary for these listed goods. That this
entire conposite al so happens to be part of applicant’s

| ogo, contains its trade nane and constitutes a criti cal
conponent of its corporate identity is largely irrelevant
to this portion of our inquiry.

Applicant also argues that this conposite will cause
peopl e to assune that the goods cone from applicant’s group
of affiliated conpanies. However, this argunent as to
“secondary source” (viz. TMEP 1202.04(c)) does not obviate
t he basic refusal pertaining to the geographica
designation. Rather, it neans that while the term“British
American” is still primarily geographically descriptive,
the tie-in to applicant’s house mark may support a factual
showi ng of acquired distinctiveness as to the term*“British

Ameri can Tobacco” (or maybe even the two word term here at
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issue, “British Amrerican”) as to the racing souvenir itens
listed in the instant application. However, such a show ng
is not contained wthin the record before us herein.

We acknow edge that many of the third-party
registrations for marks containing “__ - AVERI CAN’
placed in the record by the Trademark Exam ning Attorney
tend to point to enterprises and service organi zations
identified with defined racial and ethnic groups that have
settled in this country. In that respect, we agree with
applicant they are not totally anal ogous and hence are of
limted value in reaching our decision herein.

Additionally, we agree with applicant that its earlier
decision to disclaimthe term “BRI TI SH AMERICAN’ in a
regi stration for tobacco is not binding on the applicant in
the instant applicant for totally different goods.

However, irrespective of the goods involved, it does
support the contention of the Trademark Exam ning Attorney
that in the past, the Ofice has considered the designation
“BRITISH AMERI CAN, " |ike other “ - AVERI CAN" terms, to
be primarily geographical — a determ nation totally apart
from whether the current record supports a finding of

geogr aphi cal descriptiveness for particul ar goods.

Finally, we turn to the few reported cases where the

exact fornmul ation of the disclainer has been di scussed.
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Petitioner's request for entering two
separate disclainers of “glass” and

“technol ogy” in the uniformwording is

i nappropriate. To allow two separate

di sclaimers of the individual words in the
standard printing format would effectively
permt pieceneal disclainmers of a unitary,
descriptive term Disclainers of individual
conponents of conpl ete descriptive phrases
are inproper. In re Surelock Myf Co., 125
USPQ 23 (TTAB 1960). Unitary expressions
shoul d be disclained as a conposite.

Aneri ca Speech- Language-Heari ng Assn. V.

Nati onal Hearing Ald Society, 224 USPQ 798
(TTAB 1984). *“d ass Technology” is a
unitary phrase which is descriptive of the
aut onobi |l e w ndshield repair kits.

Therefore, the wording nust be disclainmed in
the conposite. Separate disclainer of the

i ndi vi dual words, “glass” and “technol ogy,”

in the standard printing format is inproper.

Inre Wanstrath, 7 USPQ2d 1412 (PTO Commir 1987).
Consi stent with these reported decisions, |ong-
standing Ofice practice has required that unitary phrases
shoul d be disclainmed in their entirety. Accordingly, the
Trademark Exam ning Attorney was correct in this instance
to require a disclainmer of the unitary phrase, BRI TISH

AMERI CAN

Deci sion: The requirenent, under Section 6 of the
Trademark Act, for a disclainmer of BRI TISH AMERI CAN i s
af firmed.

I n accordance with Trademark Rule 2.142(g), this

decision will be set aside and this application will be

returned to the Trademark Exam ning Attorney to place in
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condition for publication for opposition if applicant, no
nore than thirty days fromthe mailing date of this
deci sion, submts an appropriate disclainer of BRI TISH

AMERI CAN.



