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Bef ore Quinn, Hohein and Botorff, Adm nistrative Trademark
Judges.

Opi nion by Hohein, Adm nistrative Trademark Judge:

Savin Corporation has filed an application to register
the mark "SAVIN NET" for "conputer software systemfor processing
parts and supplies orders via a real-tinme on-line system nanely
software generating a graphical user interface that is
downl oadabl e by custoners for use in communicating with the
vendor" in International C ass 9 and "conputerized on-line
ordering services in the field of office machinery and equi pnent”

in International Cass 35.°

' Ser. No. 75/565,398, filed on COctober 7, 1998, based upon an

al l egation of a bona fide intention to use such mark in commerce. By
an anmendnent to allege use, received on February 23, 2001, the
application was anmended to claima date of first use anywhere and in
commerce of COctober 1, 1998 for both the goods and the services.
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Regi stration has been finally refused under Section
6(a) of the Trademark Act, 15 U.S.C. 81056(a), on the basis of
applicant's refusal to conply with a requirenent for a disclainer
of the term"NET," which the Exam ning Attorney naintains neans
"networ k" and as such is nerely descriptive of applicant's goods
and services within the neaning of Section 2(e)(1) of the
Trademark Act, 15 U. S.C. 81052(e)(1).

Applicant has appealed. Briefs have been filed and an
oral hearing was held. W affirmthe disclainer requirenent.

Applicant contends that the term"NET" is not nerely
descriptive of its goods and services and thus does not
constitute an unregi strable conponent of its "SAVIN NET" mark
whi ch nust be disclainmed. By way of background, applicant
asserts inits initial brief that it "sells its products and
services through 17 conpany-owned branches and over 750 trained
deal ers throughout the United States.” Although admtting, in
such brief, that its description of goods and services in the
present application "describes a real-tine on-line systemthat
uses nodens and tel ephone lines" for placing parts and supplies
orders, applicant insists that "that systemis different from
ot her gl obal conputer networks."” Consequently, applicant urges
that its "SAVIN NET" mark, "in referring to a conputer system
that |inks conputers through nodens and tel ephone |ines[,] does
not refer to a global conputer network.” In addition, applicant
argues that its mark "refers to services involving a real-tine

on-line connection only between Applicant and Applicant's
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custoners” and thus such mark "does not refer to the Internet or
any ot her gl obal conputer network."

Furthernore, according to applicant's initial brief:

Not only is the Exam ner inaccurate when

he holds that the word "NET" as used by

Applicant is descriptive of a "network of

conputers,” the Examner also fails to

address the suggestive quality of the mark

SAVIN NET as applied to the goods and

services identified in the application. The

goods and services offered under this mark

are designed to provide authorized Savin

deal ers, as well as Savin custonmers, a neans

of quickly replacing parts when they fail.

In this sense, SAVIN NET has a strong

suggestive quality in that it inplies a

"safety net" for Savin's custoners.
Applicant also contends, in such brief, that "[e]ven if the term
"NET" as used herein is held to be nerely descriptive, the nerely
descriptive significance of the term'NET is lost in the mark as
a whol e" because "[t]he proximty of the two "N s in SAVIN NET
give it a 'cadence which encourages persons encountering it to
perceive it as a whole,"" citing Inre Kraft, Inc., 218 USPQ 571,
573 (TTAB 1983) [disclainmer of "LIGHT" not required for mark
"LIGAT N LIVELY" for reduced calorie mayonnai se]. Additionally,
inits supplenmental brief, applicant asserts that its "SAVIN NET"
mark i s suggestive because it "sounds like "SAVIN(G IT " and, in
such sense, "it conveys to the custoner that there are good deal s
to be found on-line for Savin equi pnent."”

Finally, applicant submits in its initial brief that a
di sclainmer of the term"NET" is inappropriate because, as
evi denced by the copies which it has nade of record, none of the

nine third-party registrations for marks which include such term
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for goods and/or services which are explicitly recited as

i nvolving a "conputer network” contains a disclainer of the term
"NET." Fairness, applicant maintains, dictates that inasnuch as
"the Trademark O fice has permtted registration of the term
"NET" without a disclainmer when the description of goods [and/or
services] actually contains the terns 'conputer network,' the
present application, which does not contain the terns 'conputer
network,' should surely be allowed w thout a disclainmer."”

The Exam ning Attorney, on the other hand, contends
that the term"NET" in applicant's "SAVIN NET" mark "is merely
descriptive of applicant's goods and services because it
"i medi atel y conveys how t he Applicant's goods work and precisely
what is being offered by and through the Applicant's goods and
services and, therefore, clearly describes a significant
characteristic and feature, as well as the function and purpose,
of the relevant goods or services." Consequently, and since the
Exam ning Attorney also finds that such mark is not unitary, the
Exam ning Attorney maintains that applicant's mark "is not
regi strable on the Principal Register without a disclainer of the
descriptive wording."

Specifically, the Exam ning Attorney argues that "the
word ' NET," used in relation to goods and services for use in
real -tinme, on-line comunications with vendors, imrediately would
convey to the purchaser the information that the Applicant's
goods create a conputer or telecomunications network and connect
the user to that sane conputer or tel ecomunications network."

In support thereof, the Exam ning Attorney has nmade of record
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fromvarious dictionaries, encycl opedias and websites definitions

of the terns "net" and "network," including the foll ow ng:

"net," which is set forth as neaning:
(1) "A network; for exanple, a network of
conput ers connected to each other” by the
High Tech Dictionary; (ii) "Abbreviation of
network. 'The Net' generally refers to the
Internet"” in the Tech Encyclopedia; and (iii)
"Conputer Science. See network" by The
Anerican Heritage Dictionary of the English
Language (3d ed. 1992); and

"network,"” which is defined as: (i)
"(1) A systemthat transmts any conbination
of voice, video and/or data between users” in
the Tech Encyclopedia; (ii) "A group of two
or nore conputer systens |inked together
There are many types of conputer networks
including ... wide area networks (WANs): The
conputers are farther apart [than | ocal area
net wor ks] and are connected by tel ephone
| ines or radi o waves" by Wbopedia; (iii )
"Two or nore conputers that are connected.
The nost conmon types of networks are:
WAN - wi de area network: The conputers are
at different geographical |ocations and are
connected by tel ephone |ines or radio waves”
in NetlLingo; and (iv) "4. ... b. Conputer
Sci ence. A system of conputers
i nterconnected by tel ephone wres or other
means in order to share information. Also
called net" by The Anerican Heritage
Dictionary of the English Language (3d ed.
1992).

Al so of record, from The Anerican Heritage Dictionary of the

English Language (3d ed. 1992), is a definition of the term"on-

line,"” which appears in the identification of applicant's goods
and the recitation of its services, as neaning "1. Conputer
Science. .... b. Connected to a conputer network. c.

Accessi ble via a conputer or conputer network: an on-line

dat abase. "
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Wth respect to applicant's contention that the term
"NET" inits mark refers to the use of its goods and services to
pl ace parts and supplies orders via a nodem over tel ephone |ines
rat her than a gl obal conputer network, the Exam ning Attorney
notes that the brochure which applicant nade of record concerning
its goods and services, entitled "Put Your Processing On-line
Wth ............ Savin Net," clearly states that "Savin Net is
an ON-LI NE processing systent which is designed to allow users to
"[c]ommuni cate with ANYONE in the Savin Net network through the
E-MAIL function” and to "[s]hare information with other deal ers
and comruni cate directly with your Savin Deal er Regional Ofice."
Thus, while not disputing applicant's assertion that the term
"NET" inits mark refers to the placenent of orders on-line via a
nodem over tel ephone lines and not through a gl obal conputer
network such as the Internet, the Exami ning Attorney "contends
that the Applicant's own use of the word 'NET" falls within the
scope of the ... definitions of the words 'NET' and ' NETWORK
" Accordingly, the Exam ning Attorney concl udes that:
The plain neaning of the word "NET," in
the context of the Applicant's goods and
services[,] is "NETWORK." The word " Network"
is [merely] descriptive of a system of
conputers interconnected by tel ephone wres
or other nmeans--a systemthat transmts any
conmbi nati on of voice, video, and/or data
bet ween users--in order to share information
The addition of the word "SAVIN' in front of
the word "NET" does not change the neani ng of
the word "NET."
As to applicant's argunent that, even if nerely
descriptive, a disclaimer of the term"NET" is not required

because its "SAVIN NET" mark is unitary, the Exam ning Attorney
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observes that the el enents of such mark are not so merged
together that they cannot be regarded as separable.’ In
particular, the Exam ning Attorney maintains that, unlike the
mark "LIGHT N LIVELY" in In re Kraft, supra, "the proximty of
the two "N s' in the words conprising the Applicant's ... mark do
not create a cadence that encourages persons to viewthe ... mark
as a whole." Instead, the Exam ning Attorney states that those
encountering applicant's "SAVIN NET" mark "will nerely see the
word ' NET' as an abbreviation of the word ' NETWORK,' and as a
reference to the purpose and function and a feature of the
Applicant's goods and services." According to the Exam ning
Attorney, "[no] alliteration is created by the conbination of the
words ' SAVIN and 'NET,' nor [is there] a slurring of the words
such that 'SAVIN NET' sounds like "SAVING IT,' ... nor [is there]
any other simlar cadence [which] is created such that consuners
woul d find that the conbination of the words is so inseparable
[as constituting] a source indicator for the applicant's

goods and services."

Concerning the third-party registrations submtted by

applicant, the Exam ning Attorney insists that they do not

? Section 6(a) of the Trademark Act, 15 U.S.C. 81056(a), provides in
rel evant part that an applicant may be required "to disclaiman

unr egi strabl e conponent of a mark otherw se registrable.” As

expl ained in Dena Corp. v. Belvedere Int'l Inc., 950 F.2d 1555, 21
UsP@d 1047, 1051 (Fed. Cir. 1991):

A unitary mark sinply has no "unregi strabl e conponent,” but
is instead an inseparable whole. A unitary mark cannot be
separated into registrable and nonregi strable parts.

Because unitary marks do not fit within the | anguage of
section 1056(a), the ... [Exam ning Attorney] cannot require
a di scl ai ner.
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"suggest either that the Applicant's ... mark is unitary or that
the O fice has begun refraining fromrequiring disclainers of the
word "NET.'"" While correctly pointing out, as set forthinlnre
Schol astic Testing Service, Inc., 196 USPQ 517, 519 (TTAB 1977),
that each case nust be considered on its own nerits® and that a
mark which is nmerely descriptive is not made registrable sinply
because the register already contains a simlar mark or marks,

t he Exam ning Attorney notes that he has introduced nunerous
third-party registrations, sonme of which issued as recently as a
year ago, in which "the Ofice has required disclainmers of the
word ' NET'" for goods and services involving conputers, conputer
net wor ks and/or on-line applications. "Mre significantly," as

t he Exam ning Attorney accurately observes, the third-party

regi strations furni shed by applicant "actually tend to support
the Exam ning Attorney's position" because, in al nost every

i nstance, they "are consistent with past and current practices of
not requiring disclaimers in slogans or tel escoped marks."

It is well settled that a termis considered to be
nmerely descriptive of goods or services, within the nmeaning of
Section 2(e)(1) of the Trademark Act, if it forthwith conveys an
i mredi ate idea of any ingredient, quality, characteristic,
feature, function, purpose or use of the goods or services. See,

e.g., Inre Guulay, 820 F.2d 1216, 3 USPQd 1009 (Fed. Gir. 1987)

° See, e.g., Inre Nett Designs Inc., 236 F.3d 1339, 57 USPQ2d 1564,
1566 (Fed. Cir. 2001) ["Even if sone prior registrations had sone
characteristics simlar to [applicant's] application, the ...

al | onance of such prior registrations does not bind the Board or this
court."]; Inre Broyhill Furniture Industries Inc., 60 USPQ2d 1511
1514 (TTAB 2001); and In re Pennzoil Products Co., 20 USQP2d 1753,
1758 (TTAB 1991).
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and In re Abcor Devel opnent Corp., 588 F.2d 811, 200 USPQ 215,
217-18 (CCPA 1978). It is not necessary that a term describe al
of the properties or functions of the goods or services in order
for it to be considered to be nerely descriptive thereof; rather,
it is sufficient if the termdescribes a significant attribute or
i dea about them Moreover, whether a termis nerely descriptive
is determined not in the abstract but in relation to the goods or
services for which registration is sought, the context in which
it is being used on or in connection with those goods or services
and the possible significance that the termwould have to the
aver age purchaser of the goods or services because of the nanner
of its use. See In re Bright-Crest, Ltd., 204 USPQ 591, 593
(TTAB 1979). Thus, "[w hether consuners coul d guess what the
product [or service] is fromconsideration of the mark alone is
not the test.” In re American Geetings Corp., 226 USPQ 365, 366
(TTAB 1985).

W agree with the Exam ning Attorney that requiring a
disclaimer of the term"NET," which in the context of applicant's
goods and services plainly signifies "NETWORK," is proper because
such termis nerely descriptive of such goods and services for
on-line use and is not an inseparable part of the mark "SAVI N
NET" as a whole. In particular, we find that the term " NET"

i mredi at el y descri bes, wi thout conjecture or speculation, a
significant characteristic or feature, as well as a function or
pur pose, of applicant's conmputer software for a real-tinme on-1ine
system for processing parts and supplies orders by its custoners

and its associated conputerized on-line ordering services in the
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field of office machinery and equi pnent. Such term conveys
forthwith that, as identified in its application, applicant's
goods and services are net- or network-based, in that they are
connected to or accessible by a conputer network, irrespective of
whet her such network is a global one, like the Internet, or is
actually a private network, like that created by the conputer
software system of fered by applicant, which links its custoners

t hrough the use of nodens and tel ephone |ines for purposes of
processing parts and supplies orders.

Applicant's brochure, as noted previously, clearly
states that "Savin Net is an ON-LINE processing systent and that
t he goods and services to be provided under its "SAVIN NET" mark
are designed to allow users to "[c]onmunicate with ANYONE in the
Savin Net network through the E-MAIL function" and to "[s] hare
information with other deal ers and communi cate directly with your
Savin Deal er Regional Ofice.” Such a systemfor the transfer or
transm ssion of data and other informati on between conputers,
whi ch appl i cant acknow edges in the case of its goods and
services is done via nodens through the use of tel ephone lines so

as to interconnect its custoners to applicant and each ot her,

plainly neets the definitions of "net" and "network"” which are of
record. Therefore, consistent with virtually all of the third-
party registrations nade of record by both applicant and the
Exam ning Attorney, a disclainmer of "NET" is indeed proper unless
the mark "SAVIN NET" is a unitary nark.

Contrary to applicant's argunents, the term"NET" is

not an inseparable part of the mark "SAVIN NET" viewed as a

10
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whole. Specifically, we agree with the Exam ning Attorney that
the alliteration created by the proximty of the double letters
"N'" in the terns conprising applicant's mark is too pronounced,
rat her than too subtle, to create a cadence that encourages
custoners to regard the mark as an i nseparabl e whole. The

conbi nation of the terns "SAVIN' and "NET" does not result in a
separate and distinct meaning which is independent of the neaning
of the constituent elenments or project a single and distinct
commercial inpression. Such elenents are sinply not so nerged
toget her that they cannot be regarded as separate. There thus is
no slurring which woul d suggest "SAVING I T," nor would a "safety

net" cone readily to a customer's mnd. Instead, in the context
of applicant's goods and services, custoners would view the nmark
"SAVI N NET" as connoting a network for dealers in and retailers
of Savin office machinery and equi prent. While applicant also
uses a variant of its "SAVIN NET" mark in which the two letters
"N' overlap so as to give the inpression of a single integrated
term the specinens of use plainly denonstrate that applicant
utilizes the mark it seeks to register in the sane format as
shown on the drawing, that is, as the two separate terns "SAVI N

NET." In view thereof, we concur with the Exam ning Attorney

that the mark "SAVIN NET" is not unitary.® Absent a disclainer

* See, e.g., Dena Corp. v. Belvedere Int'l Inc., supra at 1052 [mark
consi sting of the words "EUROPEAN FORMULA" depicted above a circul ar
design on a dark square or background for cosnetics held not unitary];
In re Lean Line, Inc., 229 USPQ 781, 782-83 (TTAB 1986) [mark "LEAN
LINE" for low calorie foods found not unitary; requiremnment for

di scl ai ner of "LEAN' held proper]; Inre IBP, Inc., 228 USPQ 303, 304
(TTAB 1985) [mark "I1BP SELECT TRIM for pork held not unitary; refusa
of registration affirmed in absence of a disclainer of "SELECT TRIM];
In re Uniroyal, Inc., 215 USPQ 716, 719 (TTAB 1982) [nark "UN ROYAL

11
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of the merely descriptive term"NET," such mark is accordingly
not registrable.

Deci sion: The requirenent for a disclainer under
Section 6(a) is affirmed. Nevertheless, in accordance with
Trademark Rule 2.142(g), this decision will be set aside and
applicant's mark will be published for opposition if applicant,
no later than thirty days fromthe nailing date hereof, submts

an appropriate disclaimer of the merely descriptive term"NET".?

STEEL/ GLAS" for vehicle tires found not unitary; requirenent for

di scl ai ner of "STEEL/ GLAS" hel d appropriate]; and In re EBS Data
Processing, Inc., 212 USPQ 964, 966 (TTAB 1981) [nark "PHACTS POCKET
PROFI LE" for personal nedication history summary and record forms held
not unitary; refusal to register affirned in absence of a disclainmer
of "POCKET PROFILE"].

®See Inre Interco Inc., 29 USPQ@d 2037, 2039 (TTAB 1993). For the

proper format for a disclainer, attention is directed to TMEP
8§81213.09(a) (i) and 1213.09(b).
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