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Opi ni on by Hohein, Adm nistrative Trademark Judge:

KAST, Inc. has filed an application to register the

mar k " KARATE AMERI CA" and design, as reproduced bel ow,




Ser. No. 75/579,579

for the services of "karate instruction, and the organi zation

and conduction of karate conpetitions and denonstrations."?
Regi stration has been finally refused under Section

2(d) of the Trademark Act, 15 U.S.C. 81052(d), on the ground

that applicant's mark, when used in connection with its

services, so resenbles the mark "KARATE AVERI CA, VWHERE EVERY

P KARATE

——— ANIERICA
Where Every Fomily s Speclpl , =

FAM LY | S SPECI AL" and design, as illustrated bel ow,

n2 aS

which is registered for the services of "karate instruction,
to be likely to cause confusion, m stake or deception.
Appl i cant has appealed. Briefs have been filed, but
an oral hearing was not requested. W affirmthe refusal to
register.
Qur determ nation under Section 2(d) is based on an

anal ysis of all of the facts in evidence which are relevant to

the factors bearing on the issue of whether there is a

! Ser. No. 75/579,579, filed on Cctober 30, 1999, which alleges a date
of first use anywhere and in comerce of Septenber 1992. The words
"KARATE AMERI CA" are discl ai ned.

2 Reg. No. 2,105,391, issued on Cctober 14, 1997, which sets forth a
date of first use anywhere and first use in comrerce of August 1,
1996. The words "KARATE AVERI CA" are discl ai ned.
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i kelihood of confusion. Inre E. |. du Pont de Nemours & Co.,
476 F.2d 1357, 177 USPQ 563, 568 (CCPA 1973). However, as

i ndi cated in Federated Foods, Inc. v. Fort Howard Paper Co., 544
F.2d 1098, 192 USPQ 24, 29 (CCPA 1976), in any likelihood of
confusion analysis, two key considerations are the simlarity of
the goods and/or services and the simlarity of the marks.® Here,
i nasmuch as applicant's services are identical ("karate
instruction) in part and are otherwi se closely related ("the
organi zati on and conduction of karate conpetitions and
denonstrations”) to registrant's services ("karate

instruction"),*

the focus of our inquiry is on the simlarities
and dissimlarities in the respective narks when considered in
their entireties. However, as pointed out in Century 21 Real
Estate Corp. v. Century Life of Anerica, 970 F.2d 874, 23 USPQd
1698, 1700 (Fed. Cir. 1992), cert. denied, 506 U S. 1034 (1994),

["[W hen marks woul d appear on virtually identical ... services,

® The court, in particular, pointed out that: "The fundanmental inquiry
mandat ed by 82(d) goes to the cunulative effect of differences in the
essential characteristics of the goods [and/or services] and
differences in the marks."

“ Applicant, we note, does not take issue with the Examining Attorney's
contention in his brief that "because karate students commonly
participate in denonstrations and conpetitions arranged by the karate
studi os at which they receive such instruction, the Applicant's

servi ces of organi zing and conducti ng karate conpetitions and
denonstrations are ... highly related to the Registrant's services of
provi ding karate instruction."
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the degree of simlarity [of the marks] necessary to support a
conclusion of likely confusion declines."]

Appl i cant argues that confusion is not |ikely because,
when considered in their entireties, the respective marks are
sufficiently different, particularly in terns of appearance:

The applicant's mark conprises an
equi l ateral triangle enclosing a 5-pointed
star which in turn encl oses three human
figures in martial arts dress. Underneath
the design are the words "KARATE AVERI CA. "
The regi stered mark conprises a stylized ..
United States Flag over a stylized depiction
of a black-belt. Over the bl ack-belt appear
t he words "KARATE AMERI CA, " and underneath
the belt the phrase "WHERE EVERY FAM LY IS
SPECI AL." The words " KARATE AMERI CA"
constitute the sole simlarity between the
mar ks. The wordi ng " KARATE AMERI CA"
constitutes the | argest physical elenent in
the regi stered mark.

Al t hough the applicant's mark al so uses
t he wordi ng "KARATE AMERICA, " the wording is
not the largest, or central feature of the
mar K. The stylized triangle, star and
human figure design is larger in area than
t he space occupi ed by the wording, and
constitutes an elenment of at |east equal, if
not greater visual significance. The
triangul ar configuration of the applicant's
mark al so di stinguishes it fromthe
rectilinear orientation of the registered
mar k. The applicant therefore maintains
that its mark is clearly distinguishable
fromthe registered mark, and that this ...
reduces the likelihood of confusion.

While we agree with applicant that the marks at issue
are distinguishable on the basis of a side-by-side conparison,

such is not the proper test to be used in determ ning the issue
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of likelihood of confusion inasnuch as it is not the ordinary
way that custonmers will be exposed to the marks. |Instead, it is
the simlarity of the general overall comrercial inpression
engendered by the marks which nust determ ne, due to the
fallibility of menory and the concomtant |ack of perfect
recall, whether confusion as to source or sponsorship is likely.
The proper enphasis is accordingly on the recollection of the
average purchaser, who nornmally retains a general rather than a
specific inpression of marks. See, e.g., G andpa Pidgeon's of
M ssouri, Inc. v. Borgsmller, 477 F.2d 586, 177 USPQ 573, 574
(CCPA 1973); Envirotech Corp. v. Solaron Corp., 211 USPQ 724,
733 (TTAB 1981); and Sealed Air Corp. v. Scott Paper Co., 190
USPQ 106, 108 (TTAB 1975).

We concur, in view thereof, with the Exam ni ng
Attorney that, notw thstanding the disclainmer in both of the
respective nmarks of the words "KARATE AMERI CA, " such words,
rather than the design elenments, constitute the dom nant and
di stingui shing feature thereof, when the respective marks are
considered in their entireties, inasnmuch as they are the feature
whi ch woul d be utilized by custoners and potential consuners
when calling for or referring to applicant's and registrant's
services. See, e.g., In re Appetito Provisions Co. Inc., 3
USP2d 1553, 1554 (TTAB 1987) [where a mark consists of both a

word portion and a design portion, it is generally the word
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portion which is nore likely to be inpressed upon a consumer's
menory and to be used in calling for and/or asking about the
goods and/or services]. Plainly, in both marks, the words
"KARATE AMERI CA, " due to their prom nent display, function as
t he name under which applicant and regi strant provide their
services to the purchasing public® and the other design el enents
merely play off of and are subordinate to such nane in each
mar k.

Specifically, the star in applicant's mark, which is
SO positioned as to create a portion of a stylized letter "A"
and the American flag design in registrant's mark, all serve to
underscore that the name under which applicant and regi strant
provide their karate instruction services is "KARATE AMERI CA. "
Simlarly, the figures in martial arts dress in applicant's nmark
and the black belt in registrant's mark are design el enents
which sinply reflect various apparel involved in karate
instruction and thus are essentially w thout source indicative
significance. Overall, and given both the fact that, as
applicant admts, "the wordi ng ' KARATE AMVERI CA' constitutes the
| argest physical elenent in the registered mark" and the fact

that it fornms a significant part of applicant's mark, we find

® As the Examining Attorney tellingly observes in his brief, "it would
be difficult to inmagine potential users utilizing any other el enent of
the [Applicant's or the] Registrant's mark when calling for the ..
services."
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that the marks at issue are substantially simlar in sound,
appear ance, connotation and comrercial inpression. Moreover,
while registrant's mark, unlike applicant's mark, contains the
sl ogan "WHERE EVERY FAM LY IS SPECIAL," we agree with the
Exam ni ng Attorney that such is insufficient to distinguish the
respective marks because, as pointed out in his brief:

[ When the size and display of this wording

is conpared to the size and display of the

wor di ng KARATE AMERI CA, it is clear that the

wor di ng WHERE EVERY FAM LY | S SPECI AL is not

a dom nant portion of the Registrant's mark

Nor is this phrase likely to be considered

t he nane under which the Regi strant provides

its services. Rather, this wording is

likely to be perceived as a "tag |ine" used

by the Registrant to describe its business

phi | osophy.

Accordi ngly, we conclude that custonmers and potenti al
consuners, who are fanm liar or acquainted with registrant's
"KARATE AMERI CA WHERE EVERY FAM LY | S SPECI AL" and desi gn nmark
for its karate instruction services, would be likely to believe,
upon encountering applicant's substantially simlar "KARATE
AMERI CA" and design mark for its karate instruction services and
its services of organi zing and conducting karate conpetitions
and denonstrations and articles of clothing, that such identical
in part and otherwi se closely related services emanate from or

are sponsored by or associated with, the sanme source.

Deci sion: The refusal under Section 2(d) is affirned.



