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Car ol ine Fong Weiner, Trademark Exam ning Attorney, Law
Ofice 113 (Meryl Hershkow tz, Managi ng Attorney).
Bef ore Hairston, Walters and Rogers,

Adm ni strative Trademark Judges.

Opi nion by Rogers, Adm nistrative Trademark Judge:

Parasol Systens, Inc. has filed an application to
regi ster I MPACT as a trademark in International Cass 9 for
goods identified as "conputer software for nmanagi ng sal es
and customer information in the chem cal distribution and
manuf acturing industry, and manuals sold as a unit

i

therefor."

! Serial No. 75/585,377, filed Novenmber 9, 1998, based on
applicant's allegation of a bona fide intention to use the mark
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The Trademark Exam ning Attorney refused registration
under Section 2(d) of the Trademark Act, 15 U S. C.
8§1052(d), on the ground that applicant's mark, as used in
connection with the identified goods, is likely to cause
confusion or m stake or to deceive consuners, in view of
the prior registration of the mark CLEAR | MPACT for
"conputer software in the nature of a database containing
cust oner information."EI

When the refusal was made final, applicant appeal ed.
Bot h applicant and the Exami ning Attorney have filed
briefs, but an oral hearing was not requested. W affirm
t he refusal

Qur determ nation under Section 2(d) is based on an
anal ysis of all of the probative facts in evidence that are

relevant to the factors bearing on the likelihood of

confusion issue. See Inre E.I. du Pont de Nenours and

Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973). In the
anal ysis of |ikelihood of confusion presented by this case,
two key considerations are the simlarities of the marks

and the simlarities of the goods. Federated Foods, Inc.

in cormerce. An anendrment to allege use was filed which asserts
first use as of Decenber 1998 and first use in comrerce as of
January 1999.

2 Regi stration No. 1,998,807, issued Septenber 3, 1996 to | npact
Devel opnment | nc.
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v. Fort Howard Paper Co., 544 F.2d 1098, 192 USPQ 24, 29

( CCPA 1976) .

W begin with the goods and note that our anal ysis of
the simlarity or rel atedness of the goods is based on the
identifications in the involved application and

regi stration. See Octocom Systens Inc. v. Houston

Conmputers Services Inc., 918 F.2d 937, 16 USPQ2d 1783, 1787

(Fed. Cir. 1990), and Canadi an I nperial Bank of Comrerce,

Nat i onal Association v. Wlls Fargo Bank, 811 F.2d 1490, 1

UsSPQ2d 1813, 1815-16 (Fed. Cir. 1987).

Registrant's software is broadly identified as a
"dat abase containing custoner information." Applicant's
software "for managi ng sal es and custoner infornmation”
appears to be a very simlar program \Wile registrant's
identification does not state that its database incl udes
sales information, it is elenentary that custoners purchase
goods or servicesEI fromsellers and there is no great |eap
required to consider registrant's database as incl uding
sales information; certainly, there is no reason to presune
that registrant's database excludes such information. In

any event, we need not engage in conjecture on this point,

3 W take judicial notice of the follow ng definition: "custoner
n. 1. a patron, buyer or shopper." The Random House Col | ege
Dictionary 329 (first ed., revised, 1982).
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for both the applicant and the Exam ning Attorney have

i ntroduced information regarding registrant's database
software, retrieved fromregistrant's web site.EI The
summary of product features for registrant's database
proclains "C ear |npact has your sales process covered from
initial custoner contact to delivery of a final quote.

[ And] can generate sales reports and profit sunmaries...”

In short, even if the specific features of the respective
software products differ sonmewhat, they are very simlar
and appear to be conpetitive products.

Al so, in the absence of any restrictions on channels
of trade or classes of consuners, we nust presune that
registrant's goods nove in all normal channels of trade and
to all usual classes of consumers therefor, including the

i ndustry applicant targets. See CBS Inc. v. Mrrow, 708

F.2d 1579, 218 USPQ 198, 199 (Fed. Cr. 1983). Thus, for
our analysis, the goods are presunptively marketed through
t he same channels of trade to the sane cl asses of
consuners; that registrant's software may be marketed to

addi tional classes of consunmers outside the industry

“ Both the applicant and the Exam ning Attorney introduced the
mai n or hone page for registrant's product (www. cl earinpact.comnj.
Applicant also introduced the related product updates page while
the Exami ning Attorney introduced the rel ated product features
page. We have considered this evidence in its entirety to

di scern the nature of the identified goods.
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applicant targets does not dispel any likelihood of
confusi on anong the common consuners.

Turning to the marks, we begin by noting that when
marks wi Il appear on or in connection with virtually
i dentical goods or services, "the degree of simlarity
[ bet ween the marks] necessary to support a concl usion of

| i kely confusion declines.” Century 21 Real Estate Corp.

v. Century Life of Anmerica, 970 F.2d 874, 23 USPQ2d 1698,

1700 (Fed. Cr. 1992) (citations omtted).

Applicant argues that its mark is significantly
different than registrant's mark because the latter
i ncludes the term CLEAR, while the fornmer does not. Though
this means that the marks | ook different and, to the extent
they may be articul ated, sound different, we agree with the
Exam ning Attorney that they possess virtually the sane
connotation. The term CLEAR, as used by registrant, is
nerely an adjective that does not change the essenti al

meani ng of the termII\/PACT.EI

> Neither applicant nor the Examining Attorney has discussed the
connotation of the term"inpact," so we take judicial notice of a
dictionary definition to establish its neaning. W consider it,
in the context of the relevant goods, to nmean "a concentrated
force produci ng change: an esp. forceful effect checking or
forcing change: an inpelling or conpelling effect." Wbster's
Third New International Dictionary 1131 (1993).

The Exam ning Attorney, in her brief, asked that we take
judicial notice of a definition of "clear” froman on-1ine
dictionary, and attached a reprint of the definition to her
brief. This is a manifestly untinely subm ssion of such
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Appl i cant argues that there is no absolute rule that a
| i kel i hood of confusion nust be found when "a junior user
has a mark that contains in part the whole of another's

mar k. The point of the argunent is not at all clear and
the cases on which applicant relies are not apposite.EI Each
of those cases involved a situation wherein a registrant

had a one-word mark and a subsequent applicant sought
registration of a two-word mark that incorporated the
registered term W are faced with exactly the opposite
situation. Applicant seeks to register registrant's mark,
mnus its nodifying adjective. W do not doubt that there

are cases in which deletion of one word of a two-word nark

woul d yield a one-word mark with a different connotation

evidence. See Inre Total Quality Goup Inc., 51 USPQRd 1474
(TTAB 1999). Nonetheless, definitions of "clear" are readily
available in printed dictionaries, and we take judicial notice of
the foll owi ng nmeani ngs, which appear the nost apt for
registrant's mark: "easily understood; w thout anbiguity.entirely
conpr ehensi bl e; conpl etely understood...” The Random House Col | ege
Dictionary 250 (first ed., revised, 1982). That prospective
pur chasers woul d consider the term CLEAR in this manner stens
fromapplicant's pronotion of its goods as having a "sinple
desi gn [which] gets you up and running right away" and a "focused
approach. "

In short, the likely connotations of the involved marks are of
a concentrated force for changing the way one nanages sal es and
custoner information (applicant's software), and an easily
under st ood concentrated force for maintaining a database of
custoner information (registrant's software).

6 Col gate-Pal molive Co. v. Carter-Wallace, Inc., 167 USPQ 529
(CCPA 1970) and In re Merchandi sing Mtivation, Inc., 184 USPQ
364 (TTAB 1974).
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than that of the two-word mark; the instant case, however,
does not present such a situation.

Applicant also argues that there are nunerous
registrations for the term | MPACT for conputer rel ated
goodsﬂ and that the termis very weak and entitled to only a
limted scope of protection. Applicant concludes that
consuners are accustoned to distinguishing between
different entities using this termas a mark based on
differences in their respective goods and that they wll

| i kewi se be able to distinguish between applicant and

" Applicant attached, as exhibit Bto its response to the

Exami ning Attorney's initial Ofice action, information reported
to have been retrieved froma "Trademarkscan" search. This
exhibit covers five registrations and two pendi ng applications.
(One of the registrations subsequently was cancel |l ed under
Section 8 of the Trademark Act; the two applications subsequently
resulted in issuance of registrations.)

A private search systemprintout is an inproper mnethod for
introducing third party registrations and applications into the
record. See In re Duofold Inc., 184 USPQ 638 (TTAB 1974); see
al so Weyer haeuser Co. v. Katz, 24 USPQ2d 1230 (TTAB 1992). The
Exam ni ng Attorney, however, did not object to the formof the
material and, in her brief, discussed the rel evance of these
subm ssions. Accordingly, we have consi dered applicant's exhibit
B

Applicant also attached, as exhibit Eto its response to the
initial Ofice action, approximately 50 pages of additional
private search systeminformation regardi ng | MPACT and | MPACT-
formative marks. (Applicant asserts, in its response to the
first Ofice action, that this material is froma search of
Pat ent and Trademark O fice records, but this clearly is not
true.) Applicant's only reference to the material in this
exhibit is its statement that this material reveals "additional
mar ks approved for registration or applications for marks
consisting of the word I MPACT for a variety of other goods and
services.” Not one of the marks in this exhibit was specifically
addressed by either applicant or the Exam ning Attorney. W
decline applicant's inplied invitation that we explore this
exhibit for possibly relevant material .
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registrant in view of the differences in their respective
goods.

We agree with applicant that the various registrations
for | MPACT, and registrant's registration for CLEAR | MPACT,
appear able to coexist because of differences in the
respective goods. W agree with the Exam ni ng Attorney,
however, that applicant's goods and those of the cited
regi strant do not differ in any significant manner, for
reasons already discussed herein. Moreover, even if we
consider the cited mark to be weak, the owner of a
registration for a weak mark is entitled to protection
agai nst registration by a subsequent user of the sane or
simlar mark for the sane or related goods. See Hollister

| ncorporated v. ldent A Pet, Inc., 193 USPQ 439 (TTAB

1976) .

Under the circunstances of this case, we find that
consuners famliar with registrant's mark used on or in
connection with its software, when confronted with
applicant's mark used on or in connection with applicant's
software, will likely be confused as to source or
sponsorship. W rely, in this regard, not only on the
conpetitive nature of the involved goods and the
simlarities of applicant's and the cited registrant's

respective product marks, but also on the registrant's
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trade nane--I| npact Devel opnent Inc.--used in conjunction
wWith its product mark.EI It would not be at all unusual for
a prospective purchaser of | MPACT software to assune that
it emanates fromor has some connection with | npact

Devel opnment Inc., the source of CLEAR | MPACT software.

To the extent that, in view of the nunerous third
party registrations for the term|MPACT, there is any doubt
about the nerit of refusing registration to applicant, we
resolve this doubt in favor of registrant. Applicant, as
t he newconer, has the opportunity of avoiding confusion and

is obligated to do so. See TBC Corp. v. Holsa Inc., 126

F.3d 1470, 44 USPQ@d 1315 (Fed. Cir. 1997).

Deci sion: The refusal of registration is affirned.

8 The final du Pont factor directs our consideration to "[a]ny

ot her established fact probative of the effect of use.” E. [|. du
Pont, supra, 177 USPQ at 567 (factor 13). The web site evidence
made of record by both applicant and the Exam ning Attorney
establishes registrant's use of this trade nane.



