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Qpi ni on by Bucher, Adm nistrative Trademark Judge:

I diag, a Swiss joint stock conpany, seeks registration of
the term SPI NALMOUSE for “data processors and conputers;
conput er operating prograns; conputer prograns and software for
operating and neasuring the input from spinal neasuring devices
and for collecting, processing and presentation of data in the
field of orthopedic and sports nedicine, neurology, physical
rehabilitation and therapy; [and] conputerized noninvasive
scanni ng devi ces used to neasure the shape and nobility of the
spine and other parts of the body,” in International Cass 9,

and for “medical apparatus and instrunents, nanely, physical
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exerci se apparatus for nedical purposes,” in International C ass
10. U

Regi stration has been finally refused under Section 2(e)(1)
of the Trademark Act, 15 U.S.C. 81052(e)(1), on the basis that,
when used in connection with applicant’ goods, the term
SPI NALMOUSE is nerely descriptive of them Applicant has
appeal ed. Briefs have been filed, but an oral hearing was not
requested. We reverse the refusal to register.

There is no dispute that applicant’s goods include, but are
not limted to, an el ectroni c-measuring device and software for
assessi ng back shape, nobility and flexibility. The sole issue
before us, then, is whether the conbined term SPI NALMOUSE i s
nmerely descriptive of applicant’s goods |isted above in
International dass 9.8

Based upon the record as a whole, the Trademark Exam ni ng
Attorney argues that clearly the word “spinal” is descriptive of

applicant goods. Considering the identification of goods, a

! Application serial nunber 75/592,564, filed on Novenber 20, 1998.
This application is based upon an allegation of a bona fide intention
to use the mark in comerce.

2 Applicant’s brochure and manual seemto give neaning to the
collection of itens enunerated in International Class 9. Further, we
note that the Tradenmark Exam ning Attorney has submtted extensive

evi dence directed toward the “spinal neasuring device” in
International Class 9. Hence, we consider that the Section 2(e)(1)
refusal was directed toward the goods in this class. It is not clear
to us exactly what is included in the “physical exercise apparatus” of
International Class 10, but to the extent this identifies sonething
different fromthe spinal neasuring device, we do not find anything in
the record directed to a Section 2(e)(1) refusal of the goods in that
cl ass.
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di ctionary definition,EI the contents of applicant’s responses to
the O fice actions, and the detailed text of applicant’s manual
and brochure acconpanyi ng applicant’s response to the first
Ofice action, we agree that the word “spinal,” considered
alone, is descriptive of the | ocation of the body on which
applicant’s tracking device is used and the bodily structure
that provides it with a purpose.

Furthernore, the Trademark Exam ning Attorney argues that
the word “nouse” is also descriptive of the hand-held tracking
devi ce used to neasure the shape and nobility of the spine.
However, applicant argues that this small hand-held devi ce,
whose operation is admttedly dependent upon a conputer, is not
a conputer m)use.IZl It does not performany of the defined noving

and pointing functions of a conputer nouse. Applicant notes

3 Spinal O, relating to, or situated near the spine or spinal

cord; vertebral; spinal injury. [The Anerican Heritage Dictionary of
the English Language, Electronic Version (Third Edition 1992)].

4 Applicant’s counsel states that “ ...it is not stated anywhere in
applicant’s nmanual or brochure that applicant’s goods are a ‘nouse.’”
Actual ly, several places on page 7 of the manual, for exanple, the
hand-hel d device is indeed referred to as a “nouse.” Additionally,

t hroughout the text in the manual, applicant’s trademark itself is

m sused as the name of the product and on page 23 is incorrectly
pluralized (e.g., “ ...the Spinal Mouse ...,” * ...two SpinalMce in the
same room..”). However, we hasten to add that this is still an
intent-to-use application, and that these naterials were requested by
the Trademark Exami ning Attorney under Trademark Rule 2.61(b). Upon
subm ssion, applicant’s counsel expressly qualified these witten
materials as being “in draft” and “not yet ...distributed to the

public.” Presumably applicant’s U S. trademark counsel will ensure
that when translated fromthe German | anguage original into the
Engli sh | anguage editions, the literature as distributed will avoid

such i nmprudent m suses of the trademark and ensure the adoption and
consi stent usage of a correct generic designation for this device.

- 3 -



Serial No. 75/592, 564

that it is not structured |ike a conputer nouse and its
operation is distinctly different. Applicant’s tracking device
is guided in one direction only, down the patient’s back over

t he skin along the spinal colum.

The Trademark Exam ning Attorney, having concluded that
each word individually (“Spinal” and “Mwuse”) is descriptive,
then finds that the conposite term (SPINALMOUSE) is nerely
descriptive. By contrast, applicant points out that arguably
SPI NALMOUSE is an arbitrary, coined term or at worst, that the
conbined termis suggestive of the goods.

During the prosecution of this application, the focus of
much of the evidence placed into the record by the Trademark

Exam ning Attorney was on the definition of a conputer “m)use.”EI

Mouse A common pointing device, popularized by its inclusion
as standard equi prent with the Apple Maclntosh. Wth the
rise in popularity of graphical user interfaces in Ms- DOS
UNI X, and OS-2, use of mice is growi ng throughout the
personal conputer and workstation worlds. The basic
features of a nouse are a casing with a flat bottom
designed to be gripped by one hand; one or nore buttons on
the top; a nultidirectional detection device (usually a
ball) on the bottom and a cabl e connecting the nouse to
the conmputer. By noving the nmouse on a surface (such as a
desk), the user typically controls an on-screen cursor. A
mouse is a relative pointing device because there are no
defined limts to the nouse’s novenment and because its
pl acenent on a surface does not map directly to a specific
| ocation. To select itens or choose comands on the
screen, the user presses one of the nouse’s buttons,
produci ng a “nmouse click.”

[ Computer Dictionary, Mcrosoft Press (Second Edition, 1994) p. 262].

Mouse An input device, equipped with one or nore contro
buttons, that is housed in a pal msized case and desi gned
so that you can roll it about on the table, next to your
keyboard. As the nouse noves, its circuits relay signals

- 4 -
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Accordingly, we are faced with the question of exactly what
m ninmal features are necessary for a conmputer nouse to stil
qualify as a nouse?

There are certainly sonme superficial simlarities between
these two devices. Both devices have a “pal msized case” that
is “gripped in one hand.” This tracking device comuni cates
with its base station via a radio link, not a cable. However,
whil e nost conputer mce still have a “cable” attaching themto
the conputer termnal (see first definition supra), a state-of-
the-art cordless nouse is in every way still a nmouse. Like a
conput er nmouse, this device has several “buttons” on top (viz.
on applicant’s device, nerely “Stop” and “Start”) that woul d be
pressed with one’s forefinger.

As to the dissimlarities, applicant correctly notes the
significant difference in function between a conputer nouse and

its hand-held device. Al the definitions cited in this record

that correspondingly nove a pointer on screen. A nouse is
di sti ngui shed by the internal mechanismit uses to generate
its signal and by its nmeans of connection with the
conput er.
[Webster’s New World Dictionary of Conputer Terns (Seventh Edition
1999) p. 346].

Mouse An input device designed to assist in the use of a
computer system For exanmple, in a graphical user
interface environnent |ike Macintosh or Wndows, an icon is
di spl ayed on the screen. The user selects the icon by
nmoving the cursor to point to the icon with a nouse,
automatically activating a set of commands without the user
having to enter conplex instructions...

[Prentice Hall’s Illustrated Dictionary of Conputing (Third Edition
1998) p. 442].
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enphasi ze that a conputer nouse is a pointing device designed to
assi st the conputer user in interacting wwth the conputer. By
contrast, applicant’s hand-held device is not a pointing device
and is not designed to nake a conputer easier to use. Wile the
sole mssion of a conmputer nouse is to assist one in operating a
conput er, applicant has designed a high-tech, nedical tracking
device that relies upon conputerized technology to acconplish
its mssion. As to formand operation, because a nouse is a
relative pointing device, it is necessarily multi-directional.
In its design and operation, applicant’s device is strictly uni-
directional. The conputer nouse has a flat bottom The bottom
of applicant’s tracking device is arcuate and offset at various
points with tracking wheels. The tracking device cannot rest on
a flat surface but rather, when not in use, sits in a cradle in
the base station. Wile a conputer nouse is noved on a flat
surface, applicant’s device is designed to nove down the highly

irregular surface of a patient’s back along the spine.EI

6 This is a rough outline view of the hand-held device at the

center of this debate.
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On bal ance, we find this device falls outside the scope of
a conputer m)use.l;-| Certainly, this device could never replicate
the critical functionalities of a conputer nouse. This device
could not be used with a conputer that does not have the base
station/receiver and applicant’s software.EI Applicant’s entire
set of goods listed in International Class 9 are useful only to
trai ned nedical professionals in the fields of chiropractic
nedi ci ne, orthopedics, physical nedicine, physiotherapy,
rehabilitation, neurol ogy and sports nedicine.

Hence, while the word “spinal” alone is nerely descriptive
of these goods, we find that the word “nouse” is not nerely
descriptive of this tracking device. Beyond the fact that this
device is not technically a nouse, we agree with applicant that
t he conbi ned expression, SPI NALMOUSE, is sonewhat incongruous,
and that no purpose or characteristic is readily described by
this conbined term either generally or with particularity. See
In re Shutts, 217 USPQ 363 (TTAB 1983) [ SNO RAKE not nerely

descriptive for “a snow renoval hand tool having a handle with a

snowrenovi ng head at one end, the head being of solid

! The conclusion that “applicant’s device is an atypi cal nouse”

appears quite early in the dissenting opinion, infra. O course,
whet her applicant’s hand-held device is enough |ike a conputer nouse
to be deened a “nouse” is really what the debate herein is all about.
The dissenting judge has handed us a non-sequitur hardly capabl e of
renovi ng the doubt of the majority nmenbers.

8 It would be msleading to equate the sophisticated conputer-
applications software supporting applicant’s nmeasuring device with
“the associated driver software” (see dissent, pp. 20 — 21) routinely
required for any conputer device, including all pointing devices.

-7 -
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uni nterrupted construction w thout prongs.”]; In re Shop Vac

Corp., 219 USPQ 470 (TTAB 1983) [WET/DRY BROOM i s not nerely
descriptive of a vacuum cl eaner or an electric cleaning

appliance of simlar appearance]; Firestone Tire & Rubber Co. v.

Goodyear Tire & Rubber Co., 186 USPQ 557 (TTAB 1975) [ Bl ASTEEL

i s suggestive of the character of tires]; and In re Wrner

El ectric Brake & Cutch Co., 154 USPQ 328 (TTAB 1967) [ ELECTRO

MODULE not descriptive of goods even though each term

consi dered separately, was found to describe applicant’s goods].
Finally, to the extent that there may be any doubt as to

whet her applicant’s mark is nerely descriptive or suggestive of

its goods, we resolve such doubt, in accordance with the Board’s

practice, in favor of the publication of applicant’s nmark for

opposition. See In re Mrton-Norwi ch Products, Inc., 209 USPQ

791 (TTAB 1981) and In re Gournet Bakers, Inc., 173 USPQ 565

(TTAB 1972) .

Decision: The refusal to register is reversed.
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Hohei n, Adm nistrative Trademark Judge, dissenting:

| would affirmthe refusal to register. It is well
settled that a termis considered to be nerely descriptive of
goods or services, within the neaning of Section 2(e)(1) of the
Trademark Act, if it forthwith conveys information concerning
any significant ingredient, quality, characteristic, feature,
function, purpose or use of the goods or services. See, e.g.,
In re Gyulay, 820 F.2d 1216, 3 USPQRd 1009 (Fed. Cir. 1987) and
In re Abcor Devel opnent Corp., 588 F.2d 811, 200 USPQ 215, 217-
18 (CCPA 1978). It is not necessary that a term describe all of
the properties or functions of the goods or services in order
for it to be considered to be nerely descriptive thereof;
rather, it is sufficient if the termdescribes a significant
attribute or idea about them Mreover, whether a termis
nerely descriptive is determned not in the abstract but in
relation to the goods or services for which registration is
sought, the context in which it is being used on or in
connection with those goods or services and the possible
significance that the termwould have to the average purchaser
of the goods or services because of the manner of its use. See
In re Bright-Crest, Ltd., 204 USPQ 591, 593 (TTAB 1979).

Thus, "[w] hether consuners coul d guess what the
product [or service] is fromconsideration of the mark alone is

not the test.” In re American Geetings Corp., 226 USPQ 365,
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366 (TTAB 1985). 1In addition, registration nust be refused if
the mark is nerely descriptive of any of the goods or services
for which registration is sought. See, e.g., In re Quik-Print
Copy Shop, Inc., 616 F.2d 523, 205 USPQ 505, 507 (CCPA 1980) and
In re American Society of Cinical Pathologists, Inc., 442 F. 2d
1404, 169 USPQ 800, 801 (CCPA 1971).

Appl yi ng the above principles to the present case,
there is sinply no question that the evidence and adm ssions of
record establish that the word "spinal” is nerely descriptive
of, in particular, applicant's "conputer prograns and software
for operating and neasuring the input from spinal neasuring
devices" and its "conmputerized noni nvasi ve scanni ng devi ces used
to measure the shape and nmobility of the spine.” Wile
applicant, in light of the specious argunents to the contrary
presented in its reply brief,ﬂseens to | ack the backbone to
admt it, the majority properly concedes that the Exam ning
Attorney is correct that the term"spinal"™ nerely describes
applicant's goods, stating that it "agree[s] that the word
"spinal,' considered alone, is descriptive of the |ocation of
t he body on which applicant's tracking device is used and the

bodily structure that provides it with a purpose.”

! Such argunents al so effectively underm ne whatever credibility m ght
ot herwi se be given to applicant's argunments in its main brief.

- 10 -
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In this case, however, | also agree with the Exam ning
Attorney, and respectfully disagree with the majority, that
applicant's conputerized noni nvasi ve spinal scanning devi ce,
along with the conputer prograns and software for operating and
nmeasuring the input fromsuch a device, in essence constitute a
hi ghly specialized type of conputer nouse. Mreover, when the
words "spinal" and "nouse" are conbined to formthe designation
"SPI NALMOUSE, " the result is a termwhich nerely describes a
significant purpose, use or function of such goods within the
meani ng of the statute.

As the majority notes, the record contains a nunber of
definitions of a what generally constitutes a conputer "nouse,"
and judicial notice may usefully be taken of several additional

definitions.d unlike the maj ority, however, which views the

2 For exanple, The Dictionary of Conputer Wrds (rev. ed. 1995) at 180-
81 defines "nmobuse Plural mce or nouses"” in relevant part as (italics
in original):

A hand- hel d, button-activated input device that when
rolled along a flat surface controls the novenent of a
cursor or pointer on a display screen. A nouse largely
frees the user fromthe keyboard. Wth nmenu-driven
applications the user sinply points to a comand choi ce and
clicks a button on the mouse. Wth draw or paint prograns
the nmouse can be used Iike a pen or brush. Mce are
di sti ngui shed by the way they work internally and by how
they connection to the conputer.

A mechani cal nouse has a rubber-coated ball on its
underside that rotates as you nove the nouse. Optical
sensors detect the notion and nove the screen pointer
correspondingly. You can roll the nobuse over al nbst any
surface, but using a nousepad gives the best results.

- 11 -
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inquiry in this case as being whether applicant's conputerized

noni nvasi ve spi nal scanni ng devi ce possesses the m ni num

Simlarly, the Random House Personal Conputer Dictionary (2d ed. 1996)
at 324 sets forth "nouse" as nmeaning, in pertinent part:

A device that controls the novenment of the cursor or
poi nter on a display screen. A nouse is a snall object you
can roll along a hard, flat surface .... Its nane is
derived fromits shape, which looks a bit Iike a nouse, its
connecting wire that one can inmagine to be the nouse's
tail, and the fact that one nust make it scurry along a
surface. As you nove the nouse, the pointer on the display
screen noves in the sane direction. Mce contain at |east
one button and sonetimes as many as three, which have
di fferent functions depending on what programis running.

Invented ... in 1963, and pioneered ... in the 1970s,
the nmouse is one of the great breakthroughs in conputer
ergononi cs because it frees the user to a large extent from

usi ng the keyboard. 1In particular, the nouse is inportant
for graphical user interfaces because you can sinply point
to options and objects and click a nouse button. .... The
mouse is al so useful for graphics prograns that allow you
to draw pictures by using the nouse |like a pen, pencil, or
pai nt br ush

Such dictionary at 235 also points out that, of the three ways mce
connect to a conputer, "[c]ordless mce aren't physically connected at
all. Instead they rely on infrared or radi o waves to conmunicate with
the conmputer.” 1In the IBMDictionary of Conputing (10th ed. 1994) at
441, "nouse" is listed as connoting:

(1) I'n conmputer graphics, a hand-held | ocator operated
by moving it on a flat surface. A nouse generally contains

a control ball or a pair of wheels. .... (2) In SAA
usage, a device that a user noves on a flat surface to
position a pointer on the screen. It allows a user to

sel ect a choice or function to be performed or to perform
operations on the screen ...

In a simlar vein, The Dictionary of Conputing & Digital Media (1999)
at 202 lists "nouse" as signifying:

An input device for a conputer. A nouse rolls on a
smoot h surface and determnes the |ocation of the cursor on
the screen. A nouse has one or nore buttons, which are
used to "click"” on icons or hot spots on the screen. The
computer interprets these nouse clicks as instructions.
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features necessary to still qualify as an ordinary conputer
nouse, | find that such a device has enough significant features
in conmmon with a generalized conputer nouse that, to the
sophi sticated purchasers and users of applicant's goods, its
conput eri zed noni nvasi ve spinal scanning device would be readily
understood and regarded as a specialized version of a conputer
nouse.

In particular, while the Exam ning Attorney focuses on
per haps the broadest of the definitions of what basically
constitutes a conputer nouse in arguing that, as set forth in

Prentice Hall's Illustrated D ctionary of Conputing (3rd ed.

1998) at 442, "the relevant definition of a 'MOUSE is 'an input
devi ce designed to assist in the use of a conputer systenm ," it
is still the case that, as persuasively pointed out in his brief
(bold in original):

[ Al pplicant's goods include ... a
conput er input device (i.e., a nouse) used
to measure and characterize different
sections of a person's spine (i.e., to take
spi nal measurenents and nmake spi nal
characterizations). According to the
brochures, pictures, and user's mnual
submtted by the applicant, the device is
pl aced on a surface--in this case, on the

back--and run ... down a person's spine
froma start point to a finish point. The
person using the "SPI NALMOUSE" takes the
nouse fromits base station and then presses
a button to select a neasurenent node for
the patient's particular standing or seated
position. Once that is selected, the nouse
is then placed on the spine in the proper
starting position and the user presses the

- 138 -
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start button found on top of the nouse. The
user then runs the nouse al ong the spinal
colum until the nmeasurenent is finished, at
whi ch point the user presses the start
button to term nate the nmeasurement. The
pair of wheels at the base of the nouse
enabl es the novenent of the nouse al ong the
spinal colum. The brochure, pictures, and
user's manual nmake readily apparent that a
chi ef device for which the mark

"SPI NALMOUSE" is used happens to be a
speci al i zed nedi cal computer peripheral

i nput device (i.e., a nouse) that can be
used with a standard personal conputer--
whet her desktop, laptop or otherw se--to

t ake spinal nmeasurenents. |diag, Spinal
Mouse Manual 15-19 (1999) (enphasis added).

Applicant's contention, however, that in terns of
cursor novenent, its device apparently does not perform any of
t he defined noving and pointing functions of a typical conputer
nouse is not dispositive of the issue of mere descriptiveness
because applicant's device is an atypical nouse in that it
measures and inputs data concerning spinal shape and nobility
directly into a conputer. This is clearly seen fromapplicant's
advertising literature, which under the headi ng "FUNCTI ON AND
DESCRI PTION," states in relevant part that (bold in original):

The conput er-assi sted Spinal Mbuse is a

new y devel oped devi ce of nedical and

t herapeutic use to neasure the spine' s shape

and nmobility in the sagittal plane. The

novenent is sinple, fast, accurate and

harm ess to the patient.

The handy device is manual | y gui ded
over the skin of the back al ong the spinal
colum; the neasuring head foll ows

automatically the sagittal shape.
Clinically relevant parameters such as

- 14 -
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l ength, inclination relative to a vertical

line, sagittal curvature, segnental angles

of the thoracic and | unbar spine and pelvic

tilt are registered and shown in an easily

under st andabl e dr aw ng.

In conparison to existing nethods the

Spi nal Mouse offers many advantages in terns

of accuracy, objectivity, data presentation,

non-i nvasi veness, absence of radiation, ease

of use and excellent cost-benefit ratio.

Not wi t hstanding that, |ike an ordinary computer nouse,
applicant's device is manual |y gui ded over a surface, applicant
further asserts that the operation of its device is distinctly
different in that the device, which is guided down a patient's
spinal colum, is noved in only one direction. However, while
it is plain that, in order to take its neasurenents and i nput
the data gathered into a conmputer, applicant's device does
i ndeed, generally speaking, travel down a person's spine, in
actuality such a device, like a typical conputer nouse, IS
multi-directional rather than nerely uni-directional as clained
by applicant and the majority. Just as an ordi nary nouse can
nove in a variety of directions (up or down, l|left or right, or a
conbi nation thereof) within the planar surface of a nopusepad,
applicant's device in effect uses the skin covering a person's

spinal colum as a three-dinensional (down, left or right, in or

out, or a conbination thereof)ﬂnnusepad surface as it neasures

3 While applicant's device can also travel in an upward direction, it
is designed to provide useful data only when noved downwards. As
stated in the user manual at 19:

- 15 -
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sagittal shape and such rel evant spinal paraneters as |ength,
inclination to vertical, curvature, segnmental angles and pelvic
tilt. The nmeasurenents so gathered by applicant's device are
automatically entered, through the use of applicant's prograns
and operating software, into a conputer. Applicant's user
manual at 17 states, for exanple, that "[a]s you run down the
patients [sic] back, the back curve will be generated real-tine
on the conputer screen.” Cearly, |like an ordinary conputer
nouse, such ease of operation assists the user in the use of the
conputer to provide various data presentations for eval uation
Accordingly, | sinply cannot agree with the stated
view of the magjority, set forth below that applicant is correct
as to there being a "significant difference in function between

a conputer nouse and its hand-hel d device," based principally

upon the lack of both cursor-pointing capability and user ease
of conputer interaction:

Al'l the definitions cited in this record
enphasi ze that a conputer nouse is a

poi nti ng devi ce designed to assist the
conputer user in interacting with the
conputer. By contrast, applicant’s hand-
hel d device is not a pointing device and is

Al ways begi n neasurenent at the upper marker and roll down

the back .... The Spinal Mouse is not bi-directional. |If
you try measurenents in the opposite direction the data
wi |l be meaningl ess.

Thus, it is fair to say that applicant's device is uni-directiona
only in the vertical plane; in ternms of horizontal and depth
measurenents, it is clearly multi-directional

- 16 -
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not designed to make a conputer easier to

use. Wiile the sole mssion of a conputer

nouse is to assist one in operating a

conputer, applicant has desi gned a high-

tech, nedical tracking device that relies

upon conputerized technol ogy to acconplish

its mssion. As to form and operation,

because a nouse is a relative pointing

device, it is necessarily multi-directional.

In its design and operation, applicant’s

device is strictly uni-directional. ....

Whil e a conputer nouse is noved on a flat

surface, applicant’s device is designed to

nove down the highly irregular surface of a

patient’s back al ong the spine.

As noted earlier, applicant's device is specifically engineered
so as to not require a correspondi ng cursor novenent in order
for the user to interact wwth a conputer; instead, all the user
need do, after selecting a neasurenent node, is to start at the
top of a patient's spine and nove the device down the spinal
colum, with the neasurenents so registered being automatically
entered into a conputer.

The majority, noreover, glosses over the several
additional simlarities shared by applicant's device and an
ordi nary conputer nouse, while seizing upon inconsequenti al
dissimlarities. As to those simlarities which the mgjority
deens "superficial,” I find it significant that in terns of ease
of use and interaction with a conputer, applicant's device, |ike
a general purpose conputer nouse, features a pal msized case
which is gripped in one hand and has two buttons on top which

are "clicked" with a forefinger. Wth respect to the

- 17 -
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dissimlarities, the magjority to its credit does not regard the
absence of a cable or "tail"™ on applicant's device as a notable
di fference, accurately noting that:

This tracking device communicates with its
base station via a radio |link, not a cable.

However, while nbst conputer mce still have
a "cable" attaching themto the conputer
termnal ..., a state-of-the-art cordl ess
nouse is in every way still a nouse.

The majority, nonetheless, finds that applicant's
device "is not technically a nouse,"” observing anong ot her
t hi ngs that:

The conputer nouse has a flat bottom The

bottom of applicant’s tracking device is

arcuate and offset at various points with

tracki ng wheels. The tracking device cannot

rest on a flat surface but rather, when not

in use, sits in a cradle in the base

station.
To me, however, such distinctions are w thout a neani ngful
difference. While an ordinary nouse, which is designed to rol
along a flat surface, would typically have a flat bottom it
must be kept in mnd that applicant's specialized device has an
arcuate bottom and rests in a cradle when not use, precisely
because it is designed to roll along the curves of a patient's
spi nal colum. Moreover, the fact that applicant's device uses
wheel s instead of a ball does not, according to nost of the
pertinent definitions, make it sonething other than a nouse.

Applicant, in fact, not only finds it necessary in its

user manual to distinguish between its "Spinal Mouse" device and
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an ordi nary conputer nouse, variously referring to the latter

(at 14, 15, 21 and 25, respectively) as a "PC nouse,” "conputer
nouse, " "PC Muse" and "PC nouse,” but even refers to its own
device as a "nouse". In particular, under the heading "Problens

and Sol utions,” applicant indicates in its user manual at 7 that
t he possi bl e cause of the programerror nmessage "Leave energy-
savi ng node - press Marker button twi ce" is (enphasis added):
"The Spi nal Mouse was not used for at |east 30 seconds. The
nouse IS now i n energy-saving node." Likewi se, with respect to
the programerror nmessage "Mowvenent too fast. Repeat the

measurenent,” applicant on the sane page of such manual states

that the possible cause thereof is (enphasis added): You
exceeded t he maxi mum speed whi ch the nouse can handle.” These

i nstances not only show that it would be natural for applicant's
" SPI NALMOUSE" device to be called a nouse, but nore
significantly that the nedically know edgeabl e and hi ghly

sophi sticated purchasers and users of applicant's device would

readi |y understand that such a device, while quite specialized,

in essence is nevertheless a type of conputer rmuse.[|

4 Although the majority rightfully chastises applicant for counsel's
denmonstrably fal se representation that "it is not stated anywhere in
applicant’s nanual or brochure that applicant's goods are a 'nouse',"”
and properly takes applicant to task for the misuse of its nmark,
counsel's characterization (if such can be believed) of applicant's
witten materials as being "in draft" and "not yet ... distributed to
the public" does not alter the fact the applicant's literature plainly
evi dences that applicant's conputerized noni nvasi ve spi nal scanni ng
device is a kind of conputer nouse and woul d be so regarded by
custoners therefor and users thereof.
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I n consequence of the above, | amunable to subscribe

to the majority's strained conclusion that:
On bal ance, we find this device falls

out si de the scope of a conputer nouse.

Certainly, this device could never replicate

the critical functionalities of a conputer

nmouse. This device could not be used with a

conputer that does not have the base

station/receiver and applicant’s software.

Applicant’s entire set of goods listed in

International Cass 9 are useful only to

trai ned nedical professionals in the fields

of chiropractic nedicine, orthopedics,

physi cal nedi ci ne, physi ot herapy,

rehabilitation, neurol ogy and sports

medi ci ne.
The finding by the majority that applicant's goods coul d not
duplicate the usual workings of an ordinary conputer nouse fails
inny viewto give sufficient consideration to the fact that, as
previ ously explained, applicant's device is a specialized kind
of nouse designed solely for measuring and recordi ng spi nal
paraneters. That such device, as well as applicant's other
goods, are therefore of use only to trained professionals in the
fields of chiropractic nedicine, orthopedics, physical nedicine,
physi ot herapy, rehabilitation, neurology and sports nedici ne
does not alter the fact that applicant's device in essence is
still a kind of nouse. Furthernore, that such a device could
not be used with a conputer that does not have the requisite
base station/receiver and operating software dism sses the very

fact, recognized by the magjority, that a state-of-the-art

cordl ess nouse--including applicant's device--is still in every
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way a nouse and that no nouse, whether cordless or linked to a
conputer by a cable, will function absent the associated driver
software required for its operation.

Accordingly, since for all of the above reasons,
applicant's conputerized noni nvasi ve spinal scanni ng device,
together with the conputer progranms and software for operating
and nmeasuring the input fromsuch a device, basically constitute
a highly specialized type of conputer nouse, | would find that
conbining the descriptive terns "spinal" and "nouse" into the
desi gnati on "SPI NALMOUSE" creates a term which i mredi ately
descri bes, w thout conjecture or specul ation, a significant
pur pose, use or function of such goods. Contrary to the
majority's holding, there is nothing in the term " SPl NALMOUSE"
which, to the highly trained and nedically know edgeabl e
custoners for and users of applicant's goods, is in the |east
bi t incongruous,ﬂruw is there anything which is anbi guous or
even suggestive of another plausible neaning. No inagination,
cogitation or nental gymastics is required in order for
purchasers and users alike to readily understand the nerely

descriptive significance of such term Instead, the designation

> What the majority perceives as an incongruity in the mark may nore
likely be the apparent novelty of the applicant's device itself.
However, the fact that spinal shape and nobility have not previously
been nmeasured using a conput er-assi sted noni nvasi ve scanni ng device in
the formof a nmouse does not make the designation "SPI NALMOUSE" even
"sonmewhat incongruous” as contended by the majority.
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"SPI NALMOUSE, " especially in light of the manner in which it is
chiefly used (i.e., "Spinal Mouse"), is nerely descriptive of
applicant's goods because it conveys forthwith that the purpose,
use or function of applicant's conputerized noni nvasi ve scanni ng
devi ce and associ ated software is that of a nouse for neasuring
the spinal colum or, in short, that such goods are a spinal
mouse. See, e.g., In re Abcor Devel opnent Corp., supra at 219
(Rich, J., concurring) [term " GASBADGE" held nerely descriptive
of a device to determ ne and nonitor pollution due to fact that,
since "users of |anguage have a universal habit of shortening
full names,” it is "inevitable that a gas nonitoring badge wl|
be called a gas badge as the nane of the goods to the sane
extent as gas nonitoring badge is the [full] name"” of such

goods] .



