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UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

In re Guardi an International, |Inc.

Serial No. 75/597, 830

Jeffrey A. Smith of MIlen, Wiite, Zelano & Branigan for
applicant.

Scott Bal dwi n, Tradenmark Exam ning Attorney, Law Ofice 112
(Jani ce O Lear, Managi ng Attorney).

Before Cissel, Quinn and Chaprman, Adm nistrative Trademark
Judges.

Opi nion by Quinn, Adm nistrative Tradenmark Judge:
An application has been filed by CGuardi an

International, Inc. to register the mark shown bel ow

SEEEHI“‘
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sl ILTIUNHAL

for “installation and mai ntenance of burglar alarns, fire

al arns, home and commercial security systens, voice
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i ntercom systens and cl osed circuit tel evision (CCTV) and
card access systens” (in International Cass 37) and
“nmonitoring of burglar alarns, fire alarns and hone and
comrerci al security systems” (in International COass 42).?
The Trademark Exam ning Attorney has refused
regi stration under Section 2(d) of the Trademark Act on the
ground that applicant’s mark, when used in connection wth
applicant’s services, so resenbles the marks shown bel ow as

to be likely to cause confusion:

PROUTECTED BY

1-800-8TAY-CUT

for “installation of burglar alarnms and burglar alarm

”2

protection services; and

! Application Serial No. 75/597,830, filed Novenber 30, 1998,
alleging a date of first use and first use in comerce of January
1993. The word “Security” is disclainmed apart fromthe mark.
Applicant also clainms acquired distinctiveness as to the word

“International” in its mark; the Exam ning Attorney accepted the
claim The application includes the foll ow ng description: *“The
mark consists in part of a stylized letter Gin an octagon
design.”

2 Regi stration No. 1,915,441, issued August 29, 1995, conbi ned
affidavit under Sections 8 and 15. The terns “Protected By,”
“Burglar Alarm” and “1-800" are disclained.
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for “nmonitoring of security systens” and “installation of

security systenms.”3

The registrations are owned by
different entities.*

When the refusals to register were made final,
appl i cant appeal ed. Applicant and the Exam ning Attorney
have filed briefs.®> An oral hearing was not requested.

Appl i cant acknow edges that its services and those
listed in the cited registrations are identical. Applicant
goes on to argue, however, that the term“guardian” is weak
as used in connection with security services and goods.
According to applicant, the scope of protection to be given

to each of the cited registrations is limted due to

extensive third-party use and many regi strations of the

® Registration No. 2,151,624, issued April 21, 1998. The words
“Protection Services” are disclained.

“ Athird registration, Registration No. 1,141,617, owned by the
same entity that owns Registration No. 1,915,441 also was cited
inthe final refusal. A check of Ofice records shows that

Regi stration No. 1,141,617 was cancel ed on Decenber 2, 2001 for
failure to renew. Accordingly, the appeal with respect thereto
i's noot.

®> Applicant, in its brief, updates the status of three third-
party applications, one of which has matured into a registration.
As applicant itself recognizes (reply brief, p. 4, n. 1), this
evidence was not tinely submtted. Accordingly, we have not
considered it in reaching our decision
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term“guardian” in the security field. |In support of its
position, applicant submtted a dictionary definition of
the word “guardian”; several third-party registrations of
mar ks i ncorporating the word “guardi an” for security

servi ces and goods; a conputerized search report listing
comon | aw uses of “guardi an”; and excerpts retrieved from
the Internet pertaining to use of the word “guardian” in
the security industry.

The Exam ning Attorney highlights the identity of the
services, and maintains that the cited registrations and
applicant’s mark share the sanme dom nant term “guardi an.”
The Exam ning Attorney al so asserts that this dom nant term
is not weak. In connection with this later contention, the
Exam ning Attorney is not persuaded by applicant’s evidence
bearing on the use and registration of “guardian” in the
security field. The Exami ning Attorney concludes that the
mar ks engender substantially simlar overall conmerci al
i mpr essi ons.

Qur determ nation under Section 2(d) is based on an
anal ysis of all of the facts in evidence that are rel evant
to the factors bearing on the likelihood of confusion
issue. Inre E |. Du Pont de Nenours & Co., 476 F.2d
1357, 177 USPQ 563 (CCPA 1973). In any likelihood of

confusion analysis, two key factors are the simlarities
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between the marks and the simlarities between the
services. Federated Foods, Inc. v. Fort Howard Paper Co.,
544 F.2d 1098, 192 USPQ 24 (CCPA 1976).

In the present case, the services, as acknow edged by
applicant, are identical. Thus, we focus our attention, as
have applicant and the Exam ning Attorney, on the
simlarities between the marks and the du Pont factors
relating thereto.

The term “guardian” is defined as “one that guards or
secures: one to whoma person or thing is conmtted for
protection, security, or preservation.” Wbster’'s Third
New I nternational Dictionary (unabridged ed. 1986). Based
on the dictionary definition alone, it is clear that the
term“guardian” is at |least highly suggestive in relation
to security services that involve the protection of
persons, things and/or places. Lest there be any doubt on
this point, the record includes exanples of not only
nunerous third-party registrations of marks incorporating
the term “GUARDI AN,” but al so of over 100 common | aw uses

of the termby businesses in the security field.® Thus, it

® W agree with the Exam ning Attorney that the evidence
pertaining to uses outside of the security industry are not
probative. However, the entire record shows there are a

signi ficant nunber of uses and registrations in connection with
security services and goods.
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is not surprising that the two cited registrations, owned
by different entities, have coexisted on the register.

Al t hough the term “guardian” is dom nant in each of
the marks, the highly suggestive nature of the term
“guardian” is a significant factor in conparing the marks.
G ven the nmultitude of uses of the term*“guardian” in the
security industry, the evidence suggests that consuners
woul d be accustoned to distinguishing between marks
contai ning such a highly suggestive term upon ot her
el ements of the marks. See: In re Bed & Breakfast
Regi stry, 791 F.2d 157, 229 USPQ 818 (Fed. GCir. 1986); In
re Broadway Chicken Inc., 38 USPQ2d 1559 (TTAB 1996); and
Steve’'s Ice Creamv. Steve’'s Fanobus Hot Dogs, 3 USPQd
1477, 1479 (TTAB 1987).

| ndeed, we nust conpare the marks in their entireties,
and al though the term “GUARDI AN’ is dom nant, each of the
i nvol ved marks includes additional different wording and
design features that cannot be ignored. G ant Food, Inc.
v. Nation’s Foodservice, Inc., 710 F.2d 1565, 218 USPQ 390,
395 (Fed. Cir. 1983). The additional wording and prom nent
design features of each mark are different and, in our
view, sufficient to distinguish the marks. Applicant’s
mark includes a stop sign silhouette, whereas one cited

regi stration enploys a | aw enforcenent badge sil houette and
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the other a sideways chevron design. Wen the marks are
considered in their entireties, applicant’s mark engenders
an overall commercial inpression sufficiently different
fromeach of the cited registrations that consuners are
unlikely to be confused even as to identical services.

See: Hilson Research Inc. v. Society for Human Resource
Managenent, 27 USPQR2d 1423, 1431 (TTAB 1993).

The marketplace reality of the security industry is,
not surprisingly, that the word “guardian” has in the past
appealed to others in the industry as an appropriate term
for a mrk or part of a mark. Accordingly, the nere
inclusion of the termin the marks involved herein is not,
in and of itself, a sufficient basis for a finding of
I'i kel i hood of confusion where the marks are ot herw se
di stingui shable. W see the Exam ning Attorney’s view of
the |ikelihood of confusion as anobunting to only a
specul ative, theoretical possibility. See: Electronic
Design & Sales Inc. v. Electronic Data Systens Corp., 954
F.2d 713, 21 USPQ2d 1388, 1391 (Fed. Cir. 1992), citing
Wtco Chemcal Co. v. Wiitfield Chemcal Co., Inc., 418
F.2d 1403, 1405, 164 USPQ 43, 44-45 (CCPA 1969), aff’'g, 153
USPQ 412 (TTAB 1967).

In sum in view of the highly suggestive nature of the

term “guardian” in the security industry, and the prom nent
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differences in the other wording and desi gns between the

i nvol ved marks, we conclude that consuners are unlikely to
be confused as to the source of the services when the marks
are considered in their entireties.

Decision: The refusals to register are reversed.



