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Qpi ni on by Chapman, Adm nistrative Tradenmark Judge:

On Decenber 4, 1998, Parasoft Corporation (a
California corporation) filed an application to register
the mark C++TEST! (typed drawi ng) on the Principal Register
for goods ultimately anmended to read “conputer program for
testing conputer applications software” in Internationa
Class 9. The application is based on applicant’s assertion

of a bona fide intention to use the mark i n commerce.
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Regi stration has been finally refused under Section
2(e) (1) of the Trademark Act, 15 U.S.C. 81052(e)(1), on the
ground that applicant’s mark, when used on or in connection
with applicant’s goods, is nerely descriptive of sane.

Additionally, registration has been finally refused
under Section 2(d) of the Trademark Act, 15 U.S.C.

8§1052(d), on the ground that applicant’s mark, when used on
or in connection with its goods, so resenbles the mark
CTEST++ (typed drawing), which is registered for “systens
software for testing and quality assurance of other
conputer software” in International Class 9,' as to be

| i kely to cause confusion, or to cause m stake, or to

decei ve.

The Exam ning Attorney al so nmade final his requirenent
under Trademark Rule 2.61(b) for further advertising or
literature

Appl i cant has appeal ed. Both applicant and the
Exam ning Attorney have briefed the issues before us. An
oral hearing was not requested.

We turn first to the refusal to register on the ground
of nere descriptiveness. It is well settled that a termis

nerely descriptive of goods or services, and therefore

! Regi stration No. 2,109, 462, issued Cctober 28, 1997.
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unregi strabl e pursuant to Section 2(e)(1), if it

i mredi at el y conveys know edge or infornmation about the
qualities, characteristics, purposes or features of the
goods or services on or in connection with which it is used
or intended to be used. See In re Nett Designs, 236 F.3d
1339, 57 USPQRd 1564 (Fed. GCir. 2001); In re Abcor

Devel opnent Corp., 588 F.2d 811, 200 USPQ 215 ( CCPA 1978);
and In re Eden Foods Inc., 24 USPQ@d 1757 (TTAB 1992). In
order to be “nerely descriptive,” a termneed only descri be
a single significant quality, characteristic, purpose or
feature of the goods. See In re Gyulay, 820 F.2d 1216, 3
uUsP@d 1009 (Fed. Cir. 1987).

Whether a termis nmerely descriptive is determ ned not
in the abstract, but in relation to the goods or services
for which registration is sought, the context in which it
is being used or is intended to be used on or in connection
wi th those goods or services, and the possible significance
that the termwould have to the average purchaser of the
goods or services because of the manner of its use. See In
re Oraha National Corp., 819 F.2d 1117, 2 USPQRd 1859 (Fed.
Gr. 1987); Abcor, supra, 200 USPQ at 218; In re
Consolidated C gar Co., 35 USP@@d 1290 (TTAB 1995); and In

re Bright-Crest, Ltd., 204 USPQ 591 (TTAB 1979).
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The Exam ning Attorney has submtted substanti al
evi dence show ng the descriptiveness of “C++”” and “TEST.”?
We need not list it here because applicant does not contest
t he descriptiveness of the individual terns. Specifically,
appl i cant has acknow edged that “C++” is the generic nane
of a conmputer programm ng | anguage (see e.g., applicant’s
brief, p. 5 and applicant’s March 4, 2000 “request for
reconsi deration of suspension,” p. 1); and applicant has
acknow edged that “test” is descriptive for its goods (see
e.g., applicant’s brief, pp. 3 and 8).

However, applicant argues that its mark includes an
arbitrary conponent, the exclamation point, which creates a
different conmercial inpression fromthe words al one, and
makes the mark suggestive because it requires sone thought
in order to determ ne the nature of applicant’s goods.

The Exam ning Attorney contends that the exclamation

point in applicant’s mark is sinply a slight alteration of

2 In support of the descriptiveness refusal, the Exami ning
Attorney submitted (i) a conmputer dictionary definition of “C++”
and an English dictionary definition of “test”; (ii) photocopies
of several representative excerpted stories retrieved fromthe
Nexi s database to denonstrate use of the descriptive term*“test”
inrelation to applicant’s goods for testing software; (iii)
phot ocopi es of several pages froman Internet search to
denonstrate use of the term*“C++” in relation to the invol ved
goods; (iv) photocopies of several third-party registrations in
which either “C++” or “test” was disclained in relation to
computer software; and (v) photocopies of 18 pages from
applicant’s website.
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an otherwi se nerely descriptive term that the addition of
the exclamation point in fact enphasizes the descriptive
significance of “C++TEST”; and that the conbination of two
descriptive elenments with a common punctuati on mark does
not create a new non-descriptive term

On this record, we find that the Exam ni ng Attorney
has established a prima facie showi ng that the mark
C++TEST!, taken as a whole, is nerely descriptive of
applicant’s goods.

Specifically, we disagree with applicant’s argunent
that the presence of the exclamation point prevents its
applied-for mark from being nerely descriptive. Rather,
this conventional punctuation nmark does not, by itself, add
any distinctiveness to the mark. |[If anything, the
excl amati on poi nt enphasi zes the descriptive nature of the
remai nder of the mark. Consuners would likely view the
punctuation as an enphasis of applicant’s testing function

of C++ | anguage software.® See In re Brock Residence Inns,

3 Applicant cited a Board decision which was designated by the
Board as nonprecedential, providing a photocopy of said decision.
The Exani ning Attorney expl ained that he did not consider the
cited case because it was nonprecedential. Applicant nonethel ess
urges that the Board consider the decision “for consistency”
(applicant’s brief, p. 7). Citation to nonprecedential decisions
is inproper. See Ceneral MIls Inc. v. Health Valley Foods, 24
UsP@d 1270, footnote 9 (TTAB 1992); and In re American d ean
Tile Conpany Inc., 1 USPQ2d 1823, 1825 (TTAB 1986). Applicant’s
request that we consider the case is denied. In any event, we do
not find our decision herein is inconsistent with the
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Inc., 222 USPQ 920 (TTAB 1984) (the sl ogan FOR A DAY, A
VEEK, A MONTH OR MORE! hel d i ncapabl e of distinguishing
applicant’s hotel services); Inre Wleswod, Inc., 201
USPQ 400 (TTAB 1978)(the sl ogans AVERI CA' S BEST POPCORN!
and AMERI CA'S FAVORI TE POPCORN! hel d nerely descriptive of
unpopped popcorn); and In re Burlington Industries, Inc.,
196 USPQ 718 (TTAB 1977) (the term CHAMPAGNE! held nerely
descriptive of |adies’ hosiery).

W find that the applied-for term unquestionably
projects a nmerely descriptive connotation, and we believe
that conpetitors have a conpetitive need to use this term
See In re Tekdyne Inc., 33 USPQ@d 1949, 1953 (TTAB 1994),
and cases cited therein. See also, 2 J. Thomas MCart hy,

McCarthy on Trademarks and Unfair Conpetition, 811:18 (4th

ed. 2000).

Inits reply brief (in the section regarding the issue
of descriptiveness, p. 3), applicant again argued that the
presence of an exclamation point makes a conmerci al
i npression that distinguishes applicant’s goods fromthose
of others; and then stated that the mark has been wi dely

used in marketing applicant’s products, requesting that “if

nonpr ecedenti al case cited by applicant as the facts of that case
are not even arguably the sanme as those in the case now before
us.
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the Section 2(d) refusal is reversed, therefore, Applicant
respectfully requests the Board to renmand the case to the
Exam ning Attorney to permt Applicant to submt evidence
of distinctiveness.”

Applicant’s request is denied. Once an application
has been consi dered and deci ded on appeal, the Board has no
authority to reopen it for further exam nation. See
Trademark Rule 2.142(g). See also, TBWMP 81218. It should
be noted that after an appeal is filed, the proper
procedure, if an applicant wi shes to assert a cl ai m of
acquired distinctiveness in the alternative, is to file a
request for remand in a separate docunent, rather than as a
statenent in its appeal brief and/or reply brief. See TBW
§1215.

Next, we turn to the refusal to register under Section
2(d), based on the registered mark CTEST++ for “systens
software for testing and quality assurance of other
conputer software.” In determning this issue we have
foll owed the gui dance of the Court in Inre E. 1. duPont de
Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973). In
any likelihood of confusion analysis, two key
considerations are the simlarities between the nmarks and

the simlarities between the goods and/or services. See
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Feder at ed Foods, Inc. v. Fort Howard Paper Co., 544 F.2d
1098, 192 USPQ 24 (CCPA 1976).

W turn first to a consideration of applicant’s goods
vis-a-vis those of the cited registrant. W find that the
goods are essentially identical, both being conputer
software used for testing other conputer software.
Applicant did not argue to the contrary.

Li kew se applicant did not argue, and we do not find,
any differences in the channels of trade or purchasers. W
must presume, given the identifications, that the goods
travel in the same channels of trade, and are purchased by
the sane class of purchasers. See Canadi an |nperial Bank
of Conmerce v. Wells Fargo Bank, 811 F.2d 1490, 1 USPQd
1813 (Fed. Cir. 1987).

Regardi ng the respective marks, we begin with the
adnonition by our primary review ng Court that “when marks
woul d appear on virtually identical goods or services, the
degree of simlarity necessary to support a concl usion of
| i kely confusion declines.” Century 21 Real Estate Corp.
v. Century Life of America, 970 F.2d 874, 23 USPQ2d 1698,
1700 (Fed. Gir. 1992).

The Exam ning Attorney takes the position that
applicant’s mark incorporates the registered mark, but

nodifies it slightly by transposing the |ocation of the
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word “TEST” and addi ng an exclamation point; and that the
marks remain simlar. Applicant contends that the only
common el enment in these marks is the word “TEST”; and t hat
the marks are fundanentally different, with the placenent
of the “++” in a different part of applicant’s mark, and
the arbitrary punctuation “!” present in applicant’s marKk.

In this case, there are obvious differences between
the two involved nmarks, specifically that only applicant’s
mar k i ncludes an excl amation point and that the “++” synbol
appears in a different location in each of the two marks.
However, we agree with the Exam ning Attorney that these
di fferences do not serve to distinguish the marks.

Al t hough registrant’s mark is distinctive because of
the manner in which the el enents have been arranged, and
applicant’s mark is nerely descriptive, the marks are very
simlar in appearance and commercial inpression to that of
applicant’s nerely descriptive mark. Both consist of the
elenments “C,” “++” and “TEST,” and rearrangenent of the
elenments in applicant’s mark does not create a mark
sufficiently different fromregistrant’s mark to avoid
conf usi on.

Applicant strongly urges that the arbitrary
excl amati on point appearing at the end of its mark creates

a different conmercial inpression, but we disagree. As
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di scussed previously herein, the exclamation point does not
add any distinctiveness to the mark.

Upon considering the marks in their entireties, we
find that applicant’s mark C++TEST! and the cited
registrant’s mark CTEST++ are simlar in sound, appearance,
connotation and overall comercial inpression.

Applicant, citing, inter alia, the case of Inre
CGeneral Mdtors Corp., 23 USPQ2d 1465 (TTAB 1992), also
contends that the cited registered mark is a weak mark
entitled to a narrow scope of protection; and that because
it is entitled to a narrow scope of protection, even m nor
di fferences between the marks will avoid confusion.

It is true that in the General Mtors case, the Board

found no likelihood of confusion between applicant’s mark
GRAND PRI X for “autonobiles,” and registrant’s six

regi stered marks, GRAND PRI X and GRAND PRI X with three
different designs, for a variety of autonotive products
(e.qg., tires, nmufflers, nmotor oil), holding that the term
GRAND PRI X was hi ghly suggestive and entitled to a narrow
scope of protection. However, in balancing all the

rel evant du Pont factors, the Board al so considered the
interesting confluence of facts including that applicant
had established “relative fame of [its] mark”; that there

had been coexistence of the parties’ nmarks for over thirty

10
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years; and that there had been no instances of actual
confusion. This is to be distinguished fromthe case now
before the Board, where there is no evidence of the nature

di scussed in the General Mdtors case.

Moreover, even weak marks remain entitled to
protection against registration by a subsequent user of the
same or sinmilar mark for the sane or rel ated goods.*
Applicant’s identified goods, as noted above, are legally
identical to registrant’s identified goods. See Hollister
I ncorporated v. ldent A Pet, Inc., 193 USPQ 439 (TTAB
1976) .

To the extent we have any doubt on the question of
| i kel i hood of confusion, it must be resol ved agai nst the
newconer, as the newconer has the opportunity of avoiding
confusion and is obligated to do so. See TBC Corp. v.

Hol sa Inc., 126 F.3d 1470, 44 USPQ2d 1315 (Fed. Cr. 1997);
and In re Hyper Shoppes (Chio) Inc., 837 F.2d 840, 6 USPQd
1025 (Fed. Cir. 1988).

Finally, we turn to the third issue before us, whether

the Exam ning Attorney’s requirenent for further

i nformati on under Trademark Rule 2.61(b) was proper.

“ W specifically note that the cited registered mark is on the
Princi pal Register with no disclainer and no claimof acquired
di stinctiveness under Section 2(f) of the Trademark Act; and it
is, of course, entitled to the statutory presunptions under
Section 7(b).

11
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In the first Ofice action the Exam ning Attorney
required advertising or literature (e.g., pronotional
material s) regarding the nature of applicant’s goods, and
if such materials were not avail able, then applicant was to
descri be the nature, purpose and channels of trade of its
identified goods. |In response to the first Ofice action,
applicant submtted advertising literature in the nature of
a one-page gl ossy brochure, which contai ned extensive
i nformation on how applicant’s conmputer programfor testing
conput er applications software works.

However, in the final Ofice action, the Exam ning
Attorney reiterated the requirenent, stating that the one
page of literature was inadequate, and requiring nore
i nformati on about the goods, such as a fact sheet or
advertising. (The Board notes that with this sane final
O fice action, the Exam ning Attorney attached photocopies
of 18 pages he had printed out fromapplicant’s website as
relevant to the issue of descriptiveness.) Applicant
responded to the final Ofice action on this issue, and it
of fered phot ocopi es of two pages from applicant’s website,
one titled “Products Page,” and one titled “C++TEST"; and
applicant stated that “Further, information can be obtai ned

on the website.... The channels of trade would be the

12
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I nternet, and any conputer storage nedi um product, such as
CD ROVs.” (Applicant’s response, p. 3.)

The Exami ning Attorney treated the “response” to the
final Ofice action as a request for reconsideration and
denied sane in an O fice action dated Decenber 19, 2000,

Wi t hout commenting on either the additional pages of
literature or the statenents of applicant regarding its
goods.

Applicant filed its brief on the case addressing only
the refusals to register under Sections 2(d) and (e)(1).
However, the Exam ning Attorney made clear in his brief
t hat whet her applicant had submitted sufficient information
under Trademark Rule 2.61(b) renmined an issue. He
specifically stated that applicant was required to provide
product literature relating to how the goods operate, the
salient features, and the prospective custoners and/or
channel s of trade; and alternatively, applicant could
provide a full description of the nature, purpose and
channel s of trade for these goods. Applicant, inits reply
brief, pointed out that in the Decenber 19, 2000 Ofice
action, the Exami ning Attorney did not indicate that the
additional information submtted by applicant was

i nadequate; and further, applicant argued that it has

13
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conplied with the Exam ning Attorney’s requirenment with al
t he necessary information about applicant’s goods.

Certainly, the Exam ning Attorney’s requirenment under
Trademark Rule 2.61(b) for additional information about the
goods was appropriate. However, the record shows that
applicant has nade a good faith attenpt to conply with the
Exam ning Attorney’s requiremnment; and the Exam ning
Attorney is under a duty to be specific with regard to what
is still needed fromapplicant. See TMEP 8814 (3d ed.
2002). Here, upon receiving the denial of its request for
reconsi deration, applicant did not even realize that the
requi renent for additional information remai ned an issue.
On this record, we find that applicant has sufficiently
conplied with the Exam ning Attorney’s requirenent for
addi tional information under Trademark Rule 2.61(b). Nor
do we see fromthe Exam ning Attorney’ s actions that
applicant knew that even nore information as to how the
goods operate, the salient features and the prospective
purchasers and channels of trade was required. Cf., Inre
Babi es Beat Inc., 13 USPQd 1729 (TTAB 1990).

Decision: The requirenent for nore information under
Trademark Rule 2.61(b) is reversed. The refusals to

regi ster under both Sections 2(d) and 2(e)(1) are affirmed.
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