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I nc.

Marcie R Frum M| one, Trademark Exam ning Attorney, Law
Ofice 113 (Cdette Bonnet, Managi ng Attorney).

Bef ore Sinms, Seeherman and Rogers, Adm nistrative
Trademar k Judges.

Opi nion by Simrs, Adm nistrative Tradenmark Judge:

Vans, Inc. (applicant), a Del aware corporation, has
appeal ed fromthe final refusal of the Trademark Exam ni ng
Attorney to register the mark TRIPLE CROM f or
“entertai nnment services in the nature of exhibitions of
skat eboar di ng, surfing, snowboarding, wakeboarding, BMX,
not orcross and street |uge; and arrangi ng and conducti ng
athletic conpetitions in skateboarding, surfing,

snowboar di ng, wakeboardi ng, BMX, notorcross and street
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| uge. !

The Exami ning Attorney has refused registration
under Section 2(d) of the Act, 15 USC §1052(d), on the
basis of three registrations of the mark TRI PLE CROMN, two
owned by Triple Crowmn Softball, Inc., and the other by
Triple Crown Sports, Inc., both |ocated at the sane address
in Fort Collins, Colorado. These are Registration No.
1,675, 398, issued February 11, 1992 (Sections 8 and 15
accept ed and acknow edged, respectively) for entertai nnent
servi ces; nanely, organi zing and conducting slow pitch
softbal|l tournanents; Registration No. 1,688,185, issued
May 19, 1992 (Sections 8 and 15 accepted and acknow edged,
respectively), for entertai nnent services; nanely,
organi zi ng and conducti ng soccer tournanents; and

Regi stration No. 1,999,737, issued Septenber 10, 1996
(Sections 8 and 15 accepted and acknow edged,
respectively), for organi zing and pronoting state and

nati onal street hockey festivals, state and national three-
on-three basketball tournanents, state and nati onal
vol I eybal | tournanents, state and national basebal

tournanents, college wonen’s pre-season nationa

YApplication Serial No. 75/614,036, filed Decenber 28, 1998, based upon
applicant’s allegation of a bona fide intention to use the mark in
commerce. In the application, applicant clains ownership of two

regi strations covering the mark TRI PLE CROAN OF SURFI NG (Regi stration
No. 1,624,956, issued Novermber 27, 1990, renewed, and Registration No.
2,023,608, issued Decenber 17, 1996, Sections 8 and 15 accepted and
acknow edged, respectively).
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invitational basketball tournaments, state and nati onal
soccer tournanents, and state and national fast pitch
softball tournanments. Applicant and the Exam ning Attorney
have subm tted briefs and an oral hearing was held.

We affirm

The Exam ning Attorney argues that the respective
mar ks are identical and that, therefore, the relationship
bet ween the respective services need not be as close in
order to support a finding of |ikelihood of confusion
Concerning the services, the Exam ning Attorney contends
that both applicant’s and registrant’s services involve the
organi zi ng of sporting exhibitions and conpetitions. As
di scussed nore fully bel ow, applicant contends that its
services involve “extrene” or alternative sports while
registrant’s services involve “traditional” or conventional
sports. However, the Exam ning Attorney maintains that
there are no limtations in the identifications of
applicant’s application or in the cited registrations,
respectively, making reference to “extrenme” or
“traditional” sports. Further, the Exam ning Attorney
argues that there are sone simlarities between the
sporting events of registrant and applicant: for exanple,
street hockey, a sporting tournanent listed in one of the

cited registrations and a variation of ice hockey played on
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pavenent by players wearing shoes or in-line skates, is,
she argues, closely related to the sport of skateboarding.
Al so, the Exam ning Attorney has nade of record a nunber of
third-party registrations for services which include the
sporting conpetitions of both registrant (volleyball,
softbal |, basketball and soccer) and applicant (surfing,
skat eboardi ng, and notorcross). Owher third-party

regi strations nmade of record by the Exam ning Attorney are
for services which include providing sporting facilities
for sports listed in the cited registrations as well as the
application. The Exam ning Attorney argues that one may
engage in, or view the performance of, sports listed in the
cited registrations and in the application (baseball,
basketbal |, soccer, snowboardi ng and skat eboardi ng) at the
sanme facility. 1In addition, she contends that the sporting
events listed in the registrations and in the application
are also reported and di scussed in the sanme publications
and covered by the sane sports channels. The Exam ning
Attorney concl udes that consunmers who encounter applicant’s
mark will believe that the exhibitions and conpetitions are
sponsored by the sanme source that puts on registrant’s

athl etic tournanents, because they would be viewed as

sporting events in the normal field of expansion of



Serial No. 75/614, 036

registrant. Finally, the Exam ning Attorney asks us to
resol ve any doubt in favor of registrant.

Applicant, on the other hand, maintains that, in view
of all the circunstances, confusion is unlikely. First,
applicant maintains that the term TRIPLE CROM i s conmonly
used in the field of sports to identify different sporting
activities. In this regard, applicant notes the well -known
use of this mark by Triple Crown Productions LLC for
t hor oughbred horse racing events,? as well as the fact that,
in baseball, “triple crown” signifies a player who | eads
his | eague in three specific achi evenents--batting average,
home runs and runs batted in. Applicant asserts that
because this termsignifies “high esteem and chanpi onshi p,
numer ous busi nesses have adopted TRIPLE CROMN as a
marketing tool to associate their goods and/or services
with prestige and excellence.” Appeal brief, 11. 1In this
regard, applicant points to third-party registrations for
golf clubs (Registration No. 1,623,786) as well as for
i ndi cating nenbership in an association of retailers of

shotguns (Registration No. 2,046,397). Applicant also

20mer of two registrations for the marks TRIPLE CROM and TRI PLE CROWN
and design. These are Registration No. 984,679, issued May 21, 1974,
renewed, for “pronoting the conpetitiveness of thoroughbred horse
racing”; and Registration No. 1,479,895, issued March 8, 1988, Sections
8 and 15 accepted and acknow edged, respectively, for “organi zing and
supervi sing the process of nom nating thoroughbred horses for a series
of thoroughbred races.” |In the latter registration, the words “TRI PLE
CROWN’ have been di scl ai nmed.
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points to about 20 registrations of marks containi ng these
words for goods or services not related to sports (watches,
fences, mattresses, tires, fruit, whiskey and fl oor
polish). Applicant has al so nade of record copies from Dun
& Bradstreet’s Locator Service show ng over 30 different
conpanies using this termin their trade nanes to identify
recreational facilities, country clubs, sporting goods and
bi cycl e shops, as well as bars and restaurants. Applicant
mai ntains that there is a “crowded field” using this

| audatory mark and that it nust be considered a “weak” mark
entitled to a narrow scope of protection.

Applicant also argues that registrant’s services cover
specifically different sporting events, registrant’s being
traditional, teamoriented sports such as softball,
basket bal I, volleyball, soccer and street hockey, which are
directed to “socially mainstream adults and chil dren”
(appeal brief, 8) including Little Leaguers and soccer
nmons. I n contrast, applicant argues, its services cover
“extrene” sports directed to a younger market and not
pl ayed with balls or pucks on a court or a field.

According to applicant, reply brief, 3-4, applicant’s
i ndi vidual sports use different equipnment and “elicit a
feeling of exhilarating risk and rebellious excitenent

based on individual challenges agai nst natural or urban
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obstacles.” It is applicant’s position, therefore, that
these exhibitions are of different sports which will not be
viewed as related to registrant’s.

Furthernore, applicant maintains that the respective
sports are directed to different markets for which the
perceptions of the public are different. According to
applicant, its sports are directed to “Generation Y’ young
adults with “an alternative m ndset seeking different
chal l enges, thrills and experiences.” Reply brief, 9.

Applicant also naintains that its use of the TRIPLE
CROMN mar k has co-existed with that of the cited
regi strations since at |east 1983 wi thout any actual
confusion.® Finally, applicant points to a consent
agreenent which it entered into in April 2000 with Triple
Crown Productions, the owner of the TRIPLE CROMWN mark for
horse racing events. |In that agreenent, Triple Crown
Productions states that its registrations have co-existed
with applicant’s registrations w thout confusion, and it
consents to use and registration by applicant provided that
applicant does not refer to or use the mark in connection
with horse racing. Applicant points to that agreenment as

evi dence that there is no |likelihood of confusion between

3Applicant’s registration of the mark TRIPLE CROAN OF SURFI NG cl ai ms use
since 1981.
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TRI PLE CROMN marks for two very distinct sports-rel ated
services (horse racing and applicant’s sponsorship of
various sporting conpetitions), and that the public is no
nore likely to confuse applicant’s mark with the cited
regi stered marks than it would confuse the mark of
registrant with the mark of Triple Crown Productions for
horse raci ng events.

In response, the Exami ning Attorney naintains that
applicant’s agreement with a third party whose
regi strations have not been cited is entitled to m ninal
wei ght on the question of Iikelihood of confusion involving
the cited marks and applicant’s mark. Further, the
Exam ning Attorney contends that third-party registrations
are not evidence of what happens in the nmarketplace or that
the public is famliar with those marks. Wth respect to
applicant’s attenpts to distinguish the various sporting
events covered by the registrations and by applicant’s
application, the Exam ning Attorney responds that because a
young consuner nay participate in one kind of sporting
event does not necessarily nean that he or she does not
al so participate in other sports.

Upon careful consideration of this record and the

argunents of the attorneys, we conclude that applicant’s
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mark so resenbles the registered mark, covering closely
rel ated services, that confusion is likely.

First, the marks here are identical. As the Exam ning
Attorney has noted, the greater the degree of simlarity of
the marks, the |esser the degree of simlarity in the
respective goods or services needed to support a finding of
i kelihood of confusion. |In re Concordia International
Forwar di ng Corporation, 222 USPQ 355, 356 (TTAB 1983).

Wth respect to the services, while it is true that
regi strant’s tournanents involve specifically different
sporting events fromthose of applicant’s exhibitions and
conpetitions, applicant has acknow edged, reply brief, 3,
that a common function of the respective services is to
organi ze, conduct and pronote sporting exhibitions and
tournanents. Although there are differences in the
sporting events, even applicant acknow edges that there nay
be sone overl ap between the so-called traditional and
extrenme sports in both participants as well as viewers.
Response fil ed Decenber 27, 1999, 3.

Moreover, it is worth noting that registrant’s
servi ces have indeed expanded, according to the use dates
listed inits registrations, fromsoftball tournanents
(1983) to soccer tournaments (1990) to basketball,

vol | eybal | and street hockey tournaments (1994). W also
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note the follow ng excerpt froma printout from

registrant’s Wb site (submtted by applicant):
The sports events and marketi ng
industry is growing. Sports
sponsor shi ps have experienced doubl e
digit growmh. Teamparticipationis
expl oding, particularly in the highly
popul ated youth market. This age group
is seeing tremendous growmh in teans
and clubs that wish to play nore ganes
in different | ocations against
different quality conpetition.

Wth respect to the third-party registrations covering
gol f clubs and ot her goods and services, they are of little
wei ght because they are for different goods and services
offered in different channels of trade. Contrary to
applicant’s argunents, they do not serve to denonstrate
that the registered mark is “weak” in its field (organizing
and conducting tournanents) or that it is entitled to a
narrow scope of protection. It is certainly entitled to
protection against the registration of an identical nmark
for arrangi ng and conducting the specific exhibitions and
conpetitions listed in the application. Further, while we
have consi dered the agreenent entered into between
applicant and the owner of the TRIPLE CROMN horse-racing
event registrations, that agreenent indicating that there

is no likelihood of confusion between the marks used for

the distinct sport of horse racing and applicant’s

10



Serial No. 75/614, 036

exhi bitions and conpetitions is of little weight in this
case, which involves the arrangi ng and conducting of
tournanents and athletic conpetitions by both registrant
and appl i cant.

Wth respect to applicant’s argunent concerning the
| ack of instances of actual confusion, we note that
applicant’s earlier use of the mark TRI PLE CROMNN was
acconpani ed by the descriptive phrase “OF SURFING ” In any
event, the mark for which applicant now seeks registration
is based on an intent to use, rather than on actual use, so
that there has not been an opportunity for confusion to
occur. Even if applicant has now conmenced use of its mark
after the Decenber 1998 filing of its application, we do
not regard that as a sufficient anount of tine to show t hat
t here has been an adequate opportunity for confusion to
occur. Further, we do not have any information as to the
extent of applicant’s use of its mark for us to assess any
al l eged | ack of actual confusion.

In sum we agree with the Exam ning Attorney that
potential purchasers and participants, aware of
registrant’s TRI PLE CROMN softball, soccer, basketball,
vol | eybal | and street hockey tournanments, who then
encounter applicant’s exhibitions and conpetitions for

skat eboar di ng, surfing, snowboarding, street |uge, etc.,

11
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of fered under the identical mark TRIPLE CROMW, are likely
to believe that all of these tournanents and conpetitions
are sponsored by the sane source. O course, if we had any
doubt about this conclusion, that doubt nust be resolved in

favor of the registrant. In re Hyper Shoppes (Chio), Inc.
837 F.2d 463, 6 USPQ2d 1025 (Fed Cir. 1988).

Decision: The refusal of registration is affirned.
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