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Qpi nion by Drost, Admi nistrative Trademark Judge:

On January 11, 1999, Arley B. de Paris. Inc.
(applicant) filed an intent-to-use application for the mark
ARLEY B. DE PARI'S for goods ultimately identified as “adul t
and children’s clothing, nanely, shirts, pants, dresses,

j ackets, tights, socks, sweatshirts, sweatpants, scarves,
j eans, undergarnents, vests, neckties, rainwear, |eotards,

hal ter tops, hats, coverups, blouses, knickers, bodysuits,

overalls, tunics, baby bunting, bathing suits, shorts,
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cloth bibs, bonnets, booties, boots, caps, sweaters,

di apers nmade of cloth, coats, dresses, skirts, gloves,
junpers, junpsuits, kinonos, |eggings, dungarees, mttens,
nuf fs, pajamas, play suits, ronpers, shoes, slippers,

sl eepwear, socks, snowsuits” in International C ass 25.III
Because this is an intent-to-use application, the Exam ning
Attorney required applicant to disclaimthe term“Paris” if
t he goods would conme fromParis. |If not, the Exam ning
Attorney advised applicant that a refusal under 2(e)(3) of
the Trademark Act would be made. Responding to this Ofice
action, applicant disclained the term*®“Paris,” but it also
stated that “it is not yet known where the goods w Il be
produced and nmanufactured.” Applicant al so advised the
Exam ning Attorney that the mark is the French equival ent
of the English phrase “Arley B. of Paris.” Response dated
Cct. 7, 1999. At this point, the Exam ning Attorney made
the provisional refusal to register the mark under Section
2(e)(3) of the Trademark Act final because “it is possible
that at | east some of the goods will not originate fromthe
renowned fashion center.” O fice Action dated Dec. 16,

1999.EI After the refusal was made final, this appeal

! Serial No. 75/618, 459.
2 Applicant has not objected to the Exam ning Attorney naking the
refusal final at this point. TMEP 1105.04(e).



Ser. No. 75/618, 459

foll owed. Applicant and the Exam ning Attorney have
submtted briefs. An oral argument was not requested.

Qur primary review ng court has set out the standard
for determning whether a termis primarily geographically
deceptively m sdescriptive:

For a mark to be primarily geographically deceptively

m sdescriptive, the mark nmust (1) have as its primry

significance a generally known geographic place, and

(2) identify products that the purchasers are likely

to believe m stakenly are connected with that

| ocati on.

In re Wada, 194 F.3d 1297, 52 USPQ2d 1539, 1540 (Fed. Gr

2000) .
The Exam ning Attorney has submitted a page from

Webster’s New Geographical Dictionary, p. 927, which

identifies Paris as a city in France that is the financial,
comercial, transportation, artistic and intell ectual
center of France as well as “an international fashion
center” and a nmjor tourist center.EI
Applicant has translated the mark as: “Arley B. of
Paris.” Applicant’s Appeal Brief, p. 2. Applicant has
al so provided a disclainer of the word “Paris.” 1d. In

addi tion, applicant provided the follow ng cryptic

expl anation of the mark: “The reference to Paris is sinply

3 W also take official notice, as requested by the Exami ning
Attorney, that fashion neans “the prevailing style (as in a
dress) . . . a garnent in such a style.” University O Notre
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to the intended reference of an aninmal ‘Arley B.’ who is of
Paris and all the design elenents, creative el enents
emanate fromParis.” Response dated Cct. 7, 1999, p. 1.
The Exam ning Attorney understood the reference to Arley B.
to be a reference to a fictitious animal character. Appeal
Br. at pp. 2-3.

Because of the evidence of Paris as an international
fashion center, a major tourist center, and its distinction
as being the financial, comercial, transportation,
artistic and intellectual center of France, we have no
trouble with holding that Paris is a well-known geographic

place. We also note that in In re Sharky's Drygoods Co.,

23 USP2d 1061, 1062 (TTAB 1992), we took official notice
that “Paris is a well-known geographi cal place.”
Therefore, it is clear that Paris is not a renote or
obscure place, a point not disputed by the applicant.

W also find that there is a goods/place relationship
between Paris and clothing i nasnuch as Paris is an
international fashion center. Again, it is clear that
potential custonmers are likely to believe that clothing
bearing the phrase “de Paris” or its English equival ent

originates in Paris.

Dane du Lac v. J.C. Gournmet Food I|nports, 213 USPQ 594, 596 (TTAB
1982), aff'd, 217 USPQ 505 (Fed. GCir. 1983).

4
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However, a mark that includes the word “Paris” woul d
not be refused registration if the termis used fancifully
or arbitrarily. Wda, 52 USPQ2d at 1540. In the Sharky’s
Drygoods case, we found that the nmark PARI S BEACH CLUB for
T-shirts and sweatshirts resulted in an i ncongruous phrase,
and purchasers would likely viewit as a “facetious rather
t han geographic reference.” 23 USPQ2d at 1062. W do not
see any simlar incongruous use of the termParis in this
case. Applicant admts that the mark neans Arley B. of
Paris. Applicant submts that purchasers will believe that
the character Arley B. comes fromParis, but they would not
believe that the goods associated with the mark conme from
Paris. As in Wada, applicant has included the nane of a
city that is an international fashion center in its mark.
It is hard to accept applicant’s unsupported statenent that
the public would not believe that clothing sold under a
mark that includes the phrase “de Paris” comes from Paris.

A mark is primarily geographically deceptively
m sdescriptive if “the public would |ikely believe the mark
identifies the place fromwhich the goods originate and

that the goods do not cone fromthere.” In re Loew s

Theaters, 769 F.2d 764, 226 USPQ 865, 868 (Fed. G r. 1985).
W note that there is no evidence in the file to indicate

how t he goods will be nmarketed. However, even if we are to
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assune that the public would associate Arley B. with Paris,
it is not clear why the public would not also believe that
clothing associated with the character from Paris cones
fromParis. W note that applicant is seeking registration
of its mark in a typed style without any aninmal figure
associated with it. Its identification of goods includes a
wi de range of adults’ and children’s clothing. Therefore,
as presented in this appeal, the public is likely to
believe that when the mark “Arley B. de Paris” is used on
adults’ and children’s clothes, the goods cone from Paris
and the mark is primarily geographically deceptively
m'sdescriptive.EI
W note that this is an intent to use application and
applicant has not yet used the mark; however, a refusal

under Section 2(e)(3) is still appropriate. See In re

Conpagni e Generale Maritine, 993 F.2d 841, 26 USPQR2d 1652

(Fed. Gir. 1993) (French corporation, which had not used

“* Wth its reply brief, applicant presented four registrations
that include the phrase “de Paris” or “of Paris.” The Exam ning
Attorney has objected to the introduction of these registrations
because they were not tinely subnmtted. Therefore, they are not
properly of record. TMEP 1106.07(a). W note that even if sone
of the registrations supported applicant’s argunment, the “PTO s
al l onance of such prior registrations does not bind the Board or
this court.” In re Nett Designs, 236 F.3d 1339, 57 USPQR2d 1564,
1566 (Fed. Cr. 2001). W also do not have the files in these
cases and thus do not know what rmay have led to the all owance of
these marks. A cursory review of these registrations indicates
that nost were issued prior to the changes to the Trademark Act
requi red by NAFTA
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the mark, refused registration under section 2(e)(2) and
alternatively under section 2(e)(3)). Because applicant is
a New Jersey corporation, it is reasonable to assune that
t he goods woul d not conme from Paris when applicant has not
i ndi cated that the goods would originate fromParis.EI
VWhile the term*“Paris” is geographically
m sdescri ptive, applicant has submtted a disclainer of the
termParis. Prior to the passage of the North Anmerican
Free Trade Act (NAFTA) (P.L. 103-182, 107 Stat. 2057), a
di scl ai mer of the geographically m sdescriptive termwould
have overcone the geographically m sdescriptive refusal
Prior to the inplenentation of the NAFTA anendnents to
t he Lanham Act, marks that were primarily
geographi cal |l y deceptively m sdescriptive could be
registered if they had acquired secondary neani ng.
Additionally, even if the mark had not acquired
secondary neaning, the mark could be registered with a
di sclaimer of the primarily geographically deceptively
m sdescriptive terns. . . . However, with the
i ncorporation of the NAFTA anendnents into the Lanham
Act in 1993, primarily geographically deceptively
m sdescri ptive nmarks were precluded fromregistration
under all circunstances, even with a show ng of
secondary neani ng.
Wada, 52 USPQ@2d at 1541.
The U. S. Patent and Trademark O fice adopted a policy

that elimnated the ability to register primarily

geographi cally deceptively m sdescriptive marks that have

> |f the goods cone fromParis, the Exam ning Attorney required,
and the applicant provided, a disclainer.
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secondary neaning or with a disclainmer. TMEP 1210.06. The
Federal Circuit found that:
Primarily geographically deceptively m sdescriptive
mar ks, |i ke deceptive marks, mslead the public even
wth a disclainmer. This simlarity between primarily
geographi cal |y deceptively m sdescriptive marks and
deceptive marks justifies simlar treatnment with
respect to disclainers. . . . It would be anomal ous to
prohibit registration of a primarily geographically
deceptively m sdescriptive mark, but allow
regi stration of the sane geographically deceptively
m sdescriptive mark with a nmere disclainmer of the
geogr aphi c el enent.
Wada, 52 USPQ2d at 1542.
Likewise in this case, applicant has included the nanme
of a city fanous for fashion in its mark. The nmark as a
whol e woul d |l ead the public to believe that the goods cone
fromParis. Therefore, it would be anomal ous to permt the
registration of applicant’s mark with a discl ai ner of the
termParis.

Decision: The refusal to register the mark under

Section 2(e)(3) of the Trademark Act is affirnmed.



