03/ 22/ 01 THIS DISPOSITION IS NOT CITABLE
AS PRECEDENT OF THE T.T.A.B.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

In re Dunhill Staffing Systens of Long Island, Inc.

Serial No. 75/630,177

Myron Amer for Dunhill Staffing Systens of Long
| sl and, I nc.

G ancarl o Castro, Trademark Exam ning Attorney, Law
Ofice 109 (Ron Sussman, Managi ng Attorney).

Bef ore Hanak, Quinn and Bottorff, Admnistrative
Trademar k Judges.

Qpi ni on by Hanak, Adm nistrative Trademark Judge:

Dunhi Il Staffing Systens of Long Island, Inc.
(applicant) seeks to register in typed drawing form
WE DO |I.T. BETTER for “permanent and tenporary
enpl oynent agencies in the information technol ogy
field.” The application was filed on January 29,

1999 with a clained first use date of
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January 14, 1999.

Cting Section 2(d) of the Trademark Act, the
exam ning attorney refused registration on the
basis that applicant’s mark, as applied to
applicant’s services, is likely to cause confusion
with the mark NOBODY DCES | T BETTER, previously
registered in typed drawi ng formfor “personnel
recrui tment and pl acenent services in the field of
I nformati on technol ogy; and project nmanagenent in
the field of information technology.” Registration
No. 2,237,811.

When the refusal to register was nmade final,
applicant appealed to this Board. Applicant and
exam ning attorney filed briefs. Applicant did not
request a hearing.

In any |ikelihood of confusion analysis, two
key considerations are the simlarities of the

mar ks and the simlarities of the goods and/or

servi ces. Feder at ed Foods, Inc. v. Fort Howard

Paper, Co., 544 F.2d 1098, 192 USPQ 24, 29 (CCPA
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1976) .

Considering first the cited mark, we note that
It consists of a common, highly |audatory
expression. Accordingly, the cited mark NOBODY
DOES IT BETTER is entitled to a very narrow range

of protection. 1 J. MCarthy, MCarthy on

Trademar ks and Unfair Conpetition Sections 7:23 and

11:17 (4th ed. 2000).

Because the cited mark is entitled to a very
narrow range of protection, we find that
applicant’s mark WE DO | . T. BETTER is dissimlar
enough such that the use of the two marks on
extrenely closely related services, or even
I dentical services, is not likely to result in
conf usi on.

Wil e both marks consist of four “words,” the

only word common to both marks is the final word,

nanel y, BETTER  Thus, in terns of visua
appearance and pronunci ation, the two marks are

essentially dissimlar. Applicant’s use of the two
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periods in the third “word” of its mark not only
causes this third “word” to be visually dissimlar
fromthe third word in the registered mark, but in
addi tion, the presence of the periods causes the
third “word” in applicant’s mark to be pronounced,
I n many cases, as “eye tea.” O course, this
manner of pronunciation is an initialismfor

“informati on technol ogy,” a term which indicates
the particular type of enploynent agency services
of fered by applicant.

Finally, in terns of neaning or connotation,
the two marks are simlar only if purchasers ignore
the periods in applicant’s mark and perceive
applicant’s mark as WE DO | T BETTER  As previously

noted, we believe that many purchasers woul d

understand applicant’s mark as neani ng WE DO

| NFORMATI ON TECHNOLOGY BETTER. At a mini mum we
bel i eve that nost purchasers who view applicant’s
mark as WE DO I T BETTER will, given the nature of
the services with which the mark i s used,

understand that applicant’s mark al so neans WE DO
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| NFORMATI ON TECHNOLOGY BETTER

In short, as previously noted, given the fact
that the cited mark consists of a common, highly
| audat ory expression which is entitled to a very
narrow scope of protection, we find that the
differences in the two marks are great enough such
that their use on extrenely simlar, and indeed
I dentical services, would not result in a
| i kel i hood of confusion.

Qur finding of no Iikelihood of confusion is
only further supported when one considers the
nature of applicant’s and regi strant’s services.
There is no question that enpl oynent agency

services (applicant’s services) are very closely

related to personnel recruitnment and pl acenent
services (registrant’s services). However, both
types of services are not directed to ordinary
consuners, but instead are directed to a rather
sophi sticated group of purchasers, nanely, business
owners and personnel nmanagers. Qur prinary

review ng Court has nmade it clear that wth regard
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to the issue of Iikelihood of confusion, purchaser
“sophistication is inportant and often dispositive
because sophi sticated consuners nmay be expected to

exercise greater care.” Electronic Design & Sal es

v. Electronic Data Systens, 954 F.2d 713, 21 USPQd

1388, 1392 (Fed. G r. 1992).

Finally, it should be noted that both
applicant’s enpl oynent agency services and
regi strant’ s personnel recruitnment and pl acenent
services are limted to the field of information
technology. |In other words, applicant’s enpl oynent

agency services and registrant’s personnel

recrui tment and pl acenent services do not involve
unskil |l ed workers. Hence, in contracting for
applicant’s enpl oynent agency services or

regi strant’ s personnel recruitnment and pl acenent
servi ces, the business owners and personnel
manager s woul d have to engage in reasonably
significant discussions wth applicant and
registrant to nmake certain that the individuals

provi ded by applicant and registrant are qualified
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to operate the particular information systens which
the custoner has in place. Such significant
di scussion is yet another factor in reducing the

| i kel i hood of confusion. Electronic Design &

Sal es, 21 USPQ2d at 1392.

Decision: The refusal to register is reversed.



