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Before Sims, Walters and Chapman, Adm nistrative Trademark
Judges.

Opi ni on by Chapman, Adm nistrative Trademark Judge:

Applicant has applied to register the mark 1SO 1 on
the Principal Register for “polyisocyanurate roof
insulation” in International Oass 17.!

Regi strati on has been refused under Section 2(d) of
the Trademark Act, 15 U S.C. 81052(d), on the ground that
applicant’s nmark, when used on or in connection with its
speci fied goods, so resenbles the mark POLY 1 SO 2, which is

regi stered for “polyisocyanurate foamroofing insulation in

! Application Serial No. 75/632,215, filed February 2, 1999. The
application is based on a clainmed date of first use and first use
in comerce of January 1991
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the formof rigid boards, used in the repair, renovation
and construction of inprovenents to real property” in
International Cass 17,2 as to be likely to cause confusion,
or to cause nistake, or to deceive.?

When the refusal was nade final, applicant appealed to
this Board. Both applicant and the Exam ning Attorney have
briefed the issue before us. An oral hearing was not
r equest ed.

Upon consideration of the pertinent factors set forth
inlnre E 1. du Pont de Nenoburs & Co., 476 F.2d 1357, 177
USPQ 563 (CCPA 1973), for determ ning whether a |ikelihood
of confusion exists, we find that confusion is |likely.

Before turning to the nerits, we nust address sone
evidentiary matters. First, applicant attached three

exhibits to its brief on appeal (two declarations of

2 Regi stration No. 1,977,174, issued May 28, 1996. The cl ai ned
dates of first use and first use in commerce are Cctober 7, 1993
and January 2, 1994, respectively.

® W take judicial notice of the follow ng definition fromthe
Means |l lustrated Construction Dictionary (Third Edition 2000):

“pol yi socyanurate (polyiso) A polymer with a high R
val ue commonly used as insulation in the form of
rigid, glass fiber-reinforced foam boards, usually
faced with a foil paper. Increasingly, polyiso board
products are al so being used for sheathing. Oten
specified for applications where increased fire
resistance is desired.” (Enphasis in original.)

See University of Notre Dame du Lac v. J.C. Gournet Food Inports
Co., 213 USPQ 594 (TTAB 1982), aff’d, 703 F.2d 1372, 217 USPQ
505 (Fed. Cir. 1983). See also, TBWP §712.01
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enpl oyees of applicant regarding no instances of actual
confusion, and an exhi bit consisting of photocopies of
three pages fromthe website of a third-party registrant.
The Exam ning Attorney objected to this untinely additiona
evi dence, and requested that it be excluded.

The record in an application should be conplete prior
to the filing of an appeal, and additional evidence filed
after appeal will be given no consideration by the Board.
See Trademark Rule 2.142(d), and TBWMP 81207.01. I nasnuch
as the exhibits attached to applicant’s brief were first
filed after the appeal, and the Exam ning Attorney objected
thereto, this additional evidence is untinely pursuant to
Trademark Rule 2.142(d). Accordingly, these three exhibits
have not been considered in making our decision.?*

The second evidentiary matter relates to applicant’s
subm ssion of third-party registrations. |In its response
to the first Ofice action applicant nerely referred
therein to a fewthird-party registrations; and later, with

its request for reconsideration, applicant submtted

“In any event, even if we had considered the enpl oyee

decl arations, the evidence would not be persuasive of a different
result herein. See In re The Bissett-Berman Corporation, 476
F.2d 640, 177 USPQ 528, 529-530 (CCPA 1973). See al so, Wiss
Associates Inc. v. HRL Associates Inc., 902 F.2d 1546, 14 USPQd
1840 (Fed. Cir. 1990).

Al so, the evidence froma third-party registrant’s website, even
i f considered, would not have persuaded us of a different result
in this case.
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phot ocopi es of nunerous third-party registrations froma
private database search report. However, neither nere
typed listings of third-party registrations, nor reports
fromprivate database searches are appropriate ways to
enter such material into the record, and the Board does not
take judicial notice of registrations in the USPTO  See
Weyer haeuser Co. v. Katz, 24 USPQ2d 1230 (TTAB 1992);
Cities Service Conpany v. WWF of Anerica, Inc., 199 USPQ
493 (TTAB 1978); and In re Duofold Inc., 184 USPQ 638 (TTAB
1974). Inportantly, in this case applicant was tw ce
advi sed by the Exam ning Attorney that third-party
regi strations are properly nade of record by submtting
ei t her photocopies of the registrations or photocopies of
t he appropriate USPTO el ectronic printout. (Final Ofice
action, p. 3, and Ofice denial of applicant’s request for
reconsi deration, pp. 1-2.) In her brief, the Exam ning
Attorney objected to consideration of these third-party
registrations. These registrations are not properly of
record; however, later in this decision, we will discuss
generally the probative value of said registrations.

We now turn to the nmerits of the appeal. Applicant
contends that confusion is not likely in this case “because
of (1) differences in the marks, (2) the sophistication of

prospective and actual purchasers, (3) the coexistence of
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simlar marks w thout any evidence of confusion, and (4)
the long history of and continued coexi stence of
Applicant’s mark and the cited mark wi thout any conplaints
or evidence of confusion.” (Brief, p. 3.)

We consider first the respective goods. Applicant’s
goods are identified as “polyi socyanurate roof insulation,”
and registrant’s are identified as “polyisocyanurate foam
roofing insulation in the formof rigid boards, used in the
repair, renovation and construction of inprovenents to real
property.” Applicant’s identification is broad and
certainly enconpasses the goods in the cited registration.
Both entities sell polyisocyanurate roofing insulation.
Applicant did not contend otherw se; and we find the goods
are legally identical.®

Applicant contends that the purchasers of both
entities’ goods are professionals, specifically “conmerci al
buil ders and roofers” (brief, p. 11). However, there is no

such imtation in either identification of goods. It has

°In response to a request fromthe Exam ning Attorney for
pronotional materials or product literature about applicant’s
goods, applicant submtted (on January 27, 2000) photocopies of
“mar keting brochures” obtained as pages fromapplicant’s website.
The followi ng is quoted therefrom

Descri ption

ISO1is arigid roof insulation board conposed of
a closed cell polyisocyanurate foam core bonded in
t he foam ng process to universal fiber glass

rei nforced facers. (Enphasis in original.)
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been repeatedly held that, when evaluating the issue of
I'i keli hood of confusion in Board proceedi ngs regarding the
registrability of marks, the Board is constrained to decide
the i ssues based on the goods (or services) as identified
in the application and as identified in the registration,
regardl ess of what the record may reveal otherw se. See
Oct ocom Systens Inc. v. Houston Conputer Services Inc., 918
F.2d 937, 16 USPQ2d 1783, 1787 (Fed. G r. 1990); and
Canadi an | nperial Bank of Commerce, National Association v.
Wl l's Fargo Bank, 811 F.2d 1490, 1 USPQ2d 1813 (Fed. Cir.
1987) .

| nasmuch as there are no restrictions in either
applicant’s or registrant’s identifications of goods as to
purchasers or channels of trade, the Board nust assune that
applicant’s goods could nove through all the ordinary and
normal channel s of trade for such goods, and woul d be
offered to all the usual purchasers (including not only
comerci al builders and roofers, but the general public)
for such products. See Cctocom Systens Inc. v. Houston
Conputer Services Inc., supra; and The Chicago Corp. V.
North Anerican Chicago Corp., 20 USPQ2d 1715 (TTAB 1991).

We turn to a consideration of the simlarities and
dissimlarities of the involved marks, 1SO 1 and POLY | SO

2. Both marks share the syllable I SO, and both are
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foll owed by a single Arabic nunmeral. It is true that
applicant left off the syllable “POLY" and used the nunber
“1” instead of the nunber “2.” These m nor differences do
not obviate the |ikelihood of confusion in the mnds of
purchasers because they are unlikely to renenber the
specific differences between the marks due to the
recol l ection of the average purchaser, who normally retains
a general, rather than a specific, inpression of the many
trademar ks encountered. That is, the purchaser’s
fallibility of menory over a period of time nust be kept in
m nd. See Grandpa Pidgeon’s of M ssouri, Inc. v.
Borgsm |l ler, 477 F.2d 586, 177 USPQ 573 (CCPA 1973); and
Spoons Restaurants Inc. v. Mrrison Inc., 23 USPQd 1735
(TTAB 1991), aff’d unpub’d (Fed. Cir., June 5, 1992).

Further, even if purchasers noticed and recalled the
specific differences in the marks, purchasers famliar with
regi strant’s goods sold under the registered mark POLY | SO
2, upon seeing applicant’s mark 1SO 1 on essentially
i dentical goods, would assune that applicant’s goods cone
fromthe sane source as registrant’s goods, and nerely
refer to a different nodel or grade or series of
pol yi socyanurate roofing insulation.

In terns of connotation, inasmuch as the goods are

pol yi socyanurate products, it is clear that portions of
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both marks relate thereto.® That is, POLY | SO and | SO woul d
have the sane or very simlar nmeaning or connotation in
relation to these goods, nanely, polyisocyanurate roofing
insulation. The mnor differences in the marks do not

of fer sufficient differences to create separate and

distinct cormmercial inpressions. See In re Dixie
Restaurants Inc., 105 F.3d 1405, 41 USPQ2d 1531 (Fed. Cr
1997).

We find that the marks, considered in their
entireties, are simlar in sound, appearance, connotation
and commerci al inpression.

Applicant strongly urges that it found over 75 third-
party registrations of marks which include I1SO that “the
use of 1 SO as a conponent of registered marks for simlar
goods is highly prevalent”; and that these registrations
establish “that they are weak marks that are readily
di stingui shabl e by consunmers.” (brief, pp. 6-7). These
arguments are unpersuasive. As explained previously in
this order, applicant never subnmtted proper copies of the

third-party registrations. However, in order to

®1nthe first Office action, the Exam ning Attorney had refused
registration of applicant’s mark as nerely descriptive under
Section 2(e)(1), and as failing to function as a tradenmark under
Sections 1, 2 and 45 of the Trademark Act. However, the

Exam ning Attorney withdrew those grounds for refusal in the
final Ofice action.
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present a nore conplete opinion here, we will briefly
di scuss the limted probative value of these third-party
registrations.

The Board acknow edges (based on the dictionary
definition which we have judicially noticed earlier herein)
that both POLY |1SO and | SO have hi ghly suggestive neani ngs
W th respect to polyisocyanurate roofing insulation. Al so,
it is well settled that third-party registrations, while
not evidence of third-party use or that the purchasing
public is aware of the marks, are conpetent evidence (when
properly and tinely introduced into the record) to show
that others in a particular industry have registered marks
incorporating a particular term or that the conmon termin
the marks has a normal |y understood neani ng or
suggestiveness in the industry. See In re Ham |ton Bank,
222 USPQ 174 (TTAB 1984). See also, In re Geat Lakes
Canning, Inc., 227 USPQ 483 (TTAB 1985).

In this case, applicant’s subn ssion of photocopies of
third-party registrations froma private database report
i ncl udes references to pending applications, cancelled and
expired registrations, and registrations based not on use
in comrerce, but on foreign registrations. Further, nost
of the marks and/or the involved goods in these third-party

registrations are irrelevant in this case, for exanple,
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they include the following: UN SORB for “vibration
absorbing materials for acoustic, nechanical insulating,
and sim |l ar purposes consisting of felt bodies” (Reg. No.
570, 210); | SOTEMP for “metallic and synthetic filanents for
power driven brushes” (Reg. No. 841, 835); | SOCORE for
“fluid conveying hoses” (Reg. No. 1,394,862); and | SOCAP
for “plastic in the formof rolls, which is used as
surfaces for skis and snowboards” and “ski parts, nanely,
surfaces in the nature of plastic sheets for skis and
snowboards” (Reg. No. 1,940, 500).

Applicant specifically enphasizes the coexistence of
the cited registration of the mark POLY |1SO 2 for
“pol yi socyanur ate foamroofing insulation in the form of
rigid boards, used in the repair, renovation and
construction of inprovenents to real property” (Reg. No.
1,977,174), issuing in May 1996 over an Cctober 1993
registration for 1SO-25 for “polyisocyanurate rigid closed
cell foaminsulating materials used for a variety of
commerci al and industrial uses, for exanple; storage,
prefabricated cooler and freezer boxes and refrigerated
transportation” (Reg. No. 1,800,767). W agree with the
Exam ning Attorney that the goods in these two
registrations clearly are differentiated. Wile it is true

that the listing of exanples in Reg. No. 1,800,767 is not

10
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all-inclusive, it nonethel ess provides clear and specific
exanpl es of the uses of that specific insulating materi al,
and all of those uses are related to storage and
refrigeration. A reasonable reading and interpretation of
the goods in the | SO-25 registration would not include
roofing insulation.

For all of the above reasons, applicant has not
established that the cited mark is weak. Even if applicant
had established that fact, weak marks are still entitled to
protection against registration by a subsequent user of the
sane or similar mark for the same or related goods.” See
Hol li ster Incorporated v. ldent A Pet, Inc., 193 USPQ 439
(TTAB 1976) .

According to applicant, there have been no instances
of actual confusion in seven years of coexistence of
applicant’s mark and the nmark in the cited registration.
However, there is no evidence of applicant’s and
regi strant’ s geographi c areas of sales, or the amount of

t he sal es under the respective marks. Further, there is no

"W specifically note that the cited registered mark is on the
Principal Register with no disclainmer and no claimof acquired
di stinctiveness under Section 2(f) of the Trademark Act; and it
is, of course, entitled to the statutory presunptions under
Section 7(b). In fact, during the prosecution of this
application, applicant argued that its mark is not nerely
descriptive; and the Exam ning Attorney did not request a

di scl ai ner of any portion of applicant’s mark.

11
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information fromthe registrant. In any event, the test is
l'i kel i hood of confusion, not actual confusion. See Wiss
Associates Inc. v. HRL Associates Inc., supra; and In re
Kangaroos U.S. A, 223 USPQ 1025 (TTAB 1984). This factor
is not persuasive in applicant’s favor in the overal

bal ancing of the du Pont factors in this case.

Wil e we have no doubt in this case, if there were any
doubt on the question of likelihood of confusion, it nust
be resol ved agai nst the newconer as the newconer has the
opportunity of avoiding confusion, and is obligated to do
so. See TBC Corp. v. Holsa Inc., 126 F.3d 1470, 44 USPQd
1315 (Fed. Cir. 1997); and In re Hyper Shoppes (Chio) Inc.,
837 F.2d 840, 6 USPQd 1025 (Fed. Cir. 1988).

Decision: The refusal to register under Section 2(d)

of the Trademark Act is affirned.

12



