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Trademark Trial and Appeal Board

In re Code Consul tants, |ncorporated

Serial No. 75/645, 560

Paul M Denk for Code Consultants, I|ncorporated.

Tracy L. Fletcher, Trademark Exam ning Attorney, Law Ofice 115
(Tomas VI cek, Managi ng Attorney).

Before Cissel, Hairston and Hol tzman, Admi nistrative Tradenmark
Judges.

Opi nion by Holtzman, Adm nistrative Trademark Judge:

An application has been filed by Code Consultants,
| ncorporated to register the mark shown bel ow for "fire
prevention consultation in the nature of fire alarmand fire
sprinkl er designs."! The wording CODE CONSULTANTS, INC. has been

di scl ai ned.

! Application Serial No. 75/645, 560, filed February 22, 1999, all eging
a bona fide intention to use the mark i n comrerce.
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CODE COMSULTANTS, INC.

The Trademark Exam ning Attorney has refused registration
under Section 2(d) of the Trademark Act on the ground that
applicant's mark, if used in connection with applicant's
services, would so resenble the mark CCl, registered for
"indicating nenbership in an organi zati on of construction
i nspectors,” as to be likely to cause confusion.?

When the refusal was nade final, applicant appeal ed.

Briefs have been filed, but an oral hearing was not requested.

Here, as in any likelihood of confusion analysis, we |look to
the factors set forth inlInre E |. du Pont de Nenours & Co.,
476 F.2d 1357, 177 USPQ 563 (CCPA 1973), giving particular
attention to the factors nost relevant to the case at hand. See
Federated Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098,
192 USPQ 24 (CCPA 1976); and In re Azteca Restaurant Enterprises
Inc., 50 USPQ2d 1209 (TTAB 1999).

The Exam ning Attorney argues that applicant’s services are

closely related to the services perfornmed by registrant’s

2 Registration No. 1,763,542; issued April 6, 1993; affidavits under
Sections 8 and 15 accepted and acknow edged, respectively.
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nmenbers. The Exam ning Attorney maintains that registrant’s
menbers perform construction inspection services for building
owners and devel opers that would necessarily include inspection
and approval of fire alarmand fire sprinkler systens in
buil dings, as well as the review of designs for fire alarm and
fire sprinkler systens in construction plans. The Exam ning
Attorney has made of record a nunber of references retrieved from
the NEXI S dat abase to show that construction inspectors routinely
i nspect physical structures and review construction plans for
conpliance with applicable building and fire codes. The
Exam ni ng Attorney maintains that applicant is "essentially
advi si ng building owners and devel opers of how their fire alarns
and fire sprinkler systens should be designed in order to conply
with the sane fire codes for which the registrant’s nenber[s] are
provi ding i nspections.” The Exam ning Attorney concl udes that
t he buil ding owners and devel opers who are the purchasers of
applicant’s services woul d believe that applicant’s services
"originate with a menber of the registrant's organi zation" or
that applicant "was a nmenber of the registrant’s collective
menber shi p organi zation. "

Applicant argues that there is no "rel atedness between the
services and their channels of trade as to give rise to a
i kelihood of confusion.” (Brief, p. 8, internal quotations

omtted.) Applicant contrasts its services, which involve "the
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design of alarm systens and fire sprinkler designs for the
bui | di ng owners and devel opers to nmake sure it conplies with
bui l ding codes in the [relevant] jurisdiction,” with the use of
registrant’s mark which nmerely indicates nenbership in an

organi zation of construction inspectors. Applicant contends that
registrant is not "concerned with designs of such itens as al arns
and fire sprinklers" and that, although applicant ensures that
the fire alarmand sprinkler systens it designs are in conpliance
with established building codes, "applicant does not provide
construction inspections.” Applicant also contends that "the
bui | di ng owners and devel opers who purchase Applicant’s services
are sophisticated purchasers who exercise a high degree of care
in their purchases, and certainly are aware of the source of the
services."

The nmere fact that one mark identifies services and the
other identifies a collective nenbership mark does not, in
itself, overconme the likelihood of confusion. As the Exam ning
Attorney correctly points out, l|ikelihood of confusion may exi st
from cont enpor aneous use of a collective nenbership mark on the
one hand, and a trademark or a service mark on the other. See In
re National Novice Hockey League, Inc., 222 USPQ 638 (TTAB 1984).
The ultimate inquiry, regardless of the nature of the involved
mar ks, is whether "relevant persons” are likely to be confused.

See generally Electronic Design & Sales Inc. v. Electronic Data
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Systens Corp., 954 F.2d 713, 21 USPQ2d 1388 (Fed. Cir. 1992),
citing Astra Pharmaceutical Prods. v. Beckman Instrunents, 718
F.2d 1201, 1206, 220 USPQ 786, 790 (1° Cir. 1983).

Al though the ultimate inquiry is the same, the analysis
under Section 2(d) with respect to collective nmenbership marks is
sonmewhat different fromthat with respect to trademarks or
service marks.® The tradenark or service mark analysis typically
i nvolves a determ nation of |ikelihood of confusion anong
purchasers as to the source of goods or services. However, a
col | ective nmenbership mark does not involve purchasers of goods
or services. The sole purpose of a collective nenbership mark is
to indicate nmenbership in an organi zation. While goods or
services may be provided by the nenbers of an organization, a
col l ective nmenbership mark, as used or displayed by the nenbers
of an organization, serves only to identify the fact that such
nmenbers belong to the collective organi zation and to inform

rel evant persons of the nenbers’ association with the

8 Cf. Racine Industries Inc. v. Bane-dene Corp., 35 USPQRd 1832 (TTAB
1994) concerning the determ nation of descriptiveness of a collective
nmenber shi p mark under Section 2(e)(1) of the Trademark Act.
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organi zation.* See, e.g., Allstate Life Insurance Conpany et al.
v. Cuna International, Inc., 169 USPQ 313 (TTAB 1971); and al so,
e.g., Racine Industries Inc., supra. Thus, the finding of
i kelihood of confusion between a collective nenbership mark and
a trademark or service mark is not based on confusion as to the
source of any goods or services which happen to be provi ded by
t he nenbers of the collective organization. Rather, the question
is whether relevant persons are likely to believe that the
trademark owner's goods or services emanate fromor are endorsed
by or in sone other way associated with the collective
organi zation.”>

Mor eover, the term "rel evant persons,” for purposes of a
col l ective nmenbership mark, woul d not consist of "purchasers," as
such, but rather those persons or groups of persons for whose
benefit the nmenbership mark is displayed. See, e.g., Electronic

Design & Sales v. Electronic Data Systens, supra at 1390 ["For

“In addition to denoting nenbership, the same mark may al so be used

by the organi zation as, for exanple, a service mark or by the nmenbers
of the organization as a collective service mark. Wether or not
registrant is actually using its mark in this manner is not relevant to
our deci sion because the determ nation of |ikelihood of confusion nust
be based solely on its function as a collective nmenbership mark as set
forth in the registration. See, e.g., Inre D xie Restaurants |nc.

105 F. 3d 1405, 41 USPQd 1531 (Fed. Gr. 1997).

®> Section 2(d) of the Trademark Act protects not only agai nst confusion
as to source, but also as to affiliation, connection or sponsorship.
See J.T. McCarthy, MCarthy on Trademarks and Unfair Conpetition, §
23:8 (4'"" ed. 2000); Hilson Research Inc. v. Society for Human Resource
Managenent, 27 USPRd 1423 (TTAB 1993); and Anmerican Stock Exchange,
Inc. v. Anerican Express Co., 207 USPQ 356 (TTAB 1980).
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determ ning |ikelihood of confusion,...'relevant persons' is not
always limted to purchasers, past or future. For sone owners of
mar ks, such as the Anerican Red Cross with its well-known nark,
there are no purchasers. |In these instances, 'relevant persons'
woul d enconpass all who m ght know of their services and then
beconme purchasers of goods or services of others."]. See also,
In re Artic Electronics Co., Ltd., 220 USPQ 836 (TTAB 1983)
[l1ikelihood of confusion is not limted to "purchaser”
conf usi on] .

The question, then, is whether applicant's service mark and
registrant's collective nenbership mark woul d be encountered by
rel evant persons under circunstances that could, because of the
simlarity of the marks, | ead those persons to m stakenly believe
that there is some connection between applicant and registrant's
or gani zati on.

First, the purchasers of applicant’s services and the
rel evant public for registrant’s nenbership nark are, in part,
the sane. Applicant’s services are directed primarily to
bui | di ng owners and devel opers. Registrant’s mark i s used by
registrant's nenbers to indicate to the relevant public that its
menbers belong to registrant's organi zati on of construction
i nspectors. In the absence of any limtation in the
regi stration, we nust assunme the relevant public includes those

who are in the construction inspection industry as well as those
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t o whom construction inspections are offered, such as building
owners and devel opers, the very purchasers of applicant’s
services. The nenbership mark coul d be displayed in

rendering the inspection service to the building ower or

devel oper so as to advertise the nenber’s affiliation with the
menber shi p organi zation even if the service itself is being
performed under a different mark. See, e.g., Boise Cascade
Corporation v. M ssissippi Pine Manufacturers Association, 164
USPQ 364 (TTAB 1969). Thus, applicant's service mark and
registrant's collective nmenbership mark coul d be encountered by
t he sane nmenbers of the relevant public.

Mor eover, the circunstances under which a rel evant person
woul d encounter the marks in the marketplace would be likely to
result in confusion. Applicant’s services and the services
provided by registrant’s nmenbers are closely rel ated.

Regi strant’s menbers performinspections of construction sites to
determne, inter alia, fire and safety code conpli ance.

Applicant consults in the design of fire alarmand sprinkler
systens which woul d neet applicable fire and safety codes. There
are, as applicant points out, obvious differences between these
two services. However, the question is not whether purchasers of
applicant’s services can differentiate one activity fromthe

ot her, but rather, as noted above, whether those persons who

encounter applicant’s mark in connection with its services and
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registrant’s mark as used by its nenbers would be likely to
assunme there is a connection or relationship between the two
organi zati ons.

As the evidence made of record by the Exam ning Attorney
shows, inspection of fire and sprinkler systens is an inportant
part of the construction inspection process. It is clear that
there is a conplenentary rel ati onshi p between these two
activities. For exanple, a devel oper who is planning to purchase
or renovate an existing structure may need to call for a
construction inspector to evaluate, anong other things, the
condition of the fire alarmand sprinkler systens to determ ne
whet her they conformto | ocal building and fire safety codes.
The devel oper may then, if necessary, turn to a consultant in
order to determ ne how to bring any such systens into conpliance
wi th applicable codes. Upon subsequently encountering
applicant’s consulting services in this field under applicant's
mark, even if at a later tine with respect to a different
property, the devel oper would be likely to assume m stakenly that
applicant’s services or systens are approved or endorsed by
registrant or that there is sone relationship or connection
bet ween the two organi zations if applicant’s services and
registrant’s organi zation are identified by simlar marks.

We turn then to the marks. The Exam ning Attorney argues

that the marks create simlar comercial inpressions, noting that
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the applicant’s mark incorporates registrant’s nmark in its
entirety. The Exam ning Attorney maintains that neither the
descriptive wording nor the design elenents in applicant’s mark
serve to distinguish the marks because the dom nant portion of
the two marks is the sane.

Applicant, on the other hand, argues that the nmarks, when
properly considered as a whole, are distinctly different in
sound, appearance, neani ng and commercial inpression. Applicant
contends that the word portions of the nmarks are not simlar
because applicant’s mark contai ns the words CODE CONSULTANTS | NC.
whi ch, al though consi dered descriptive, nust still be considered
in determning likelihood of confusion. Applicant also argues
that the termCCl in its mark is an acronymof its trade nanme and
that the stylized lettering and distinctive design in applicant’s
mark are very significant elenents, all of which, according to
applicant, serve to further distinguish applicant’s mark fromthe
mark in the cited registration.

Wil e marks nust be conpared in their entireties, there is
not hing inproper in giving nore weight to certain features of the
mar ks as being nore dom nant or otherwi se significant. See In re
Nati onal Data Corp., 753 F.2d 1056, 224 USPQ 749 (Fed. G r
1985). When registrant's mark CCl and applicant's mark CCl CODE
CONSULTANTS, INC. and design are considered as a whole, giving

appropriate weight to the features thereof, we find that the

10
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marks are simlar in appearance, meani ng and comerci al
i mpr essi on.

The dom nant portion of applicant's mark is the letter
conbination CCl. That same set of letters is registrant's entire
mark. Applicant’s disclainmd wordi ng, CODE CONSULTANTS, | NC.,
while not ignored in the analysis, is highly descriptive of
applicant’s services and therefore less significant in creating
the mark’s commercial inpression. See In re National Data Corp.
supra., and, e.g., Hlson Research Inc. v. Society for Human
Resource Managenent, supra. That wording is also visually | ess
prom nent than the letters CCl. |In addition, design elenents
such as those appearing in applicant’s mark are generally | ess
i nportant than the word portion of the mark in creating an
inpression. See In re Appetito Provisions Co., 3 USPQd 1553
(TTAB 1987). Under actual marketing conditions, the public does
not necessarily have the opportunity to nake si de-by-side
conpari sons between marks. Dassler KG v. Roller Derby Skate
Corp., 206 USPQ 255 (TTAB 1980). Here, it is the letters CCl
whi ch are nost likely to be renenbered by the rel evant public
when seeing either mark.

Mor eover, we have no evidence of third-party use or
registration of the letters CCl in connection with simlar
services or activities, or any other evidence in the record to

indicate that CCl is weak or has sonme neaning in the rel evant

11
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field. Thus, we have no reason to find that registrant's mark is
entitled to anything |l ess than a broad scope of protection.®

See, e.g., Century 21 Real Estate Corp. v. Century Life of
America, 970 F.2d 874, 23 USPQ2d 1698 (Fed. Cir. 1992). 1In
addition, it has been held that marks conprising arbitrary
arrangenents of letters are nore likely to create confusion than
ot her types of marks. See Edison Bros. Stores, Inc. v. Brutting
E.B. Sport-International GrbH, 230 USPQ 530 (TTAB 1986) and

Hi | son Research, Inc. V. Society for Human Resources Managenent,
supr a.

In view of the highly simlar marks, both consisting
primarily of the identical letters CCl, and the manner in which
t hose marks woul d be encountered in the marketpl ace, even the
sophi sticated and know edgeabl e purchasers of applicant’s
services would be likely to be confused about the rel ationship
bet ween applicant and registrant’s organization.” See, e.g., In

re Total Quality Goup Inc., 51 USPQ2d 1474 (TTAB 1999).

® W note applicant’s reliance on Local Trademarks Inc. v. The Handy
Boys Inc., 16 USP@d 1156 (TTAB 1990). However, each case nust be
decided on its own facts and noreover, the Board pointed out in that
case that the mark in question, LITTLE PLUMBER, could not be considered
a strong mark for either of the identified goods or services.

" This case is also distinguishable from El ectronic Design & Sales Inc.
v. Electronic Data Systens Corp., supra, relied on by applicant. In
that case, not only were the parties' respective goods and services on
whi ch the marks were used deened to be "different” but the respective
purchasers were deened to be "substantially different."” (Supra, at
1393).

12
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To the extent that there is any doubt on the issue of
i kel i hood of confusion, it is settled that such doubt nust be
resolved in favor of the prior registrant. 1In re Shell Gl Co.,

992 F.2d 1204, 26 USPQ2d 1687 (Fed. Gr. 1993).

Decision: The refusal to register is affirned.
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