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Qpi nion by Sims, Administrative Trademark Judge:

A.D. 1619 Conpany (applicant), a New York partnership,
has appeal ed fromthe final refusal of the Tradenmark
Exam ning Attorney to register the “Entryway of buil ding”
desi gn shown below for the follow ng services: real estate
agency services, leasing office space to tenants,
managenent of real estate, real estate investnent, and real
estate brokerage services, in Cass 36; and entertai nnent

services, nanely, provision of background, backdrops, and
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visual settings for notion pictures, television broadcasts,

and video and sound recordings, in dass 41.1

i

C——BaILl BUILDING -

Pursuant to request of the Exam ning Attorney, applicant
submtted a description of the mark as foll ows:

The mark consists of a representation of The
Brill Building' s Broadway street front entryway,
whi ch entryway consists of an ornate bronze and
gl ass transom configuration that is described as
resenbling a raised curtain and prosceniumw th a
bust of M. Alan E. Lefcourt in a niche center
stage. Under the transom are three bronze and

gl ass doors which lead to the vestibule and

| obby.

The Exam ning Attorney refused registration on the

ground that applicant’s building entryway does not function

YApplication Serial No. 75/660,891, filed March 15, 1999, based upon
al | egations of use and use in comerce since March 1931
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as a service mark (Sections 1, 2, 3 and 45 of the Trademark
Act, 15 USC 881051, 1052, 1053 and 1127), and because
applicant’s specinmens do not show use in conmerce of the
asserted mark for applicant’s services. Applicant and the
Exam ning Attorney have submtted briefs but no oral
heari ng was request ed.

We affirmon both grounds.

The Exam ning Attorney has refused registration
because applicant’s building entryway design does not
function as a service mark for applicant’s real estate and
entertai nment services inasnmuch as it does not identify and
di stingui sh applicant’s services fromthose of others. The
Exam ning Attorney contends that, in order to function as a
mar k, applicant’s building facade or entryway nust be used
in a manner that clearly projects to purchasers the source
of applicant’s services so as to be perceived as a mark
identifying those services. The original specinens of
record (a copy of which is reproduced bel ow) are
phot ogr aphs of the building entryway which, according to
t he Exam ning Attorney, show no nore than a part of the

facade of the building.
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Thi s photograph of the front of applicant’s building is not
sufficient, the Exam ning Attorney contends, to show use of
the building entryway as a service nmark for applicant’s
real estate and entertai nnent services because it shows no
nore than the building in which applicant’s services nay be
perfornmed. The photographs do not indicate that applicant
provi des real estate and entertai nnent services, according
to the Exam ning Attorney.

The Exam ning Attorney al so naintains that the record
contains no evidence show ng the pronotion of the building
entryway as a service mark. Accordingly, consuners are not

likely to associate applicant’s building entryway with
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applicant’s services, the Exam ning Attorney argues. The
Exam ning Attorney has al so nade of record photographs of
allegedly simlar ornate building facades in support of her
argunent that such facades (including applicant’s) are not
commonl y perceived as service marks but are sinply

phot ographs of buil di ngs.

Wth respect to the speci nmens, the Exam ning Attorney
contends that they nmust show a direct association between
the mark (building entryway) and applicant’s services, but
that in this case they do not show use of the asserted mark
in connection with the sale or advertising of applicant’s
services. Neither the original nor the additional
speci nens (pronotional and informational flyers and
brochures about applicant’s building) show use of buil ding
entryway in a manner that woul d be perceived as identifying
applicant as the source of its services. |In other words,

t he Exam ning Attorney contends that the specinmens do not
show use of the mark to identify the specified real estate
and entertai nment services. Accordingly, the Exam ning
Attorney requested that applicant submt specinmens show ng
use of the asserted mark in connection with the sale or
advertising of applicant’s real estate and entertai nnent
services. The Exam ning Attorney advised that specinens

such as signs, brochures, letterhead or stationery used in
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the sale or advertising of applicant’s services should be
submitted to show use of the asserted mark as a service
mar k.

Applicant then submtted stationery show ng the
asserted mark next to the wording “THE BRI LL BUI LDI NG
REALTY GROUP LTD MANAG NG AGENT.” At the bottom of the
stationery, in addition to applicant’s address, is the
addi ti onal wordi ng “PROPERTY MANAGEMENT DEVELOPMENT AND
SALES.” The Exami ning Attorney advised that this
| etterhead woul d be an acceptabl e speci men of use of the
mark for applicant’s Class 36 real estate services, because
it shows that applicant is providing real estate services
under the mark, but required a verification that such
specinmen was in use in conmerce at |least as early as the
filing date of the application. See Trademark Rule
2.59(a). Applicant did not submt such a verified
stat ement supporting these substitute specinmens. 2
Accordi ngly, we nust evaluate this case on the basis of the
original specinens and the other material, described above,
whi ch were supported by a verification of use as of the
filing date. The Exami ning Attorney contends that the

supported speci nens of record do not show that consuners

2 ppplicant’s attorney acknow edged in his reply brief, footnote 1, that
no verified statement was submitted in support of the otherw se
acceptabl e |l etterhead speci nens.
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are likely to associate the building entryway with
applicant’s real estate and entertai nnment services.

Applicant, on the other hand, naintains that
applicant’s building entryway is used in the pronotion of
applicant’s real estate and entertai nnment services.
Applicant argues that it has pronoted the buil ding design
in connection with its services such that applicant has
devel oped recognition by third parties of applicant’s
bui l di ng design as identifying the source of applicant’s
services. It is applicant’s position that the original
speci nens (phot ographs of the building entryway) along with
the additional advertising and pronotional materials
distributed to prospective tenants and potential custoners
of applicant’s services show use and pronotion of
applicant’s building entryway as a service nmark in the sale
or advertising of applicant’s services, including the
offering to tenants of various real estate and
entertai nnent support services, such as a screening room
providing custonmers with state-of-the-art filmand video
t echnol ogy. 3

In addition, applicant submtted a declaration from

its manager stating that applicant has pronoted and used

® W note that such screening roomservices are not within the amended
description of the entertai nnent services listed in the application--
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its entryway design in connection with the offering of its

real estate and entertai nment services, and attesting to

the fact that applicant has “devel oped recognition by third

parties”

(i.e., New York City Transit) of its building

design as identifying the source of applicant’s services in

that the building entryway has becone, in the opinion of

applicant’s nmanager, a distinctive indicator of the source

of applicant’s services. In sum applicant argues that the

speci nens denonstrate in the mnd of tenants and ot her

custoners an associ ati on between the building entryway and

applicant’s services.

Appl i cant has nmade of record a copy of a letter from

New York City Transit, seeking perm ssion to use the inmage

of the facade of applicant’s building on MetroCard fare

cards, the pertinent portions of which are quoted bel ow

.NYC Transit is planning a series of

speci al, comenorative MetroCards that w |
focus on the nusical | andmarks of New Yor k—
a dozen or so still-existing places within
the city that have been inportant to the
devel opnent of nusic in this country.

Because it is regarded [as] the center for
musi ¢ publishing in New York City, we hope
to include the Brill Building in this
series.

O her nusical | andmarks that we expect to
include are Trinity Church, the Brooklyn

t he provision of background, backdrops, and visual settings for notion

pi ctures,

tel evisi on broadcasts, and video and sound recordi ngs.
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Acadeny of Misic, Carnegie Hall, the
Juilliard School, Steinway & Sons and
Li ncol n Center.

The additional specinens of record al so contain
i nformati on concerning applicant’s building and its
tenants. For exanple, on a sheet entitled “THE BRI LL
BUI LDI NG PROPERTY DESCRI PTION,” the foll ow ng information
is given about applicant’s building:

The facade is divided into three sections—a
typi cal ground-floor alum num and gl ass
storefronts [sic], a two-story md-section
in which terra-cotta pilasters frane | arge
pl ate gl ass picture & doubl e-hung net al

w ndows with netal surrounds, and a [sic]

ei ght-story brick-faced upper section with
central base having terra-cotta panels. The
exterior walls of the building are brick
veneer on nmasonry-backup. On the Broadway
side of the building is an ornate bronze and
marble main entry. Above the entrée, on the
pent house parapet is a |linestone bust...

..The building front entrance way is ornate
bronze & glass configuration that has been
said to resenble a raised curtain and
prosceniumw th a bust in a niche.

A service mark is “any word, nanme, synbol, or device,

or any conbi nation thereof,” which serves “to identify and
di stingui sh the services of one person.fromthe services of
others and to indicate the source of the services, even if
that source is unknown.” Section 45 of the Trademark Act,

15 USC §1127. It is wll settled, however, that not al

wor ds, designs or synbols used in the sale or advertising
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of goods or services function as trademarks or service

mar ks, regardl ess of an applicant’s intent. 1 J. MCarthy,

McCarthy on Trademarks and Unfair Conpetition, Section 3:3

(4th ed. 2002). Rather, in order to be protected as a
valid mark, a designation nust create "a separate and

di stinct commercial inpression, which ...perforns the
trademark function of identifying the source of the
[services] to the custoners.” In re Chem cal Dynamcs,
Inc., 839 F.2d 1569, 5 USPQ2d 1828 (Fed. Cir. 1988). A
termor design does not function as a tradenmark or service
mark unless it is used in a manner which projects to
purchasers a single source of the goods or services. Inre
Mor ganr ot h, 208 USPQ 284 (TTAB 1980).

Even if it is clear that the activities recited are
services in connection with which a mark may be regi stered
(and we have doubt about whet her applicant’s provision of
its building as a backdrop or background for novies and
broadcasts is a service in connection with which applicant
may register a mark) and that the applicant provides the
recited services, the record nust show that the asserted
mark actually identifies and distinguishes the recited
services and indicates their source. See In re Universal
Ol Products Co., 476 F.2d 653, 177 USPQ 456 (CCPA 1973),

aff'g 167 USPQ 245 (TTAB 1970). In this regard, it is the

10
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perception of the ordinary custonmer which determ nes

whet her the asserted mark functions as a service mark, not
the applicant's intent, hope or expectation that it do so.
See In re Standard G| Co., 275 F.2d 945, 125 USPQ 227

( CCPA 1960) .

Whet her a mark is being used to identify a particul ar
service is a question of fact to be determ ned on the basis
of the specinens as well as other evidence of record. 1In
re Advertising and Marketing Devel opnent Inc., 821 F.2d
614, 2 USPQ2d 2010 (Fed. Cir. 1987); In re Signa
Conpanies, Inc., 228 USPQ 956 (TTAB 1986); and In re
Admark, Inc., 214 USPQ 302 (TTAB 1982).

Subj ect matter presented for registration as a service
mar k may be unregi strable because it does not in fact
function as a service mark. For exanple, the three-

di mensi onal configuration of a building is registrable only
if it is used in such a way that it is or could be readily
perceived as a mark identifying the source of the services.
In re Adair, 45 USPQd 1211, 1214 (TTAB 1997). See al so
TMEP Section 1301.02(c). The nmark nust be used on the
specinens in such a way as to show that there is a direct
associ ation between the asserted mark and the services.

Evi dence of such use mi ght include |etterhead stationery

and the |i ke which show pronotion of the building s design

11
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as a mark. See In re Lean-To Barbecue, Inc., 172 USPQ 151
(TTAB 1971); and In re Master Kleens of America, Inc., 171
USPQ 438 (TTAB 1971).

Wi | e phot ographs may be appropriate speci nens of use
for a three-di nmensional mark, we agree with the Exam ning
Attorney that photographs of applicant’s building alone are
not sufficient to denonstrate use of the building entryway
as a mark for the services perfornmed near or in the
building, if they show no nore than the building near or in
whi ch the services are perforned.

Here, applicant’s building entryway on the original
speci nens of record as well as on the additional specinens
is not directly associated with the sale or advertising of
any services, let alone applicant’s specified real estate
and entertai nnent services. The entryway is not being used
in the manner of a service mark to identify applicant’s
services and woul d not be recogni zed or perceived by
potential purchasers of applicant’s real estate and
entertai nment services as a service mark. Al so, when NYC
Transit asked permi ssion to use an inmage of applicant’s
buil ding on MetroCard fare cards, it stated that
applicant’s building was a prom nent building in New York
musi ¢ publishing history. This does not show recognition

by the rel evant purchasers and potential purchasers that

12
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the entryway itself functions as a mark to identify
applicant’s various real estate services or its

entertai nment services in the nature of the provision of
the buil ding as a background, backdrop or visual setting
for notion pictures, television broadcasts and vi deo and
sound recordings. W cannot find fault with what the
Exam ning Attorney stated in her brief, pp. 6-7:

..Nowhere in the package of specinens
submtted by the applicant is the
applicant’s building entryway or
representation of the building entryway
used in a manner that woul d be
perceived as a service mark in
conjunction with [the] real estate and
entertai nment services provided. In
fact, the only depictions of the
exterior of the applicant’s building
entryway are pictures of the building
simlar to the applicant’s original
speci nen, but taken fromdifferent

angl es, nost of which do not even
renotely resenble the mark as it
appears on the drawi ng page. These
speci mens consi sting of photographs of
the exterior of the applicant’s

buil ding entryway fail to show use of
the mark in the sale and advertising of
the applicant’s services for the sane
reasons as the specinens originally
subm tted.

See al so Rock and Roll Hall of Fanme and Museum Inc. v.
Gentile Productions, 134 F.2d 749, 45 USPQ2d 1412, 1416-18
(6" Cir. 1998) (despite court’s finding that plaintiff’s
bui | di ng desi gn was uni que and distinctive, “.[When we

vi ew t he phot ograph [of the nuseum in [defendant’s]

13



Serial No. 75/660, 891

poster, we do not readily recognize the design of the
Museum s building as an indicator of source or sponsorship.
What we see, rather, is a photograph of an accessi bl e,

wel | - known, public landmark. Stated sonewhat differently,
in [defendant’s] poster, the Miuseum s building strikes us
not as a separate and distinct mark on the good, but,
rather, as the good itself... [We are not persuaded that
the Museum uses its building design as a tradenark. Even
if we accept that consuners recogni ze the various draw ngs
and pictures of the Museumi s buil ding design as being
drawi ngs and pictures of the Museum the Miuseuni s argunent
woul d still fall short. Such recognition is not the

equi val ent of the recognition that these various draw ngs
or photographs indicate a single source of the goods on
whi ch they appear.”)

Finally, we note that it is not clear fromthis record
and applicant’s argunments whet her applicant is seeking
regi stration under the provisions of Section 2(f) of the
Trademark Act, 15 USC 81052(f), on the basis that the
asserted mark has acquired distinctiveness, and even if it
were clear, that claimnmnust be rejected. Wile applicant
submtted a declaration indicating that the building had
“devel oped recognition” by a “third party,” applicant did

not mention this declaration in its main brief, or

14
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otherwise claimthat its entryway has acquired

di stinctiveness or secondary meaning. Therefore, even if
we were to consider the issue of acquired distinctiveness
as having been raised by applicant (and that is by no neans
clear), the failure to raise this issue inits brief is
consi dered a wai ver of any claimof acquired

di stinctiveness or request for registration under the
provi sions of Section 2(f). Also, in applicant’s reply
brief, applicant indicated that it agreed with the
statenent of issues set forth in the Exam ning Attorney’s
brief (which did not nention the issue of acquired

di stinctiveness) but applicant did refer to the declaration
of its manager. However, even if this nention is
considered sufficient to again raise the issue, nentioning
it inareply brief conmes too late in this proceeding for
us to consider the issue, because the Exam ning Attorney
di d not have an opportunity to review and discuss it. In
any event, even if the issue of acquired distinctiveness
were squarely before us, we would find that applicant’s
evidence that a “third party” (New York City Transit)
regards the building as a prom nent one in New York City
musi ¢ publishing history is insufficient to show that the

entryway design itself has becone distinctive anong the

15
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rel evant purchasers and users of applicant’s specified real
estate services and entertai nment services.

Decision: The refusals of registration (that
applicant’s building entryway does not function as a
service mark and that the specinens do not show use of the
asserted mark as a service nmark) are affirmed in both

cl asses.
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