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Qpi ni on by Bucher, Adm nistrative Trademark Judge:

Phar maceuti cal Technol ogi es, Inc. sought to register

t he term PHARMACY SMARTCARD on the Princi pal Regi ster when

used in conjunction with services recited, as anended, as
“prescription drug buying clubs incorporating non-
el ectronically encoded nenbership cards” in International

Class 35.1

! Application Serial No. 75/662,682 was filed on March 18,
1999, based upon applicant’s claimof use in commerce at | east as
early as 1998.
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Regi stration was finally refused pursuant to Section
2(e)(1) of the Trademark Act, 15 U.S.C. § 1052(e)(1), on
the ground that applicant’s mark is deceptively
m sdescriptive of the recited services.

Applicant and the Trademark Exam ni ng Attorney have
filed briefs, and both appeared at an oral hearing before
t he Board.

W affirmthe refusal to register.

The test for deceptive m sdescriptiveness has two
parts. First, it nust be determned if the matter sought
to be registered m sdescri bes the goods or services. |If
so, it must be determ ned whether it is also deceptive,
that is, if anyone is likely to believe the

m srepresentation. In re Quady Wnery Inc., 221 USPQ 1213,

1214 (TTAB 1984).

It is the Trademark Exami ning Attorney’s position that
t he term PHARMACY SMARTCARD cl early m sdescri bes
applicant’s prescription drug buying services where
applicant has specifically excluded reliance on snmart cards
fromits recital of services. Furthernore, based upon this
entire record, the Trademark Exam ning Attorney contends
that consuners are likely to believe the m srepresentation.

By contrast, applicant argues that its mark does not

m sdescri be the recited services. Mreover, even assum ng



Serial No. 75/662, 682

arguendo, that it does m sdescribe the services, applicant
argues that consuners and prospective consuners who
encounter this termnology within its explanatory brochures
and attached cards wll not believe these services

i ncorporate a “smart card.”

The record is replete with references to the grow ng,
nyriad ways in which smart card technology is applied, and
especially ways in which smart cards are uniquely suited
for applications in the health care, nedical and
pharmaceutical areas [enphasis supplied]:

... The smart card-based Smart Rec product

all ows health care consuners to carry vital
nedi cal and denographic information on a
personal i zed smart card, which can be
accessed by providers at hospitals, clinics,
energency roons, pharmaci es and ot her points

of care. The M nneapolis Star Tribune,
(February 23, 1999).

A plastic card with a chip inside could
pronote change in the way Anmericans do
busi ness... [Magnetic strip cards (like
regular credit cards) are sonetimnes
erroneously referred to as “smart cards.”
That’s the bad news. The good news: nag
strips can hold nore informtion now, and
conpanies fromRite-Aid Drug to Ruth Chris
St eak House are finding all kinds of new
uses for them.. Vero Beach Press Journal
(July 12, 1999).

Precis, an Cklahoma City based conpany,

devel ops and markets smart cards, which | ook
simlar to credit cards but can serve nany
functions. Precis’ latest project is an
energency smart card that contains a
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person’s nedical information... The Daily
Okl ahoman (March 23, 2000).

Simlarly, the various dictionary entries corroborate
the detail ed Lexis/Nexis stories about what kind of
features make a “smart card”: a credit card-sized plastic
card capable of storing and processing relatively |arge
anounts of information in inbedded m croprocessors.

However, applicant contends that in reality, its
underlying card functions as nothing nore than any ot her
club card or nenbership card. It is not a smart card
i nasnmuch as it contains neither a magnetic strip nor
m crochips. To the contrary, applicant’s thin plastic card
is not a smart card inasmuch as it comes prepackaged inside
an explanatory brochure. After activation of one’s
menber ship and the use of one’s card at a | ocal,
partici pating pharmacy, information is sinply archived on
the pharmacist’s conputer or related network servers.

However, nmany key passages in the specinens of record
that were highlighted by the Trademark Exam ni ng Attorney
create a m sl eading i npression of how the services

associated wth this card actually work:

By using your PTI Pharmacy SmartCard at our PTI
Pharmacy SmartCard network stores you can be assured
that you and your family are consistently receiving
Protection from high drug costs, Protection from life
threatening drug interactions... ... the CareMax network
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of stores have committed to competitive pricing and are
passing the savings to you instantly through the on-line
real time SmartCard technologies.... Coupled with this
network of stores, the technologies available to our
SmartCard members will include drug-to-drug
interaction, drug to disease checking, drug dose and
duration checking, allergy pattern checking and duplicate
therapy checking... When activating your card with NPS
you will be asked to provide your allergy patterns and
any disease codes you would like the on-line real time
technologies to check against to protect you and your

family members... ... we want to protect you with our
PTI Pharmacy SmartCard technologies anywhere in
America.

Despite applicant’s representations that it does not
intend to mslead potential consunmers into believing that
its PHARMACY SMARTCARD is really a “smart card,” the above
ref erenced brochure contains repeated passages such as
“activating your card,” “network,” “on-line, real tineg,
Smart Card technol ogi es,” “drug-to-drug interaction, drug to
di sease checking, drug dose and duration checking, allergy
pattern checking and duplicate therapy checking,” etc.
Moreover, this astonishing array of benefits supposedly
derived fromapplicant’s services associated with its
PHARMACY SMARTCARD are totally consistent with the benefits
being touted in the Lexis/Nexis articles about smart cards
currently avail able in the nedical, pharmaceutical and

health care fields generally.
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Hence, under the first query of In re Quady Wnery

Inc., we find that the term PHARVACY SMARTCARD i ndeed
m sdescri bes buying club services where the featured
menber ship card cannot function as a “smart card.”

We turn then to the second query posed by Quady
W nery, nanely, whether PHARMACY SMARTCARD is al so
deceptive, that is, if anyone is likely to believe the
m sdescri ption.

The record denonstrates that consunmers are being
condi tioned by technol ogi cal advances in the nmarketplace to
believe that all kinds of smart cards are poised for
w despread usage. As seen fromthe Lexis/Nexis excerpts,
the health care field is one of the first areas nmentioned
when di scussing future demands for smart card technol ogy
(e.g., storage of personal patient data and nedical history
on a card). Applicant’s own speci nens suggest that
applicant is willing to use this grow ng know edge on the
part of consuners to its advantage. On review ng the
speci nens of record, one can conclude that here is a health
care service using the |atest smart card technologies to
provi de prescription drugs cheaply, easily, sinply, safely
and securely.

Nonet hel ess, applicant repeatedly rai ses several

counter argunents, which we will discuss briefly:
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This is just an inexpensive, nbney-saving buyer’s

club: Applicant tries to contrast its own prescription
drug buying club services with an actual smart card that
m ght well be used by other health care providers for the
di stribution of goods sold by pharmacies. This sinply
confirms that it is quite plausible that applicant would
use smart card technology in the performance of its
PHARVACY SMARTCARD ser vi ces.

Sophi stication of consuners: As to whether the

prospective consuners will be deceived, applicant argues
that its services are “...al nost exclusively narketed to
adm nistrators of large health care benefit prograns.”
However, as noted above, the specinens are witten in a way
that makes it clear they are directed to individual,
average consuners, not to sophisticated health care or

busi ness prof essional s.

Single word versus two words: Applicant clains that

the single word SMARTCARD, as it appears in its draw ng of
record, is fanciful. Applicant contrasts this conpound
word with the generic term where it is nore frequently
presented as two words (smart card). However, deleting
this space is a de mininus difference in presentation that
wi |l be overl ooked by nost consunmers. It is hornbook | aw

that the use of a slight msspelling of a m sdescriptive
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termthat would be perceived by purchasers as the
equi val ent of the m sdescriptive termis subject to the
sanme proscription of Section 2(e)(1) as the m sdescriptive

termitself. See In Re O ganik Technol ogies, Inc., 41

USPQ2d 1680 (TTAB 1997) [Applicant’s mark ORGAN K, the
phoneti c equival ent of the term“organic,” is

m sdescri ptive of applicant's cotton textiles and

cl ot hi ng] .

Mor eover, as noted by the Trademark Exam ning
Attorney, this alleged difference in spelling or
presentati on becones even nore inconsequential in |ight of
the special formin which applicant usually uses this term
on its advertisenents. Specifically, SmartCard, having two
capital letters, actually accentuates the origin of this
termas two words, thereby retaining the exact connotation
of this apt, descriptive term nol ogy.

Proper trademark usage: Applicant argues that it

al ways uses the term “Pharmacy Smart Card” in a proper
trademar k manner. However, we note that the front of the
speci nens of record say “A Nati onwi de PHARVMACY SMARTCARD. ”
It goes on to suggest that after ‘activating the card,”
prescription drug users sinply “present your card” to a
participating pharmacy. In this context, the article *“A”

precedes the descriptive term“Nationw de,” and both nodify
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the word PHARMACY (“a place where drugs are sold; a
drugstore”) used to describe the generic noun, “SMARTCARD.”
The total connotation of this phrase is of a plastic card
enbedded with m croprocessors which card i s capabl e of
storing and processing | arge anounts of pharmaceuti cal
information. Oher than the fact that the term PHARMACY
SMARTCARD is capitalized, within this precise phrase, there
is no inherently distinctive, source-identifying matter for
the recited services contained within this alleged marKk.

“Smart” neans “savvy”: Applicant points to the text

of one of its pronotional materials that uses the term
“smart” throughout to refer to savvy or intelligent
consuners of pharmacy products. W agree with applicant
that the term“smart” is indeed used repeatedly in this one
pronoti onal piece as a synonymfor the savvy or intelligent
consuner of prescription pharnmaceuticals. Nonethel ess,
this repeated connotation of “smart” as meani ng savvy in
one pronotional piece can hardly detract fromthe
m sdescri ptive usage in the specinens of record where smart
appears repeatedly as part of phrases such as “Pharmacy
Smart Card technol ogy.”

Finally, we agree with the Trademark Exam ni ng
Attorney that nerely because the true nature of the

services is reveal ed by sonme other matter in the
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adverti senent does not preclude a determ nation that a mark
i s deceptively msdescriptive of such services. R Neunmann

& Co. v. Overseas Shipnents, Inc., 326 F.2d 786, 140 USPQ

276 (CCPA 1964).
Decision: The refusal to register is affirnmed on the
ground that applicant’s mark is deceptively m sdescriptive

of the recited services.



