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Opi ni on by Chapman, Adm nistrative Trademark Judge:

On May 19, 1999, Tower Tech, Inc. (an Ckl ahoma
corporation) filed an application to register the mark
SMARTTONER on the Principal Register for “commercial and
industrial cooling towers and accessories therefor, sold as
aunit” in International Class 11. The application is
based on applicant’s assertion of its bona fide intention
to use the mark in comrerce.

The Exam ning Attorney refused registration under

Section 2(e) (1) of the Trademark Act, 15 U.S.C
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81052(e) (1), on the basis that, when used on or in
connection wth applicant’s goods, the term SMARTTOAER i s
nmerely descriptive of them

When the refusal was made final, applicant appealed to
this Board. Both applicant and the Exam ning Attorney have
filed briefs. Applicant requested an oral hearing, but
prior to the schedul ed hearing date, applicant withdrew its
request. An oral hearing was therefore not held in this
case.

The Exami ning Attorney contends that the mark
SMARTTOWER i s conprised of two descriptive conponents, the
conbi nati on of which does not change the overal
descriptiveness of the mark. She specifically contends
that the relevant nmeaning of the word “smart” is defined in

The Anerican Heritage Dictionary (Third Edition 1992) as

“5.a. of, relating to, or being a highly automated devi ce,
especially one that imtates human intelligence: smart

mssiles,” and is defined in Webster’s Encycl opedi c

Unabri dged Dictionary (1996) as “17. Informal. equi pped

with, using, or containing electronic control devices, as

conmput er systens, mcroprocessors, or mssiles: a smart

phone, a smart copier”!; that the word “tower” refers to

! The Anerican Heritage Dictionary definition was put into the
record by the Exam ning Attorney, and the Wbster’s Encycl opedic
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applicant’s goods, “cooling towers”; and that applicant’s
goods are “smart” because they “contain m croprocessors or
ot herwi se use conputers to control or performtheir
functions.” (Brief, p. 2). The Exam ning Attorney

concl udes that the conmbination of “smart” and “tower” into
a single word remains nerely descriptive of this
significant feature of the identified goods.

The evidence relied on by the Exam ning Attorney in
support of the refusal consists of the dictionary
definitions of the words “smart”; copies of several
excerpted stories retrieved fromthe Lexis/Nexis “news
i brary” database and copies of excerpts from patents
retrieved fromthe Lexis/Nexis “patent |ibrary” database,
all showi ng conmon use of the term“smart” in relation to
conmput er- operated or otherw se automated itens, including
cooling towers.

Applicant urges reversal, arguing that the word
“smart” has many different nmeani ngs as shown by both
dictionary definitions (in Arerican Heritage it is the

fifth of six definitions and in Webster’'s it is the

Unabri dged Dictionary definition was put into the record by
applicant. Along with the Webster’s dictionary definition,
appl i cant submitted photocopi es of two pages fromthe “How to Use
this Dictionary” Section to show that definitions are ordered
such that “the nost frequently encountered neani ngs generally
cone before | ess conmon ones.”
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seventeenth of twenty-three definitions); that the word
“tower” relates to a structure which is tall or high in
proportion to its lateral dinension, and many cooling
towers are not “towers” at all because they are not tall
and do not have a height proportion greater than their

| ateral proportion; that the term“tower” covers “an

enor nous variety of structures which fit the genera

description of the ternft (brief, p. 5 such as air traffic

control towers, radio towers, cellular signal towers and
high rise buildings; that a tower is a structure, not a

devi ce; and that when encountering the mark SMARTTONER

customers woul d recogni ze the neaning of “smart” as “cl ever

or intelligent” which is a definition not applied to an

i nani mat e obj ect such as a tower. Applicant concludes from

this that the termis suggestive (brief, pp. 5 and 7):

In |'ight of the incongruous neanings
of the words “smart” and “tower” as
descri bed above, the conpound mark
“SMARTTONER’ does not nerely describe
comrercial and industrial cooling
towers and accessories therefor, sold
as a unit, as asserted by the

Exam ning Attorney. Rather, a nental
connection nust be nade by the
consuner to correlate the specific
meani ngs of these words as applied to
Applicant’s recited goods. In other
words, Applicant’s mark i s at npst
suggesti ve.

The fact that an item even a cooling
tower, is conputer controlled or even
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hi ghl y aut omat ed does not provide the
potential custonmer with distinct

know edge or reasonably accurate
information as to the function or
characteristics of the item These
ternms only suggest sonething

unspeci fied about the item which the
cust oner rmnust perceive frominspection
to be highly autonmated.

In addition, inits reply brief (p. 3), applicant nade

specific comments about its involved goods:
“The [ Exam ni ng Attorney’ s]
assertion that Applicant’s cooling
towers are snmart because they
contain mcroprocessors or otherw se
use conputers to control or perform
their functions is apparently based
on pure specul ation,”
and
“in order to satisfy any potenti al
lingering curiosity, pursuant to
Applicant, the cooling towers
manuf act ured and sol d by Applicant
do not contain a mcroprocessor.”

The test for determ ning whether a termor phrase is
nmerely descriptive under Section 2(e)(1) of the Trademark
Act is whether it imediately conveys infornation
concerning a quality, characteristic, function, ingredient,
attribute or feature of the product or service in
connection with which it is used or is intended to be used.
See In re Abcor Devel opnent Corp., 588 F.2d 811, 200 USPQ
215 (CCPA 1978); In re Venture Associates, 226 USPQ 285

(TTAB 1985); and In re Bright-Crest, Ltd., 204 USPQ 591
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(TTAB 1979). A termor phrase does not have to describe
every quality, feature, function, etc. of the goods or
services in order to be found nerely descriptive; it is
sufficient for the purpose if it describes a single
significant quality, feature, function, etc. thereof.
Further, it is well-established that the determ nation
of mere descriptiveness of a particular termor phrase nust
be made not in the abstract or on the basis of guesswork,
but in relation to the goods or services for which
registration is sought, the context in which the termor
phrase is being used or is intended to be used on or in
connection with those goods or services, and the inpact
that it is likely to make on the average purchaser of such
goods or services. See In re Gyulay, 820 F.2d 1216, 3
USPd 1009 (Fed. Gr. 1987); In re Consolidated G gar Co.,
35 USPQ2d 1290 (TTAB 1995); and In re Pennzoil Products
Co., 20 USP@2d 1753 (TTAB 1991). The question is not
whet her soneone presented with only the mark coul d guess
what the goods or services are. Rather, the question is
whet her soneone who knows what the goods or services are
wi |l understand the mark to convey information about them
See In re Hone Builders Association of Geenville, 18
USPd 1313 (TTAB 1990); and In re American G eetings

Corp., 226 USPQ 365 (TTAB 1985).
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The evidence in the form of excerpted stories
retrieved fromthe Lexis/Nexis database shows general use
of the term“smart” in relation to nyriad conputer - operated
or otherwi se autonmated itens, including smart el evators,
smart thernostats, smart cards, smart | ocks, and smart
traffic control systens. Sone other exanples of uses of
“smart” in these stories are reproduced bel ow

Headl i ne: Letters

In these days of smart bonbs and
conput er—oper at ed weapons, who coul d
ever understand what we went through in
World War 117
“The Tanpa Tribune,” Septenber 4, 2000;

Headl i ne: Conputers to Shape Future
Hone Desi gns

Shal es di scounts the idea of the nuch-
touted “smart hone” of the future — the
conmput er-driven house where |ights cone
on at voi ce commands or the | awn
sprinkler goes into action when the
ground gets dry.

“Chi cago Sun-Tines,” Novenber 26, 1999;
and

Headl i ne: Book Reviews, Vichy Soup

... This one is not for those
frightened by today’s techno babbl e.
The futuristic thriller stars a
rebel li ous conputer-operated “smart”
building. A nail biter, nightmare
vision witten by a scary Scot who

bl ends technophobi a, . .

“The Buffal o News,” Decenber 29, 1996.

Four of the six patent excerpts put into the record by
t he Exam ning Attorney show that cooling towers may be

automated. They read, in relevant part, as foll ows:



Ser. No. 75/709532

Patent No. 4,507,930

Cool i ng Tower MNonitor

“Chiller Plant Energy Conservation
Operations” by K Sinnanohi deen and N.
d nst ead, discloses the use of digital
computers for cal cul ati ng performance
of a cooling tower....

Currently, there are no effective
tools for nonitoring cooling tower
performance except for conputers.

Patent No. 5, 407, 606

Oriented Spray-Assisted Cooling Tower
Most recently, the thernal

per formance of cooling towers may be

predi cted by enpl oyi ng conputer

prograns. . .;

Patent No. 4,885, 011
Cool i ng Tower for the Cooling Water
That Drains/ Fromthe Condensor of a
St eam Generator or the Condensors/ of
a Plurality of Steam Generators

The optim zation of the course of
the flow of cooling air and the snoke
gas or the m xture of cooling air and
snoke gas, for exanple, or during
varying | oad conditions of the power

station as well, can be effected
automatically, e.g. by nmeans of a
sui tabl e control conputer. ...; and

Pat ent No. 4,830, 757
Tel enetry System for Water and Energy
Moni t ori ng

Each renote station includes a
water quality nonitor conputer 10
whi ch nonitors one or nore physical
properties of water in a cooling tower
or other water system
1. Anethod of telenetrically
nmoni toring water treatnent and an
inventory of water treatnent chem cals
and adjusting water properties in a
recirculating systemincluding a
boil er, cooling tower or scrubber with
a conput er-based system conprising....
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In this case, because automated systens are used as
part of cooling towers, purchasers will readily perceive

“smart” to nean “of, relating to, or being a highly
automated device.” Further, the word “tower,” in the
context of a cooling tower, wll be perceived as referring
to cooling towers. W see no reason why purchasers would
view the word “tower,” when used for a cooling tower, to
mean, as applicant suggests, an air traffic control tower,
a radio tower or a high rise building. Thus, the two words
separately have a readily understood neaning in the

i ndustry, and when conbined as the term SMARTTOAER and used
on or in connection with applicant’s goods (“conmercial and
i ndustrial cooling towers and accessories therefor, sold as
a unit”), the termnerely describes cooling towers that are
hi ghly automated. There is no uni que or incongruous
nmeani ng creat ed.

Applicant’s argunent that the rel evant purchasers
woul d t hink of other possible nmeani ngs (e.g., “clever or
intelligent,” “fashionable or elegant,” “saucy or pert”)
woul d require considering the applied-for mark in a vacuum
These neanings would clearly not cone to mind when the term
is viewed in connection with “conmercial and industrial
cooling towers and accessories therefor, sold as a unit.”

In addition, we are not persuaded that purchasers would go
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t hrough the technical nental exercise put forth by
applicant of first thinking of “smart” as cl ever or
intelligent, then rejecting this definition because it is
not applicable to an inanimate object such as a tower, and
then “apply several additional definitions to arrive at
“highly automated.’”

Appl icant’s argunent regarding the various types of
towers |likewi se would require the Board to consider the
applied-for mark in a vacuum rather than under the proper
| egal test relating the termto the goods for which
applicant seeks registration.

Al t hough applicant has stated that its goods “do not
contain a mcroprocessor” (reply brief, p. 3), applicant
did not deny that conputers are used to control or perform
the functions of cooling towers. Applicant’s genera
statenents in its brief and reply brief (quoted previously
herei n) suggest that cooling towers are conputer controlled
or highly automated. |In any event, the Exam ning Attorney
has clearly denonstrated that, in fact, conputers, i.e.
automat ed systens, are used to control or performthe
functions of cooling towers. Thus, even though a
m croprocessor may not be physically present within the
shell of the cooling tower itself, the record shows that

cooling towers operate and are nonitored through conputers,

10
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even though the conputer nay be renote or indirect rather
than contained within the tower itself. The relevant
purchasers of commerci al and industrial cooling towers and
accessories therefor are likely to be aware of the
operation of sane.

The Exam ning Attorney has established a prim facie
showi ng that the term SMARTTOANER i s nerely descriptive of
applicant’s identified goods. See In re Cryonedi cal
Sciences Inc., 32 USPQ2d 1377 (TTAB 1994) ( SMARTPROBE hel d
nmerely descriptive of disposable cryosurgical probes). W
specifically note that in the Cryonedi cal case the
applicant therein had stated that its cryosurgical probes
may include a mcroprocessor, whereas in the case now
before us applicant has specifically stated that its
cooling towers do not contain a mcroprocessor. However,
as expl ai ned previously, the evidence establishes that the
functions and performance of cooling towers are highly
automated; thus, it is reasonable to describe such towers
as “smart.”% Further, applicant’s broad identification of

goods enconpasses both cooling towers that are controlled

2 |f applicant had stated that there is no nicroprocessor and
that there is no conputer control of the functions and/or

per f ormance of the cooling towers, then the Exam ning Attorney
may have held the term deceptively m sdescriptive.

11
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by conputers and cooling towers, if there are any, that are
not controlled by such technol ogy.

We find that even though applicant’s cooling towers
will not contain a mcroprocessor within the shell or
structure of the tower itself, the record establishes the
nmere descriptiveness of the mark SMARTTOAER for commerci a
and industrial cooling towers and accessories therefor,
sold as a unit, because the functions and performance of
such towers are conputer controlled, and will be so
understood by the relevant consuners. “The factual
situations in which nere descriptiveness nmust be resol ved
are too varied to lend thenselves to resol uti on under any
rigid formula.” In re Omaha National Corporation, 819 F.2d
1117, 2 USP@@d 1859, at 1861 (Fed. Cir. 1987).

In this case, it is our viewthat, if applied to
applicant’s identified goods, the term SMARTTOANER
i mredi ately descri bes, w thout conjecture or speculation, a
significant feature or characteristic of applicant's goods,
as di scussed herein. Nothing requires the exercise of
i magi nation, cogitation, nental processing or gathering of
further information in order for purchasers of and
prospective custoners for applicant’s goods to readily
perceive the nerely descriptive significance of the term

SMARTTONER as it pertains to applicant’s goods.

12
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Decision: The refusal to register the nmark as nerely
descriptive under Section 2(e)(1l) of the Trademark Act is

af firnmed.
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