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OQpi ni on by Chapman, Adm nistrative Trademark Judge:

On August 20, 1999, Medi a. Net Comruni cations, Inc., by
change of nane from XL Networks, Inc. (a Del aware
corporation) filed an application to register the mark

MEDI A. NET COVMUNI CATI ONS on the Principal Register for

services identified, as anended, as “providing high

! Applicant’s change of name is recorded with the Assignnent
Branch of the USPTO at reel 2035, frane 0984.
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bandw dth fiber optic network services to nmedium and | arge
si zed businesses in the entertai nment industry, which
enables themto create, produce, edit and distribute
various entertai nnent and nedi a products” in International
Cl ass 38. Applicant disclained the word “comruni cations.”
The application is based on applicant’s assertion of a bona
fide intention to use the mark in conmerce.

Regi stration has been refused under Section 2(d) of
the Trademark Act, 15 U.S.C. 81052(d), on the ground that
applicant’s mark, when used in connection with its
identified services, so resenbles the mark MEDI ANET, which
is registered for “comuni cati on services, nanely,
transmtting the data and nessages of others between
termnals, primarily via coaxial cable” in Internationa
Class 38,2 as to be likely to cause confusion, or to cause
m st ake, or to deceive.

When the refusal was nade final, applicant appealed to
this Board. Both applicant and the Exam ning Attorney have
briefed the issue before us, and an oral hearing was not

request ed.

> Registration No. 2,118,639, issued Decenber 9, 1997. The
original applicant in this registration was Medi a General Cable
of Fairfax County, Inc. (a Virginia corporation). Prior to
registration, the application was assigned and the registration
i ssued to Dynmaxi on Research, Ltd. (a Canadi an corporation). See
reel 1539, frane 0488.
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W affirmthe refusal to register. 1In reaching this
concl usion, we have followed the guidance of the Court in
Inre E. |. du Pont de Nenours & Co., 476 F.2d 1357, 177
USPQ 563 (CCPA 1973). 1In any |ikelihood of confusion
anal ysis, two key considerations are the simlarities
between the marks and the simlarities between the goods
and/ or services. See Federated Foods, Inc. v. Fort Howard
Paper Co., 544 F.2d 1098, 192 USPQ 24 (CCPA 1976); and In
re Azteca Restaurant Enterprises Inc., 50 USPQ2d 1209 (TTAB
1999) .

We turn first to a consideration of the registrant’s
services and applicant’s services. It is well settled that
goods and/or services need not be identical or even
conpetitive in order to support a finding of |ikelihood of
confusion. Rather, it is sufficient that the goods and/or
services are related in sonme manner or that the
ci rcunst ances surroundi ng their marketing are such that
they would be likely to be encountered by the sanme persons
in situations that would give rise, because of the marks
used thereon, to a mstaken belief that they originate from
or are in sone way associated with the sane producer or
that there is an associ ati on between the producers of the

goods and/or services. See In re Martin's Fanous Pastry
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Shoppe, Inc., 748 F.2d 1565, 223 USPQ 1289 (Fed. Cir.
1984); and In re Qous One Inc., 60 USPQ2d 1812 (TTAB 2001).

Further, it has been repeatedly held that in
determning the registrability of a mark, this Board is
constrained to conpare the goods and/or services as
identified in the application with the goods and/ or
services as identified in the registration. See In re
D xi e Restaurants Inc., 105 F.3d 1405, 41 USPQ2d 1531 (Fed.
Cr. 1997); COctocom Systens Inc. v. Houston Conputers
Services Inc., 918 F.2d 937, 16 USPQ@d 1783 (Fed. GCir
1990); and Canadi an | nperial Bank of Conmerce, Nati onal
Association v. Wlls Fargo Bank, 811 F.2d 1490, 1 USPQd
1813 (Fed. Cir. 1987).

Applicant argues that its services are fiber optic
network services sold only to nedium and | arge si zed
business in the entertai nnent industry, whereas registrant
offers its network primarily by coaxial cable and it is in
Fairfax County, Virginia only. Applicant submtted into
the record the file history of the cited registration
i ncl udi ng the specinmen contained therein. In the specinen
regi strant describes its MEDI ANET services as “a broadband
cabl e network” which “interconnects business firms, public
offices, financial institutions and health care facilities

in Fairfax County...”; and it also specifically states that
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“the MEDI ANET cable network will be supplemented with

m crowave |inks and/or fiber optic Iinks” and registrant
“Wll build dedicated coaxial cable or fiber optic Iinks
for customers, on request.”

Even though applicant has restricted its
identification of services to a fiber optic network,
registrant’s identified services are not solely restricted
to coaxial cable, and in fact, registrant’s identification
specifically refers to “primarily” carried via coaxi al
cable, clearly inplying that other nethods of delivery are
i ncluded. (Registrant’s specinmen makes clear that fiber
optic is one of those other avail able delivery nethods.)

Al so, applicant’s identification of services sets forth a
specific set of consuners, namely, “nediumand | arge sized
busi nesses in the entertai nnent industry.” However, the
cited registrant’s services, identified as “conmuni cati ons
services, nanely transmtting the data and nessages of
others between termnals...” is not so limted, and

t heref ore enconpasses nedi um and | arge sized businesses in
the entertai nnent industry. Thus, the cited registration’s
identification of services enconpasses the nore specific or
limted nature of applicant’s identified services. There
is no restriction in the cited registrant’s identification

of services |limting sane to Fairfax County, Virginia
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busi nesses and residents. Applicant’s and registrant’s
services are essentially the same or closely rel ated
services, except for the neans of providing the services,
with fiber optic being the nore recent technol ogy.

Based on the record before us, we readily concl ude
that applicant’s services, as identified, are enconpassed
by and otherwi se closely related to the cited registrant’s
broadly identified services, and would be sold through
simlar channels of trade to the sane class of purchasers.
See COctocom Systens Inc. v. Houston Conputer Services Inc.,
supra, at 1787.

Appl i cant argues that the custoners for both
applicant’s and registrant’s services are careful,
sophi sti cated purchasers, each seeking a specialized
service, and these purchasers will fully understand and
di stingui sh these services. Even if we assune that the
purchasers of the services in question in the instant case
are sophisticated purchasers, and that the purchase of the
respective services is done after careful consideration,
this does not mean that such purchasers are i mune from
confusion as to the origin of the respective services,
especi ally when sold under simlar marks. See W ncharger
Corporation v. Rinco, Inc., 297 F.2d 261, 132 USPQ 289

(CCPA 1962); and In re Deconbe, 9 USP(Rd 1812 (TTAB 1988).



Ser. No. 75/780993

That is, even relatively sophisticated purchasers and users
of these services, including people in nmediumand |arge
busi nesses in the entertai nnent industry, could believe
that these services cone fromthe sane source, if
identified by substantially simlar marks. See Wi ss
Associates Inc. v. HRL Associates Inc., 902 F.2d 1546, 14
UsP2d 1840 (Fed. G r. 1990); and Aries Systens Corp. V.
World Book Inc., 23 USPQ2d 1742, footnote 17 (TTAB 1992).

Turning next to a consideration of the respective
marks, it is well settled that marks nust be considered in
their entireties as to the simlarities and dissimlarities
thereof. However, our prinmary review ng court has held
that in articulating reasons for reaching a concl usion on
the question of likelihood of confusion, there is nothing
i nproper in stating that, for rational reasons, nore or
| ess wei ght has been given to a particular feature or
portion of a mark. That is, one feature of a mark nay have
nore significance than another. See Sweats Fashions Inc.
v. Pannill Knitting Co., 833 F.2d 1560, 4 USP@d 1793, 1798
(Fed. Gir. 1987); and In re National Data Corporation, 753
F.2d 1056, 224 USPQ 749, 752 (Fed. Cir. 1985).

In this case, both applicant’s mark and registrant’s
mark share the term MEDI ANET or MEDI A. NET, the former being

registrant’s mark in its entirety and the latter being the
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dom nant part of applicant’s mark. Applicant acknow edges
and agrees that the dom nant portion of its mark is
MEDI A. NET. (See applicant’s brief, p. 3 and applicant’s
reply brief, p. 1.)

However, applicant contends that the “.” in
applicant’s mark woul d be read as “dot” not sinply as a
“period”; and that applicant’s mark then creates a
di fferent commercial inpression being that of a domain
nane, while registrant’s does not. W agree that the “.”
in applicant’s mark is likely to be read as “dot.” But, we
do not find that this changes the connotation or commerci al
i npression of applicant’s mark significantly fromthat of
registrant’s mark, MEDIANET. In fact, purchasers famliar
wWith registrant’s services sold under the registered mark
MEDI ANET may, upon seeing applicant’s mark MEDI A. NET
COVMUNI CATI ONS on the sanme or closely rel ated services,
assunme that registrant is now using its mark MEDI ANET as a
domai n nane, and that the services originate fromthe sane
entity.

Further, under actual market conditions, consuners
generally do not have the |uxury of naking side-by-side
conpari sons. The proper test in determning |likelihood of
confusion is not a side-by-side conparison of the marks,

but rather nust be based on the simlarity of the general
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overall commercial inpressions engendered by the invol ved
mar ks. See Puma- Sport schuhfabri ken Rudol f Dassler KG v.
Rol | er Derby Skate Corporation, 206 USPQ 255 (TTAB 1980).
The differences in the marks (applicant’s addition of a “.”
and the highly descriptive/generic word “conmuni cati ons”)
do not serve to distinguish the marks in issue here. That
is, purchasers are unlikely to renenber the specific

di fferences between the marks due to the recollection of

t he average purchaser, who nornmally retains a general,

rat her than a specific, inpression of the many trademarks
encountered. See G andpa Pidgeon’s of M ssouri, Inc. v.
Borgsmller, 477 F.2d 586, 177 USPQ 573 (CCPA 1973); Spoons
Restaurants Inc. v. Mrrison Inc., 23 USPQd 1735 (TTAB
1991), aff’d unpub’d (Fed. GCr., June 5, 1992); and Edi son
Brothers Stores v. Brutting E. B. Sport-International, 230
USPQ 530 (TTAB 1986).

W find that applicant’s mark MEDI AL NET COVMUNI CATI ONS
and registrant’s mark MEDI ANET, although obvi ously not
identical, are simlar in sound, appearance, connotation
and comrercial inpression. Purchasers would assune that
applicant’s services cone fromthe sanme source as
registrant’s services, or are sonmehow sponsored by or
associated with registrant, when offered under these

respective narks.
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Finally, applicant argues that registrant’s mark
MEDI ANET is “highly suggestive” of its “comrunications
t hrough the nmedium of a cable network,” and is “only
entitled to a narrow scope of protection.” (Brief, p. 4.)
Applicant offered no evidence to support its contention
that registrant’s mark shoul d be afforded only a narrow
scope of protection. Even if we were to assune that the
mar k MEDI ANET is highly suggestive of registrant’s
services, which we do not, it is nonetheless a mark
regi stered on the Principal Register and entitled to
protection under the Trademark Act.

Decision: The refusal to register under Section 2(d)

is affirnmed.
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