THIS DECISION IS NOT
CITABLE AS PRECEDENT
OF THE TTAB

Paper No. 12
TJQ
Mai | ed: 2/ 5/ 2003

UNI TED STATES PATENT AND TRADEMARK OFFI CE
Trademark Trial and Appeal Board
In re Marconi Comuni cations, Inc.
Serial No. 75/782,260
Mark S. Svat of Fay, Sharpe, Fagan, M nnich & MKee for
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Before Simms, Cissel and Quinn, Adm nistrative Tradenark
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Opi nion by Quinn, Adm nistrative Trademark Judge:
An application was filed by Marconi Comruni cati ons,

Inc. to register the mark M CA for “indoor cabinets used to
house el ectroni c equi pnment at central offices of phone
conpani es, whereby the cabinets are used in commerci al

est abl i shnents.”?

! Application Serial No. 75/782,6260, filed August 23, 1999, based
on an allegation of a bona fide intention to use the mark in
commerce. The identification of goods was anended by applicant
inits May 24, 2001 response, and the Exam ning Attorney accepted
the anendnent in the Ofice action dated Septenber 4, 2001.
Applicant, in its appeal brief, refers to the original
identification of goods. As correctly pointed out by the
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The Trademark Exam ning Attorney refused registration
under Section 2(e)(1) of the Trademark Act on the ground
that applicant’s mark, if applied to the goods, would be
deceptively m sdescriptive of them

When the refusal was made final, applicant appeal ed.
Applicant and the Exanmining Attorney filed briefs.? An oral
heari ng was not request ed.

The Exam ning Attorney maintains that the term*®“mca”
is a conmon word, found in the dictionary, nmeaning “[a]ny
of a group of chem cally and physically related al um num
silicate mnerals, common in igneous and netanorphi c rocks,
characteristically splitting into flexible sheets used in

i nsul ation and el ectrical equipnent.” The Anerican

Heritage Dictionary of the English Language (3'% ed. 1992).

Because applicant’s cabinets do not contain any mca, the
Exam ning Attorney contends that the term m sdescribes the
goods. Further, because cabinets are often nmade of or
contain mca, and because mca is used for electrical

i nsul ation, the Exam ning Attorney asserts that purchasers

Exam ni ng Attorney, however, the anended identification is the
one used in determning the nmerits of the refusal
2 Applicant, inits brief (p. 6), states that in the event the

refusal is affirmed, “[a]pplicant will request the application be
renmanded back to the Examining Attorney for potential anendnent
to the Suppl enental Register.” Al though the point is noot by

virtue of this decision, such procedure is not perm ssible.
Trademark Rule 2.142(g). See: Inre S. D. Fabrics, Inc., 223
USPQ 56 (TTAB 1986). See generally: TBMP Section 1218.
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are likely to believe that applicant’s cabinets are nade of
or contain mca when, in point of fact, they are neither.
In addition to the dictionary listing cited above, the
Exam ning Attorney subm tted webpages obtained fromthe
I nternet and excerpts retrieved fromthe NEXI S database.

Applicant argues that its mark is not deceptively
m sdescriptive, but rather that its coined mark is an
acronym for “Modul ar | ndoor Cabinet Architecture.”
Applicant states that there is no need for electrical
insulation in its product which m ght be acconplished by
the use of mca, and that sophisticated purchasers of
applicant’s sophisticated goods will know this and that,
therefore, purchasers are not likely to believe that mca
is involved. Applicant criticizes the Exam ning Attorney’s
Internet and NEXI S evi dence by asserting that the evidence
pertains to furniture-type cabinets found in honme kitchens
and bat hroons, and not the type of sophisticated cabinets
for el ectronic equi pnent produced by applicant and bought
by phone conpani es.

The test for deceptive m sdescriptiveness has two
parts. First it nust be determned if the matter sought to
be regi stered m sdescri bes the goods. If so, then it nust

be ascertained if it is also deceptive, that is, if anyone
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is likely to believe the m srepresentation. 1In re Quady
Wnery Inc., 221 USPQ 1213, 1214 (TTAB 1984).

It is helpful to review applicant’s product literature
in an effort to understand the specific nature of the
i nvol ved goods. The literature describes the goods as
“i ndoor cabi nets” designed “to house and protect
t el econmuni cati ons equi prent depl oyed in indoor
applications.” The literature indicates that the cabinets
have a “[r]ugged nmetal housing nade of heavy gauge steel,
which is cold-rolled with a powder coat finish for
durability.”

W find that neither prong of the test for deceptive
m sdescriptiveness is net. Wth respect to the first
prong, we recognize that “mca” is a dictionary term The
record is conpletely devoid of any evidence, however, that
cabinets of the type produced by applicant are ever nade of
or include mca. Gven this, we do not see how the term
m sdescri bes the goods. Although the evidences indicates
that mca is used in a variety of applications, including
as a general insulation material in electrical
applications, none of the applications appears to pertain
to the type of product nade by applicant.

W will assune for the sake of argunent, however, that

the term“m ca” m sdescribes applicant’s goods because
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applicant’s cabinets do not include mca. Even nmaking this
assunption, the second prong of the test clearly is not net
based on the record before us.

Applicant’s goods are fairly technical in nature, and
woul d be sold to sophisticated purchasers, such as phone
conpanies. As indicated earlier, the term“mca” does not
have a specific neaning with respect to the type of
cabi nets here, nanely, cabinets used to house el ectronic
equi pnent at phone conpanies. A sophisticated buyer
carefully purchasing such cabinets not made of mica wll
not be deceived by applicant’s mark into believing that the
cabi nets are nmade of m ca.

To the extent that the Exam ning Attorney’s evidence
shows that mca is used for cabinets, the evidence pertains
to donestic-type cabinets, that is, cabinets used in the
honme, such as kitchen cabinets or bathroom cabinets. To
reiterate, none of the evidence shows use of mica in
connection with indoor cabinets used to house electronic
equi pnent at central offices of phone conpanies, or with
any simlar type goods. There is no evidence which, in
applicant’s words, “would inply that there is or needs to
be a function of electrical insulation which mght be
acconplished by the use of mca.” (brief, p. 5).

Decision: The refusal to register is reversed.



