THIS DISPOSITION IS NOT
CITABLE AS PRECEDENT
OF THE TTAB

Mai | ed:
9/ 16/ 2003

Paper No. 20
RFC

UNI TED STATES PATENT AND TRADEMARK OFFI CE
Trademark Trial and Appeal Board
In re Certainteed Corporation
Serial No. 75/790, 432
Roberta Jacobs- Meadway of Ballard Spahr Andrews &
I ngersol |, LLP for Certainteed Corporation.
Lauriel Dalier, Trademark Exam ning Attorney, Law Ofice
116 (Meryl Hershkow tz, Managi ng Attorney).
Before Sinmms, Cissel and Chapman, Administrative Trademark
Judges.
Qpi nion by C ssel, Admnistrative Tradenmark Judge:

On Septenber 28, 1999, applicant filed the above-
identified application to register the mark CLAREMONT on
the Principal Register for “polyvinyl chloride (PVC
w ndows and patio doors,” in Cass 19. The basis for
filing the application was applicant’s assertion that it

possessed a bona fide intention to use the mark in conmerce

in connection with these goods.
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The Exam ning Attorney refused registration under
Section 2(d) of the Lanham Act, 15 U.S.C. Section 1052(d),
on the ground that applicant’s mark so resenbl es the mark
CLERMONT, which is registered® for “interior doors and door
facings nade of construction board, nanely conposite board,
fi berboard, hardboard and synthetic |unber or artificial
| unber,” also in Class 19, that if applicant were to use
the mark it seeks to register in connection with polyvinyl
chl ori de wi ndows and pati o doors, confusion would be
likely.

In response to the refusal to register, applicant
argued that confusion would not be |ikely because the “vast
majority” of the products applicant intends to sell under
the mark are wi ndows, rather than doors, and applicant’s
“wW ndow custoners are prinmarily specialized installers of
exterior building products such as asphalt roofing
shingles, vinyl siding and vinyl w ndows and patio doors.
These installers generally do not install interior products
such as the interior doors sold by Masonite under the
CLERMONT nmark.” (Response to first Ofice Action, p. 3).

Addi tionally, applicant argued that such specialized

! Reg. No. 1,953,493, issued on the Principal Register on January
30, 1996 to Masonite Corp.; affidavits under Sections 8 and 15 of
the Act accepted and acknow edged, respectively.
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installers are “relatively sophisticated and are not |ikely
to be confused between a vinyl w ndow or patio door on the
one hand and an interior door made of fiberboard or
synthetic lunber on the other hand.” (p. 2 of the
response). Applicant submtted no evidence in support of
any of its argunents.

The Exam ning Attorney was not persuaded to wi thdraw
the refusal to register, and in her second Ofice Action,
she made the refusal to register under Section 2(d) final.
Subm tted in support of the refusal were a nunber of use-
based third-party registrations wherein the lists of goods
i ncl ude doors and wi ndows that can be used for the interior
and/or the exterior of a hone or building. For exanple, in
Reg. No. 2,294,916, the |ist of goods includes w ndow
frames made of wood and vinyl and doors and doorfranmes nmade
of wood, without any restriction or limtation to interior
or exterior installation; Reg. No. 2,276,946 |ists
installation services, including the installation of “netal

and wood bifold doors,” “interior doors,” “interior pre-

hung door,” “interior slab door,” “mrror doors” and
“exterior doors”; and Reg. No. 2,361,014 lists “w ndow
assenblies” as well as “patio doors” and “patio door

tracks” not made of netal, wi thout regard to whether said
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products are for use inside of a structure or outside of
it.
Al so submitted in support of the refusal to register

was an entry fromthe Thonmas Regi ster website describing a

conpany in Oregon as a manufacturer of both doors and

wi ndows of several varieties and describing another conpany
in Wsconsin as a “supplier of steel entry doors/entrances
including ...interior doors [and] wndow trim” The

Exam ning Attorney asserted that this evidence denonstrates
that the same sources nake doors and wi ndows that can be
used for the interiors of buildings and doors and w ndows
for use on the exteriors of buildings.

Applicant filed a Notice of Appeal concurrently with a
request for suspension of action on the appeal in view of
applicant’s statenent that it was seeking a letter of
consent fromthe owner of the cited registration. The
desi gnat ed suspensi on period expired w thout subm ssion of
such a consent, however, and follow ng an additi onal
extensi on granted by the Board, applicant was advi sed that
action on the appeal was resuned, and applicant woul d have
to file its brief on appeal.

The Board di sm ssed the appeal because no brief was
filed within the tinme period it had set, but in view of the

fact that applicant had actually tinely filed an additi onal
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request for an extension of time, the Board’ s dism ssal was
vacat ed, and applicant was all owed additional tinme in which
to submt its brief on appeal. Applicant tinely did so,
and the Exam ning Attorney filed her appeal brief, but
applicant did not request an oral hearing before the Board.

The sol e issue before us in this appeal is whether
confusion would be likely if applicant were to use the mark
CLAREMONT for “polyvinyl chloride windows and pati o doors”
in view of the registered mark CLERMONT for “interior doors
and door facings made of construction board, fiberboard,
har dboard and synthetic |unber or artificial |unber.”
Based on careful consideration of the record in this
application and the witten argunents of applicant and the
Exam ning Attorney, we hold that the refusal under Section
2(d) of the Lanham Act is well taken. Confusion would be
| i kely because these two marks are simlar in appearance,
pronunci ation and conmerci al inpression, and the goods
specified in the application are comercially related to
those identified in the registration.

The predecessor to our primary reviewing Court |isted
the principal factors to be considered in determning
whet her confusion is likely in the case of Inre E. I.
duPont de Nenours & Co., 476 F.2d 1357, 177 USPQ 563 ( CCPA

1973). Chief anong these factors are (1) the simlarity of



Ser No. 75/790, 432

the marks as to appearance, pronunci ation, neani ng and
comercial inpression; and (2) the simlarity of the
goods. Federated Foods, Inc. v. Fort Howard Paper Co., 544
F.2d 1098, 192 USPQ 24 (CCPA 1976).

Not wi t hst andi ng applicant’s argunents to the contrary,
these two narks are quite simlar. Applicant argues that
the differences in the ways the narks are spelled require
that they be pronounced differently; and that they have
di fferent geographi c neanings. The issue is not whether a
si de- by-si de conpari son of the marks woul d nmake
di stinctions apparent, but rather whether the marks create
simlar overall commercial inpression in connection with
the goods with which they are, or are intended to be, used.
Visual Information Institute, Inc. v. Vicon industries
Inc., 209 USPQ 179 (TTAB 1980). In determ ning what the
overall commercial inpressions of the marks are, we nust
focus on the perception and recollection of the average
pur chaser of the goods in question, recognizing that people
normal Iy retain general, rather than specific, inpressions
of trademarks. Chentron Corp. v. Mrris Coupling & C anp
Co., 203 USPQ 537 (TTAB 1979). In keeping with the
decision in the duPont case, supra, although the marks are
conpared for simlarities in pronunciation, appearance and

connotation, simlarity in any one of these factors may be
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a sufficient basis upon which to conclude that confusion
woul d be likely.

Recogni zing that there is no necessarily “correct”
pronunci ati on of either of these two nmarks, we nonethel ess
conclude that they are likely to be pronounced simlarly,
i.e., we agree with the Exami ning Attorney that CLAREMONT
and CLERMONT are essentially phonetic equivalents. These
mar ks are simlar in appearance and pronunciation, and if
t hey have any connotations, they would appear to be place
names or surnanes, so their connotations are also simlar
Plainly, if these nmarks were to be used in connection with
the sane or simlar products, confusion wthin the nmeaning
of Section 2(d) of the Lanham Act would be |ikely.

We thus turn to the relationship between the goods
listed in the registration, interior doors and door facings
made of different kinds of board and synthetic or
artificial lunber, and the goods identified in the cited
application, polyvinyl chloride windows and pati o doors.
Appl i cant argues that the goods are used for different
pur poses; that they are not likely to nove in the sane
channel s of trade; and that the custoners who buy them are
sophi sti cat ed.

To the contrary, the record shows that doors, whether

interior or exterior, are available fromthe sane suppliers
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and that the sanme people who install interior doors also
install exterior doors. Contrary to the argunent presented
by applicant responsive to the first Ofice Action, the
question is not whether purchasers are likely to confuse
applicant’s products with those specified in the cited

regi stration, but rather whether the use of simlar marks
in connection with both is likely to lead to confusion as
to the source of the goods. In re Miucky Duck Mustard Co.

6 USPQ2d 1467 (TTAB 1988).

Simlarly, the fact that applicant intends to sell
nore wi ndows under the mark than doors is not persuasive on
the issue of likelihood of confusion. The relative
proportions of the sales of these two rel ated products have
no bearing on whether applicant’s mark i s unregistrable
because confusion with the cited regi stered mark woul d be
li kely.

Applicant’s argunment that its products are expensive
goods which are narketed to specialized installers who are
sophi sti cated, non-inpul sive purchasers as regards these
goods is not supported by any evidence. As identified
Wi thout restrictions or limtations in the application and
the cited registration, respectively, these products coul d
al so be sold in hone inprovenent stores, in which case

ordi nary consuners woul d be one class of purchasers. Even
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if applicant’s assertions wth regard to trade channels and
t he sophistication of purchasers of its products had been
established as facts, the fact that purchasers are

sophi sticated or know edgeable in a particular field does
not necessarily translate into sophistication or know edge
regardi ng trademarks. Even sophisticated and know edgeabl e
peopl e are susceptible to source confusion caused by the
use of simlar marks on related products. In re Deconbe, 9
UsP@d 1812 (TTAB 1988).

In summary, the record denonstrates that prospective
purchasers would be likely to conclude that use of simlar
mar ks in connection wi th polyvinyl chloride w ndows and
pati o doors, on the one hand, and interior doors and door
faci ngs nmade of construction board, on the other, indicates
that a single source is responsible for these products.

We have no doubt regarding this conclusion, but if we
di d, such doubt would necessarily be resolved in favor of
the prior user and registrant, and agai nst the applicant,
who, as the second coner, has a duty to select a mark which
is not likely to cause confusion with one that is already
in use in the sane field of commerce. |In re Hyper Shoppes
(Chio), Inc., 837 F.2d 463, 6 USPQd 1025 (Fed. Cir. 1998).

DECI SION: The refusal to register under Section 2(d)

of the Lanham Act is affirned.



