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David L. Garrison of Garrison & Associates PS for F
Merrill Matlovich, dba i Cam Productions.
Maria-Victoria Suarez, Trademark Exam ning Attorney, Law
Ofice 102 (Thomas V. Shaw, Managi ng Attorney).
Before Sinmms, Holtzman and Rogers, Adm nistrative Trademark
Judges.
Qpi nion by Sims, Admi nistrative Trademark Judge:
F. Merrill WMatlovich, dba i Cam Productions (applicant)
has appealed fromthe final refusal of the Tradenmark
Exam ning Attorney to register the mark DOTSEX for
pronoting the goods and services of others in the fields of

soft-core and hard-core pornographi c phot ography by

providing a Wb site at which nenbers can link to the Wb
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sites of others.! The Exanmining Attorney has refused

regi stration under Section 2(e)(1l) of the Act, 15 USC
8§1052(e) (1), on the basis that applicant’s mark is nerely
descriptive of his services.? Applicant and the Exani ning
Attorney have submitted briefs® and an oral hearing was
hel d.

The Exam ning Attorney argues that applicant’s mark
DOTSEX i s the phonetic equival ent of .sex and woul d be
pronounced dot sex, nuch like .comis pronounced dot com
Here, the Exami ning Attorney contends that the term SEX in
applicant’s mark i medi ately describes a significant
feature or characteristic of applicant’s services in that
it tells users that applicant provides services of a sexual
nature or with adult content. Mreover, the addition of
the word DOT does not detract fromthe nere descriptiveness
of the word SEX in applicant’s mark, the Exam ning Attorney

cont ends.

YApplication Serial No. 75/795,407, filed October 4, 1999, based upon
applicant’s allegation of a bona fide intention to use the mark in
conmer ce.

The Exanining Attorney has withdrawn an earlier refusal that
applicant’s asserted mark does not function as a service mark.

®*The Examining Attorney has objected to the new evidence (printouts from
O fice records of third-party registrations and applications) submtted
with applicant’s brief. The Exanining Attorney correctly observes
that, under Trademark Rule 2.142(d), the file in the application should
be conplete prior to the filing of the notice of appeal. Accordingly,
because this evidence is untinmely, the objection is sustained and the
evi dence has not been considered. Simlarly, applicant’s recently
obt ai ned registration of the mark DOTXXX for simlar services (Reg. No.
2,610, 275, issued Aug. 20, 2002), offered at the oral hearing and
objected to by the Exam ning Attorney, will not be considered.
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Mar ks that contain the phonetic

equi val ent of a top-level domain (TLD)
(e.g., ABC DOTCOM) are treated in the
sanme manner as marks conposed of a TLD
(e.g., ABC.COM. Hence, the presence
or absence of the punctuation, whether
in a synbolic or literal form does not
change the neaning of the mark. The
term “DOTSEX” is, in fact, the

equi valent of “.SEX,” and is stil
nmerely descriptive.

Consequently, the public wll
recogni zed [sic] the wording “DOTSEX”
as signifying an adult-oriented
website. Al though The Internet
Cor poration for Assigned Nanes and
Numbers (I CANN) has not adopted “.sex”
as an acceptable TLD, it strongly has
been proposed as a future TLD
designating adult-oriented websites.
Accordingly, to the extent potential
consuners view the mark as a TLD, the
mark clearly nanmes the nature of the
website provided by the applicant.

Whet her or not the TLD “.sex” is
available is not relevant in a
trademark sense if potential consuners
will view the mark as accurately
describing a significant characteristic
of the applicant’s services.

Exam ning Attorney’s appeal brief, 4.

The Exam ning Attorney has made of record excerpts
fromthe Nexis database showi ng that “.sex” or “dot sex”
has appeared in nunerous stories, and a dictionary

definition fromH gh-Tech Dictionary indicating that “.conf

is pronounced “dot com” Sone of the evidence is quoted

bel ow
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.for new TLDs fromregistry operators
and recei ved 44 proposal s representing
hundr eds of possible TLDs rangi ng from
dot-kids to dot-sex...

The Record, March 5, 2001

..Even the Internet pornography industry
woul d agree that there could be many
benefits in having all pornography-
related web sites end in “dot sex”...
Newsday, Decenber 3, 1999

..That nmeans the dot-cons wll |ikely be
j oi ned by dot-biz, dot-sex and ot her
conbi nati ons...

The Seattle Tinmes, Novenber 4, 1999

.Child Online Protection Conm ssion
di scussed the extrenely controversi al
notion of creating an adults only

I nternet domain such as .Xxxx or .sex.
Newsbyt es, June 9, 2000

.adult sites could voluntarily station
their web sites at this new domai n.
What woul d be the incentive to nove
themoff .comto maybe .sex or .xxx?
The Orange County Regi ster, Septenber
29, 1999

Proponents of such a proposal contend
that by creating a “.xxx” or “.sex”

I nternet domain “harnful” pornographic
material could be isolated in a single
| nt er net nei ghbor hood...

Newsbyt es, June 8, 2000

Applicant, on the other hand, argues that his mark is

suggestive of the goods and services featured on his Wb
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site because it nerely suggests that applicant’s services
may involve matter with sexual content, but does not

i mredi ately convey the idea, quality or characteristic of
applicant’s services.

The service mark “DOTSEX’ m ght
reasonably be thought by the ordinary
observer to suggest that the services
with which it is associated has [sic]
to do with products and services having
a sexual connotation, but the mark
DOTSEX is not nerely descriptive
thereof. The addition of the *DOI”
m ght al so suggest, to the perceptive
observer, that it has [to] do with
conput er - based activities and servi ces.
But the mark clearly “requires the
consuner to exercise the inmagination in
order to draw a conclusion as to the
nat ure of goods and services”... The
mark itself does not convey any
specific information about applicant’s
services or its intended consuners;
rather it requires inmagination to
connect the term “DOTSEX’ to the
service of providing a website...
Clearly, the reason for rejecting
the applicant’s mark is the presence of
SEX as a part of the mark. This
rejection is without basis other than
t he unsupported concept that a mark
shoul d not contain these three letters.
The Patent and Trademark O fice should
not undertake the role of societal
censor without a clear statutory
requirenent to do so. [Enphasis in
original]

Applicant’s appeal brief, 2-3, 6. Applicant states that he

has been using the applied-for service mark since Decenber
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29, 1999, although applicant has not filed an anmendnent to
al | ege use.

The test for determ ning whether a mark is nerely
descriptive is whether the termor phrase i mediately
conveys information concerning a significant quality,
characteristic, function, ingredient, attribute or feature
of the product or service in connection with which it is
used or is intended to be used. In re Abcor Devel opnent
Corp., 588 F.2d 811, 200 USPQ 215 (CCPA 1978); In re Eden
Foods Inc., 24 USPQ2d 1757 (TTAB 1992); and In re Bright-
Crest, Ltd., 204 USPQ 591 (TTAB 1979). Further, it is
wel | -established that the determ nation of nere
descriptiveness nust be nmade, not in the abstract or on the
basis of guesswork, but in relation to the goods or
services for which registration is sought, the context in
which the termor phrase is being used or is intended to be
used on or in connection with those goods or services, and
the inpact that it is likely to nake on the average
purchaser of such goods or services. |In re Consolidated
Cigar Co., 35 USPQ2d 1290 (TTAB 1995); and In re Pennzoi
Products Co., 20 USPQ2d 1753 (TTAB 1991). Consequently,
“[w het her consuners could guess what the product [or
service] is fromconsideration of the mark alone is not the

test.” In re Anerican Geetings Corp., 226 USPQ 365, 366
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(TTAB 1985). Rather, the question is whether sonmeone who
knows what the goods or services are will understand the
termor phrase to convey information about them In re
Honme Buil ders Association of Greenville, 18 USPQRd 1313
(TTAB 1990).

Upon careful consideration of this record and the
argunents of the attorneys, we agree with the Exam ning
Attorney that the asserted mark DOTSEX is nerely
descriptive of applicant’s services.

First, as noted, we nust consider the question of
descriptiveness in the context of actual or prospective
use, not whether potential consunmers or users wll be able
to guess what the services are but rather whether the nark,
as used in connection with the services, describes a
quality, feature or characteristic of the services.
Therefore, we consider the mark DOTSEX as used on or in
connection with a Web site providing links to other Wb
sites containing matter of a sexual nature.

Al t hough applicant is not using or intending to use
the asserted mark as a top | evel domain nanme, we note in
passi ng what the Trademark Manual of Exam ning Procedure
states with regard to the question of nere descriptiveness

of terns such as Internet domai n nanes:
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I nt ernet donmai n nanes rai se sone uni que
trademark issues. A mark conprised of an
Internet domain nanme is registrable as a
trademark or service mark only if it
functions as an identifier of the source of
goods or services. Portions of the uniform
resource locator (URL) including the
begi nning, (“http://ww.”) and the top
| evel Internet domain nane (TLD) (e.g.
“.com” “.org,” “.edu,”) function to
i ndi cate an address on the Wrld Wde Wb,
and therefore generally serve no source-
indicating function. See TMEP 881215 et
seq. regarding marks conprising donain
nanes. TLDs may al so signify abbreviations
for the type of entity for whom use of the
cyberspace has been reserved. For exanple,
the TLD “.conf signifies to the public that
the user of the domain nanme constitutes a
comercial entity. See Goodyear’s |India
Rubber d ove Mg. Co. v. Goodyear Rubber
Co., 128 U. S. 598, 602 (1888)(“The addition
of the word ‘ Conpany’ [to an ot herw se
generic mark] only indicates that parties
have formed an associ ation or partnership
to deal in such goods . . . .” and does not
render the generic mark registrable).

| f a proposed mark includes a TLD such
as “.conf, “.biz”, “.info”, the exam ning
attorney should present evidence that the
termis a TLD, and, if avail able, evidence
of the significance of the TLD as an

abbreviation (e.g. “.edu” signifies an
educational institution, “.biz” signifies a
busi ness) .

Because TLDs generally serve no source-
i ndicating function, their addition to an
ot herw se unregistrable mark typically
cannot render it registrable. See
Goodyear, 128 U.S. at 602 (the
incorporation of a termwth no source-
i ndicating function into an ot herw se
generic mark cannot render it registrable).
For exanple, if a proposed nmark is conposed
of nerely descriptive tern(s) conbined with
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a TLD, the exam ning attorney nust refuse
registration on the Principal Register
under Tradenmark Act 82(e)(1l), 15 U. S.C
81052(e) (1), on the ground that the mark is
nerely descriptive. See TMEP §1215. 04.

Simlarly, if a proposed nmark is
conposed of generic tern(s) for the
applicant’s goods or services and a TLD,

t he exam ning attorney nust refuse
registration on the ground that the mark is
generic. See TMEP 881209.01(c) (i) and
1215. 05.

See TMEP 8§1209. 03(m).

Here, while applicant’s nmark does not function as a
top | evel domain nane such as “.conf (or, as pronounced,
“dot conf), nevertheless there is no question but that
applicant’s mark DOTSEX is the |iteral equivalent of the
expression “.SEX’ or “.sex”. The conputer literate, and
presumably the users of applicant’s services would be in

that category, would, of course, be famliar with the

pronunci ati on of such expressions as “.conf, “.org”,

.net”, etc. Mreover, the evidence of possible future use

of “.sex” as a top |level donmain nane is significant, not
because it may becone one, but rather because a significant
segnent of the relevant public may view applicant’s mark as

havi ng the descriptive significance of an Internet site

provi di ng connections of a sexual nature.?

“We note that sone of the excerpts of record discussing possible use of
“.sex” as a top level domain name precede applicant’s filing date. The
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It is our opinion that the character “.”, or the word
“dot,” when used in connection with the pronotion or
di splay of a Wb site (rather than as part of the Wb
site’'s address), does not serve to alter the essential
significance thereof. The character “.” or its literal
equi val ent “dot,” has significance, according to this
record, of indicating an online or Internet connection.
The word “dot” (or “DOT”) along with the word “SEX,” used
in conjunction with applicant’s online services,
i mredi ately tells prospective custonmers and users that
applicant’s Wb site provides access to content of a sexual
nature. The fact that applicant does not use the asserted
mark as a TLD but rather only to identify a Wb site that
provide links to other sites of a sexual nature, does not
serve to detract fromthe direct information conveyed by
the term The term DOTSEX, used in connection with a Wb
site that provides links to other sites of a sexual nature,
does not require the use of imagination or perception to
understand the ternis descriptive significance. The term
is nore than suggestive; it is nerely descriptive. W
conclude that the asserted nmark DOTSEX nerely describes a

significant quality, feature or characteristic of

application was filed on the basis of an allegation of bona fide
intention to use the mark in comerce.

10



Serial No. 75/795, 407

applicant’s services of providing a Wb site with links to
ot her sites of a sexual nature. Conpare In re

CyberFinancial.Net, Inc., __ USPQ2d__, Serial No.

75/ 482,561 (TTAB August 28, 2002) ( BONDS. COM hel d

unregi strable for, anong other things, online informational
services regarding such financial products as debt
instrunments and related investnents); and In re Martin
Cont ai ner, Inc., 65 USPQ2d 1058 (TTAB 2002) (where the Board
found the designati on CONTAINER COMto be generic and

i ncapabl e of registration on the Suppl enental Register when
used in connection with “retail store services and retai
services offered via tel ephone featuring netal shipping
containers” and “rental of netal shipping containers.”

Decision: The refusal to register is affirmed.
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