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Opi ni on by Chapman, Adm nistrative Trademark Judge:

On Cctober 26, 1999, Equinix, Inc. (a Del anare
corporation) filed an application to register the mark
| NTERNET BUSI NESS EXCHANGE on the Princi pal Register for
services anended to read “providing nultiple user access to
a gl obal comunication network featuring the provision of

unlimted and unrestricted interconnection anong the

Internet Service Providers (1SPs), content providers,
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carriers and Conponent Service Providers (CSPs)” in
International C ass 38. Applicant disclainmed the term
“Internet.” The application is based on applicant’s
clainmed date of first use and first use in comrerce of My
26, 1999.

The Exami ning Attorney refused registration on the
ground that applicant’s mark, | NTERNET BUSI NESS EXCHANGE,
is merely descriptive of applicant’s services under Section
2(e) (1) of the Trademark Act, 15 U.S.C. 8§1052(e)(1).

When the refusal was nade final, applicant appealed to
this Board. Both applicant and the Exam ning Attorney have
filed briefs!; an oral hearing was not requested.

The Exam ning Attorney contends that the term
“Internet” is the generic termwhich tells consuners the
i nvol ved services are available on or facilitate use of the
gl obal conputer network; and that in the context of
applicant’s services, “Business Exchange” is w dely used
across an array of industries to identify the service of
providing interconnectivity to businesses in order to allow
themto conduct business to business (or “B2B’) conmerce,

or put another way, the mark imrediately tells consuners

! Applicant’s notion (filed March 8, 2002) to extend its time to
file areply brief is granted, and we have consi dered applicant’s
reply brief.
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the function of this online exchange, which is to
facilitate the conducting of Internet business.

In support of the descriptiveness refusal, the
Exam ni ng Attorney has nmade of record the foll ow ng

definitions from The Anerican Heritage Dictionary (Third

Edition 1992):
(1) “Internet” is defined as “a matrix
of networks that connects
conputers around the world,” and

(2) *“exchange” is defined as “a pl ace
where things are exchanged.”

The Exam ning Attorney also submtted (i) copies of
several third-party registrations to show that the words

“Internet,” “exchange” and “busi ness exchange” have each
been di sclained or registered on the Suppl enental Register
when the word(s) was part of a mark for products or
services involving the exchange of business infornmation;
(11) copies of numerous excerpted stories retrieved from
the Nexis database to show how applicant and others use the
words “lInternet business exchange” and “online business
exchange” to describe the services that facilitate the
exchange of e-commerce and busi ness to business on the
Internet, (i.e., related interconnectivity services); and

(iii) certain pages printed fromapplicant’s website as

evi dence that applicant itself uses the word “exchange” to
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tell consunmers that applicant provides an el ectronic
traffic exchange for their Internet business.

Applicant argues that the mark | NTERNET BUSI NESS
EXCHANGE is a coined and unitary expression which is
i ncongruous and at nobst suggests sonet hing about the nature
of applicant’s services, but has no precise nmeaning in the
context of applicant’s identified services; that the term
“exchange,” when considered as part of the entire mark,
“conveys a vague, nebul ous notion of Applicant’s services”
(brief, p. 7), but the words taken together do not have any
readily identifiable neaning; that registration of
applicant’s mark will not deprive conpetitors of the right

to use the words “Internet,” “business” or “exchange”; that
t hose considering the mark, taken as a whole, would have to
engage in nental gymmastics in order to ascertain the
pur pose, function or characteristics of applicant’s
services; that the Exam ning Attorney’ s Nexis evidence
i ncl udes uses which are references to applicant; and that
t he Exam ning Attorney has not denonstrated that
applicant’s mark is merely descriptive of applicant’s
servi ces.

Appl i cant specifically argued the follow ng:

The term | NTERNET BUSI NESS EXCHANGE in

its entirety does not have a readily
identifiable meaning. |In fact, the
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conbi nation of the literal definitions

of each of the three individual

el enents of the Applicant’s mark

denonstrates the mark’s incongruity, as

t he conbination of the three elenments

creates a termwith no readily conveyed

meani ng or understandi ng. The

Applicant’s mark, while it may vaguely

suggest an i mage of, anong ot her

things, a type of on-line conmmercial

activity, the reality of the present

case is that | NTERNET BUSI NESS EXCHANGE

is not descriptive of anything. (Brief,

p. 13.) (Enphasis in original.)
Applicant submtted copies of six third-party registrations
wherein “the term EXCHANGE was determ ned to be part of an
i nherently distinctive unitary conposite” (brief, p. 3).

The test for determ ning whether a mark is nerely

descriptive is whether the termor phrase i mredi ately
conveys information concerning a significant quality,
characteristic, function, ingredient, attribute or feature
of the product or service in connection with which it is
used. See In re Abcor Devel opnent Corp., 588 F.2d 811, 200
USPQ 215 (CCPA 1978); In re Eden Foods Inc. 24 USPQRd 1757
(TTAB 1992); and In re Bright-Crest, Ltd., 204 USPQ 591
(TTAB 1979). Further, it is well-established that the
determ nation of nere descriptiveness nust be made not in
the abstract or on the basis of guesswork, but in relation

to the goods or services for which registration is sought,

the context in which the termor phrase is being used on or
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in connection with those goods or services, and the inpact
that it is likely to nake on the average purchaser of such
goods or services. See In re Consolidated Ci gar Co., 35
USPQ2d 1290 (TTAB 1995); and In re Pennzoil Products Co.,
20 USP2d 1753 (TTAB 1991). Consequently, “[w] hether
consuners coul d guess what the product [or service] is from
consideration of the mark alone is not the test.” Inre
Anmerican Greetings Corp., 226 USPQ 365, 366 (TTAB 1985).
Rat her, the question is whether sonmeone who knows what the
goods or services are will understand the termor phrase to
convey information about them See In re Honme Buil ders
Association of Geenville, 18 USPQ2d 1313 (TTAB 1990).

W ook first to the pages fromapplicant’s website
and made part of the record herein. This information

i ncludes the foll ow ng statenents:

| BXO services are designed not to
conpete with the service offerings of

its custoners. In fact, the |BXO
service portfolio enables and fosters
i nterconnection service and traffic
exchange in the nost expedi ent and
cost-effective way so that custoners
can maxi m ze their own business
potential and generate revenue.

The | evel of excellence and consi stency
achieved in the architecture and design
ensure that Equinix IBXO centers are
the nost secure and high quality
exchanges avail able. (Enphasis added.)
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The dictionary listing for “Internet” as well as
applicant’s disclainer thereof establish that the word is
at |east merely descriptive of applicant’s service of
provi ding access to a global conmunication network with
unlimted interconnections anong various carriers and
provi ders. See Quaker State QG| Refining Corporation v.
Quaker Q| Corporation, 453 F.2d 1296, 172 USPQ 361, 363
(CCPA 1972); and In re Anmpco Foods, Inc., 227 USPQ 331, 333
(TTAB 1985).

Further, the Nexis evidence, exanples of which are
reproduced bel ow, denonstrates that the term “I nternet
busi ness exchange” i mredi ately conveys i nformation about
t he purpose and function of applicant’s services (enphasis
added) :

Headl i ne: Marriott, Hyatt Joining Forces
on Internet for Hotel Supplies...
...Indeed, the hotel business is part of
a growi ng nunber of industries in which
rivals are banding together to cut costs
whil e conpeting for the sane custoners.
El k G ove Townshi p-based UAL Corp.’s
United Airlines said last week it is part
of a consortium of conpeting airlines
investing $50 million to create an

I nt ernet busi ness exchange for aircraft
supplies. Both Hof fnman Estat es-based
Sears, Roebuck and Co. and Deerfi el d-
based Wal green Co. are involved in
simlar Wb sites for retail suppliers.
“Chicago Daily Herald,” May 3, 2000;

...Six of the world s biggest airlines,
i ncludi ng Atl anta-based Delta, are
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joining to forman Internet business
exchange to handle their $32 billion in
annual spendi ng on goods and services, a
nove they say will drive down supply
costs at least 5 percent...

The group will use the exchange to buy
and sell itenms such as fuel, aircraft
components, avionics equi pnment and engi ne
parts. “The Atlanta Journal and
Constitution,” April 28, 2000;

Headl i ne: Energy B-to-B Starts Of Wth
15 Utilities...

Fifteen of the nation’s |argest electric
and gas conpani es have forned a
consortiumto build an Internet business
exchange with suppliers. The consortium
expects to announce the formation of an

i ndependent conpany in June, which wll
be foll owed by the creation of the

busi ness-t o- busi ness onli ne market pl ace

by year’s end... The yet-unnaned, for-
profit exchange will be open for use by
any firmin the energy and utilities

i ndustry... “Conmputerworld,” April 3,
2000;

Headl i ne: Start-up Targets El ectronic
Paynments Process

...Clareon will offer its paynent service
in two ways: The service wll be
avai l able to a slew of new Internet

busi ness exchanges because they typically
| ack this fundanmental capability...,
“Network World,” June 26, 2000;

... The two conpani es [ Conmerce One and
Oracl e] announced they were conbi ni ng
their Internet business exchanges for the
aut omakers General Mdtors, Ford and

Dai m er Chrysler..., “Chattanooga Tines,”
February 26, 2000; and

Headl i ne: B2B Wb Sites: Wirks in

Pr ogress

... Alnost every major industry has
ventured into creating sone type of B2B
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I nternet marketpl ace, including the
aeronautic, autonobile and netal

i ndustries. The structures of these

I nt ernet busi ness exchanges do not follow
t he exact sanme nodel, but nany do foll ow
the auction format where buyers and
sellers are together conpeting agai nst
one another..., “New York Law Journal,”
August 15, 2000.

In addition to uses of the phrase “Internet business
exchange” such as those |listed above, there are al so
numerous stories of record referring to the sane service
and various consortiuns as engaged in “online business
exchange(s).”

VWhen we consider the phrase | NTERNET BUSI NESS EXCHANGE
as a whole, and in the context of applicant’s services
[“providing nmultiple user access to a gl obal comunication
network featuring the provision of unlimted and
unrestricted interconnection anong the Internet Service
Providers (1SPs), content providers, carriers and Conponent
Service Providers (CSPs)”], the phrase inmediately inforns
consuners that applicant’s services are intended to provide
and facilitate interconnections on the Internet between
| SPs, content providers, carriers, and CSPs all ow ng them
to exchange informati on and busi ness over the Internet.

That is, the purchasing public would i medi atel y under st and

the nature and purpose of the services, know ng that

applicant’s services involve the provision of multiple user
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access to an unrestricted interconnection anong these users
for the conduct of business-to-business comerce on the
Internet in an exchange environnment.

The conbi nati on of these words does not create an
i ncongruous or creative or unique mark. Rather,
applicant’s mark, | NTERNET BUSI NESS EXCHANGE, when used in
connection with applicant’s identified services,
i mredi ately descri bes, w thout need of conjecture or
specul ati on, the purpose or function of applicant’s
services, as discussed above. Nothing requires the
exerci se of imagination or nental processing or gathering
of further information in order for purchasers of and
prospective custonmers for applicant’s services to readily
perceive the merely descriptive significance of the phrase
| NTERNET BUSI NESS EXCHANGE as it pertains to applicant’s
services. See In re Gyulay, 820 F.2d 1216, 3 USPQ2d 1009
(Fed. Gr. 1987); In re Omha National Corporation, 819
F.2d 1117, 2 USPQ2d 1859 (Fed. Cir. 1987); In re
Intelligent Instrunmentation Inc., 40 USPQ2d 1792 (TTAB
1996); and In re Time Solutions, Inc., 33 USPQ2d 1156 (TTAB
1994) .

Applicant’s argunment that conpetitors in the industry
woul d not be deprived of the use of the words “Internet,”

“busi ness” and/or “exchange” to describe simlar services

10
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is not persuasive. To the contrary, here, the phrase
unquestionably projects a nerely descriptive connotation.
See In re Tekdyne Inc., 33 USPQRd 1949, 1953 (TTAB 1994),
and cases cited therein. W believe that conpetitors have
a conpetitive need to use this phrase. See 2 J. Thonas

McCart hy, MCarthy on Trademarks and Unfair Conpetition,

§11: 18 (4th ed. 2000).

The case of Concurrent Technol ogies Inc. v. Concurrent
Technol ogi es Corp., 12 USPQ2d 1054 (TTAB 1989), cited by
applicant, does not require a different result herein. 1In
t he Concurrent case, the Board found the mark CONCURRENT
TECHNOLOG ES CORPORATI ON was not nerely descriptive for
printed electronic circuit boards based on the absence of
evi dence of any descriptive uses of the terns “concurrent”
or “concurrent technologies.” The involvenent of goods,
not services, and the | ack of evidence of any descriptive
use in that case, are to be distinguished fromthe case now
before the Board. |In the instant case, there is
significant evidence of descriptive uses of the phrase
“Internet business exchange” as a whole for services such
as those involved herein; descriptive uses of “exchange” by
applicant in its website specifically referring to

i nterconnection services and exchanges; and dictionary

11
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evi dence of the neaning of the terns “Internet” and
“exchange.”

The third-party registrations submtted by applicant
to show exanpl es where the term “exchange” was not
di scl ai med or was not registered on the Suppl enent al
Regi ster, and the third-party registrations submtted by
the Exam ning Attorney to show exanpl es where the term
“exchange” or “business exchange” was disclainmed or was on
t he Suppl enental Register, are not persuasive. Wile
uniformtreatment under the Trademark Act is an
adm nistrative goal, the Board’'s task in an ex parte appeal
is to determ ne, based on the record before us, whether
applicant’s mark is nmerely descriptive. As often noted by
t he Board, each case nust decided on its own nerits. W
are not privy to the records of the third-party
registration files, and noreover, the determ nation of
registrability of those particular nmarks by the Tradenmark
Exam ni ng Attorneys cannot control the merits in the case
now before us. See In re Nett Designs Inc., 236 F.3d 1339,
57 USPQ2d 1564, 1566 (Fed. Cir. 2001) (“Even if sone prior
regi strations had sone characteristics simlar to
[applicant’s application], the PTO s all owance of such
prior registrations does not bind the Board or this

court.”)

12
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Deci sion: The refusal to register on the ground that
the mark is nmerely descriptive under Section 2(e)(1) is

af firnmed.

13



