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Before Quinn, Hairston and Drost, Adnministrative Tradenark
Judges.

Qpi ni on by Quinn, Adm nistrative Trademark Judge:

An application was filed by Avanti Motor Corporation
to register the mark STUDEBAKER for “autonotive vehicles,
nanmel y aut onobiles.”?!

The trademark exam ning attorney refused registration
under Section 2(d) of the Trademark Act on the ground that

applicant’s mark, if applied to applicant’s goods, would so

resenbl e the previously used and regi stered narks

1 Application Serial No. 75856030, filed November 23, 1999, based
on an allegation of a bona fide intention to use the mark in
commerce. Applicant subsequently filed an anmendnent to all ege
use setting forth dates of first use of July 1, 2001.



Ser No. 75856030

STUDEBAKER DRI VERS CLUB for “association services, nanely,

pronoting the general interest of those interested in

» 2

antique cars”“ and

for “association services, nanely, pronoting general
interests of those interested in antique cars,”® as to be

| i kely to cause confusion. The registrations are owned by
the sane entity.

Wien the refusals were made final, applicant appeal ed.?
Applicant and the exam ning attorney filed briefs. An oral
heari ng was not requested.

In urging that the refusal be reversed, applicant
contends that the marks, when considered in their
entireties, are not simlar in sound and appearance
i nasnmuch as both regi stered marks include additional words,

and one of the registered marks includes a design el enent.

2 Registration No. 1068731, issued June 28, 1977; renewed. The
words “Drivers Cub” are disclained.

% Registration No. 1043803, issued July 13, 1976; renewed. The
words “Drivers Club Inc.” are disclained.

* The exami ning attorney withdrew a surname refusal in his Ofice
action dated July 9, 2003.
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As to neaning, applicant asserts that its mark is arbitrary
whereas the registered marks convey the idea of a drivers
club associated with the Studebaker autonobile. Applicant
al so points to the differences between autonobiles and
associ ation services, arguing that it is unlikely that any
consunmer would think that a drivers club would manufacture
aut onobi l es. Applicant also states that customers for the
i nvol ved goods and servi ces woul d be sophi sti cat ed.
Further, according to applicant, it has peacefully
coexisted with registrant for two years; registrant has in
fact posted news articles about applicant’s autonobile on
registrant’s web site. In support of its argunents,
applicant submtted these articles, as well as the

decl arations of two of applicant’s officers, Kevin H nes
and John Seat on.

The exam ning attorney maintains that the registered
mar ks are dom nated by the term STUDEBAKER whi ch is
identical to the entirety of applicant’s mark. Thus, the
exam ning attorney argues, the marks are simlar. As to
t he goods and services, the exam ning attorney finds that
they are related, stating that “the registrant is pronoting
under the sane mark the very goods that applicant is making
avail abl e for purchase.” (Brief, p. 5. The exam ning

attorney concludes that consuners are likely to believe
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that applicant, as the autonobile manufacturer, forned a
club to celebrate and pronote its autonobile.

Qur determ nation of the issue of |ikelihood of
confusion is based on an analysis of all of the probative
facts in evidence that are relevant to the factors set
forth inlnre E 1. du Pont de Nenours & Co., 476 F.2d
1357, 177 USPQ 563 (CCPA 1973). See also: Inre Mjestic
Distilling Conpany, Inc., 315 F.3d 1311, 65 USPQ2d 1201
(Fed. Gr. 2003). In any likelihood of confusion analysis,
two key considerations are the simlarities between the
mar ks and the simlarities between the goods and/ or
services. See Federated Foods, Inc. v. Fort Howard Paper
Co., 544 F.2d 1098, 192 USPQ 24 (CCPA 1976). See also: In
re Dixie Restaurants Inc., 105 F.3d 1405, 41 USPQ2d 1531
(Fed. Cir. 1997).

By way of background, the record shows that Studebaker
Cor porati on manufactured autonobiles fromthe 1920 s
through the 1960's. This corporation manufactured a car
branded as AVANTI from April 1962 to Decenber 1963. \Wen
St udebaker exited the auto nmanufacturing business in 1963,
applicant continued to nake cars under the AVANTI mark.
According to M. Seaton, applicant has purchased parts and
bl ueprints identified by the STUDEBAKER mar k, and appl i cant

is recogni zed as a successor to the original manufacturer
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of STUDEBAKER aut onobiles. Applicant’s activities have
been described in the press as the “latest revival” of the
St udebaker aut onotive busi ness, and nany consumers have
inquired as to applicant’s plans to produce autonobil es
under the STUDEBAKER mark. M. Seaton states that
applicant’s NEW AVANTI aut onobile incorporates the styling
el enents of Studebaker Corporation’s original AVANTI

Wth respect to the marks, although they nust be
considered in their entireties, it is nevertheless the case
that, in articulating reasons for reaching a conclusion on
the issue of likelihood of confusion, “there is nothing
i nproper in stating that, for rational reasons, nore or
| ess wei ght has been given to a particular feature of a
mark, provided [that] the ultimate conclusion rests on
consideration of the marks in their entireties.” Inre
Nati onal Data Corp., 753 F.3d 1056, 224 USPQ 749, 751 (Fed.
Cir. 1985). For exanple, “that a particular feature is
descriptive or generic with respect to the invol ved goods
or services is one commonly accepted rationale for giving
| ess weight to a portion of a mark....” 1d. at 751.

I nsof ar as registrant’s marks are concerned, the
di scl ai mred words “Drivers Club” in the typed mark, and the
di sclai mred words “Drivers Club Inc.” in the logo nmark are

generic or highly descriptive for the type of services
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rendered by registrant. Thus, these words, as they appear
in registrant’s respective nmarks, play a subordinate role
in our |ikelihood of confusion analysis. Wen registrant’s
typed mark is viewed as a whole, it is the term STUDEBAKER
which is the dom nating and di stingui shing el enment thereof.
Li kewi se, registrant’s logo mark is dom nated by the term
STUDEBAKER. Further, in registrant’s logo mark, the term
STUDEBAKER appears in larger letters than the disclained
wor ds; the STUDEBAKER portion dom nates the literal portion
of this mark, which in turn dom nates over the design
portion. In re Dixie Restaurants Inc., supra; Inre
Deconbe, 9 USPRd 1813 (TTAB 1988); and In re Appetito
Provisions Co. Inc., 3 USPQ2d 1553 (TTAB 1987). The

dom nant el enent STUDEBAKER is the portion of each of
registrant’s marks that purchasers are nost likely to
remenber. O course, this dom nant portion of each of
registrant’s marks is identical to applicant’s mark.

Nei t her the disclainmed wrds in the marks, nor the design
element in the logo mark offers sufficient distinctiveness
to create a different comrercial inpression. |Indeed, the
design portion of the | ogo nmark, which conprises a
depiction of a wheel, nerely serves as a background for the

literal portion.
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The simlarities between the marks outwei gh the
differences. In sum we find that applicant’s nmark and
each of registrant’s marks, when viewed in their
entireties, are simlar in sound, appearance and
connotation, and that they create simlar overal
comercial inpressions. These findings weigh in favor of a
conclusion that confusion is |ikely.

In connection with the marks, we al so note that there
is no evidence of any third-party use of simlar STUDEBAKER
marks in the field, a fact which supports a finding that
the registered marks are entitled to a scope of protection
broad enough to enconpass applicant’s mark.

Next, we turn to conpare applicant’s goods
(autonobiles) with registrant’s services (association
services of pronoting general interests of those interested
in antique cars). The thrust of applicant’s argunent is
that it is highly unlikely that any consuner woul d think
that a driver’s club would manufacture autonobiles, and in
this instance, “it is even nore unlikely that the public
woul d think that an organization for antique autonobile
ent husi asts woul d manufacture and nmarket a nodern extrene

utility vehicle.” (Brief, p. 6).°> The design, production

> Throughout applicant’s arguments, applicant refers to its
“nmodern extrene utility vehicle” which, according to applicant,
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and marketing of applicant’s STUDEBAKER aut onobiles require
a significant investnment of tinme, noney and | abor, which,
according to applicant, could not be supported by a
driver’s club organi zati on.

As has been often stated, it is not necessary that the
goods and/or services of the parties be simlar or
conpetitive, or even that they nove in the sane channel s of
trade to support a holding of likelihood of confusion. It
is sufficient that the respective goods and/ or services of
the parties are related in sonme nanner, and/or that the
conditions and activities surrounding the marketing of the
goods and/or services are such that they would or could be
encountered by the sane persons under circunstances that
coul d, because of the simlarity of the marks, give rise to
the m staken belief that they originate fromthe sane
producer. In re International Tel ephone & Tel egraph Corp.,
197 USPQ 910, 911 (TTAB 1978). It is well recognized that
confusion is likely to occur fromthe use of the sane or

simlar marks for goods, on the one hand, and for services

has a list price of $75,000, and is sold through only a linmted
nunber of applicant’s hand-sel ected deal ers. Applicant should
note, however, that |ikelihood of confusion nmust be determ ned on
an analysis of the mark as applied to the goods and/ or services
identified in the involved application vis-a-vis the goods and/ or
services set forth in the cited registration, rather than what

t he evi dence shows the goods to be. Canadian Inperial Bank v.
Wells Fargo Bank N. A, 811 F.2d 1490, 1 USPQ2d 1813, 1815 (Fed.
Cr. 1987).
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i nvol ving those goods, on the other. See, e.g., Inre
Hyper Shoppes (Ghio), Inc., 837 F.2d 463, 6 USPQ2d 1025
(Fed. Gr. 1988). Moreover, the greater the degree of
simlarity between the applicant's mark and the cited
regi stered mark, the |lesser the degree of simlarity
bet ween the applicant's goods and/or services and the
regi strant's goods and/or services that is required to
support a finding of likelihood of confusion. 1In re Shel
Gl Co., 992 F.2d 1204, 26 USPQ2d 1687 (Fed. Cir. 1993);
and In re Cpus One Inc., 60 USPQ@d 1812 (TTAB 2001).

In the present case, we find that the goods and
services are comercially related and/or, at the very
| east, are conplenmentary. Here, under simlar marks,
registrant is pronoting anti que STUDEBAKER aut onobi |l es
while applicant is selling nodern versions of autonobiles
with the styling of a STUDEBAKER.  Consuners, upon
encountering the marks and the goods and services sold
t hereunder, are likely to think the manufacturer of
STUDEBAKER aut onobi | es al so sponsors a driver’s club for
those interested in anti que STUDEBAKER aut onpbi |l es.
Al t hough an organi zati on of autonobile enthusiasts may not
have the wherewi thal to manufacture cars, certainly an
aut onobi | e manufacturer may have or sponsor a club catering

to those consunmers who are interested in antique cars of
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the manufacturer. It conmes as no surprise that, as
reflected in registrant’s mark itself, and as shown by the
evi dence, antique STUDEBAKER cars are the focus of
registrant’s services. The goods and services woul d be
purchased by the sane classes of custoners, and these
consuners are likely to mstakenly believe that the goods
and services originated with or are sonehow associated with
or sponsored by the sane entity.

We agree with applicant that the purchase of the
i nvol ved goods and services may, in nmany cases (but not
all), be made by relatively sophisticated purchasers. The
sophi stication of the purchasers, however, does not require
a finding of no Iikelihood of confusion. Even assum ng
that the purchasers of these goods and services are
sophi sticated, this does not nean that such consuners are
i mmune fromconfusion as to the origin of the respective
goods and services, especially when sold under simlar
mar ks. Wncharger Corp. v. R nco, Inc., 297 F.2d 261, 132
USPQ 289 (CCPA 1962); In re Total Quality Goup Inc., 51
USP2d 1474 (TTAB 1999); and In re Deconbe, supra. W
agree with the foll ow ng assessnment of the exam ning
attorney: “There is no reason to believe that the public
(sophisticated or not) would not think that the purveyor of

goods would not also forma club to cel ebrate and pronote

10
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such goods. A commercial enterprise will seek to pronote
the use of its goods in a wide variety of ways and
certainly formng an *association’ to do so is a |ogical
extensi on of pronoting one’s own goods.” (Brief, p. 5).

Lastly, applicant points to “co-extensive use and
regi strant’ s acknow edgenent of applicant’s use of
STUDEBAKER mark.” (Brief, p. 8). According to applicant,
its mark and registrant’s marks have been cont enporaneously
used since July 1, 2001 w thout any known instances of
actual confusion. Applicant also highlights the fact that
regi strant has supported applicant’s use of the STUDEBAKER
mar k as evidenced by registrant’s posting on its web site
news articles about applicant’s STUDEBAKER vehi cl es.

The absence of actual confusion does not conpel a
different result in this case; the applicable test is a
| i kel i hood of confusion. Weiss Associates Inc. v. HRL
Associates Inc., 902 F.2d 1546, 14 USPQ2d 1840, 1842-43
(Fed. Gr. 1990). There is nothing in the record regarding
the extent of use of either applicant’s or registrant’s
marks. Thus, we are unable to determne if there has been
any meani ngful opportunity for confusion to occur in the
mar ket pl ace. I n any event, the absence of actual confusion

may be attributable to consunmers’ sinply assum ng that

11
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there is a source, sponsorship or |license-type arrangenent
bet ween applicant and registrant.

W recogni ze that registrant has posted on its web
site articles about applicant and applicant’s activities in
reviving the STUDEBAKER mar k. Applicant has not furnished,
however, any consent to register fromregistrant, and we
will not infer any consent fromregistrant’s actions
relative to its postings on its web site of articles
dealing with applicant’s STUDEBAKER vehicle. See generally
TMVEP 81207.01(d)(viii) (3d ed. rev. May 2003). Even if one
were to infer a consent to use based on registrant’s
actions, this is not tantanount to a consent to register.
See: Garden v. Parfunerie Ri gaud, Inc., 34 USPQ 30, 31
(Commir Pats. 1937) and Reed v. Bakers Engi neering &

Equi prent Co., 100 USPQ 196, 199 (PO Ex. Ch. 1954)

[ perm ssion to use a mark wi thout specific consent to al so
regi ster the mark does not give a party the right to

regi ster the subject matter as a trademark].

The Federal Circuit has made it clear that consent
agreenents should be given great weight. Anal gamated Bank
of New York v. Amal gamated Trust & Savi ngs Bank, 842 F.2d
1270, 6 USPQ@d 1305 (Fed. Cir. 1988); and In re N A D
Inc., 754 F.2d 996, 224 USPQ 969 (Fed. Cr. 1985). 1In the

present case, we have neither a consent fromregi strant nor

12
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an agreenent between applicant and registrant. See In re

Qous One Inc., supra at 1819-22. Even if registrant has

not voi ced any objection to applicant’s use, and has hel ped
publicize applicant’s business efforts, we wll not assune,
on this record, that registrant has no objection to the

i ssuance of a federal trademark registration to applicant.
If registrant in fact has no such objection, there is
available to applicant in a future application a type of
evi dence whi ch, under case law, is entitled to great wei ght
in the |likelihood of confusion analysis, that is, a valid
consent agreenent between applicant and registrant. The
evi dence of record herein sinply does not suffice as a
substitute for such an agreenent.

I n maki ng our determ nation, we anticipate that sone
may view the result herein as strange. |ndeed, the usual
situation undoubtedly is that the car manufacturer is the
senior party using the mark, followed by the car club.
Here, although the original car manufacturer canme first,

t he manuf acturer ceased operations, and then the car club
adopted and registered its mark for services rendered by
it. After a mark has become abandoned, if it is then
adopt ed and used by an entity unrelated to the original
owner, the rights to the mark vest wwth the first to adopt

and use it, provided that the new user takes reasonabl e

13
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precautions to prevent confusion. Subsequent users wl|
have rights which are subordinate to the rights of the
first entity to adopt the mark after the abandonnent. In
re Welinski, 49 USPQ2d 1754, 1758 (TTAB 1998) [applicant,
an organi zation for collectors of DIAMOND T anti que
vehicles, could register the DIAMOND T mark for its
activities and itens because the original vehicle

manuf acturer was defunct and had abandoned the DI AMOND T
mark more than thirty years previous], overruled in part on
ot her grounds, In re WNBA Enterprises LLC, 70 USP@2d 1153
(TTAB 2003). To state the obvious, each case nust stand on
its own set of facts, and, based on the record before us,
we find that there would be a likelihood of confusion

bet ween the invol ved marks and t he respective goods and
services sold thereunder.

We concl ude that purchasers famliar with registrant’s
associ ation services, nanely, pronoting general interests
of those interested in antique cars rendered under
regi strant’ s STUDEBAKER DRI VERS CLUB mar ks woul d be likely
to believe, if they were to encounter applicant’s mark
STUDEBAKER f or aut onobil es, that the goods and services
originated wth or are sonehow associated with or sponsored

by the sane entity.

14
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To the extent that any of the points raised by
applicant raise a doubt about |ikelihood of confusion, that
doubt is required to be resolved in favor of the prior
registrant. In re Hyper Shoppes (Chio), Inc., supra; and
In re Martin' s Fanous Pastry Shoppe, Inc., 748 F.2d 1565,
223 USPQ 1289 (Fed. CGir. 1984).

Decision: The refusal to register is affirmed.
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