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Opi ni on by Hohein, Adm nistrative Trademark Judge:

Mark Deitch & Associates, Inc. has filed an application
to register the term "WEBSI TEDESI GNS. COM' as a service mark for
"conputer services, nanely, designing and maintai ning websites
for others."’

Regi stration has been finally refused under Section 23

of the Trademark Act, 15 U.S.C. 81091, on the basis that the term

‘' Ser. No. 75/857,971, filed on Novenmber 24, 1999, which al l eges a date
of first use anywhere and in conmerce of March 4, 1997. Al though
originally registration was sought on the Principal Register, the
appl i cati on was anmended, when registration was refused under Section
2(e) (1) of the Trademark Act, 15 U.S.C. 81052(e)(1), on the ground of
nmere descriptiveness, to seek registration on the Suppl enenta

Regi st er.
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"VEBSI TEDESI GNS. COM' is generic and thus is not capabl e of
di sti ngui shing applicant's services.?’

Appl i cant has appealed. Briefs have been filed, but an
oral hearing was not requested. W affirmthe refusal to
regi ster.

It is well settled that a term nust be capabl e of
serving as an indicator of source in order for it to be
regi strabl e on the Suppl enental Register. Wether a termhas the
capacity necessary for registration on the Suppl enental Register
is determ ned by considering the nmeaning thereof as applied to
t he goods or services, the context in which it is used on any
specinens filed with the application, and the likely reaction
thereto by the average custoner upon encountering the termin the
mar ket pl ace. See In re Cosnetic Factory, Inc., 208 USPQ 443, 447
(TTAB 1980). "The test is not whether the mark is already

distinctive of the applicant's goods [or services], but whether

2

In addition, the Exam ning Attorney nmade final his initial refusal to
regi ster such termon the ground of nere descriptiveness, finding that
applicant's claimof acquired distinctiveness under Section 2(f) of
the Trademark Act, 15 U. S.C. 81052(f), on the basis of an assertion by
its counsel of "over four years of continuous use," was an

i nsufficient showing. It is pointed out, however, that after an
application has been anended to the Supplenental Register, neither a
refusal on the ground of nere descriptiveness nor a possible show ng
of acquired distinctiveness is relevant to whether registration is
perm ssible on the Supplenental Register. See, e.g., In re Simmons
Co., 278 F.2d 517, 126 USPQ 52, 53 (CCPA 1960) [test for registration
on the Suppl enental Register is "not whether the mark, when
registration is sought, is actually recognized by the average
purchaser, or is distinctive of the applicant's goods [or services] in
commerce, but whether it is capable of becom ng so. In fact a mark
whi ch has becone distinctive of an applicant's goods [or services], if
not otherw se barred, is registrable on the principal register, [and]
hence is expressly barred fromthe supplenental register” (italics in
original)]. The only issue properly before us, in view of the
amendnent of the application to the Suppl enental Register, is thus
whet her the term "WEBSI TEDESI GNS. COM' i s capabl e of distinguishing
applicant's services.
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it is capable of becoming so." |In re Bush Brothers & Co., 884
F.2d 569, 12 USPQ2d 1058, 1059 (Fed. G r. 1989). However, as
noted in H Marvin Gnn Corp. v. International Association of
Fire Chiefs, Inc., 728 F.2d 987, 228 USPQ 528, 530 (Fed. Cr.
1986), if a termis generic, it is incapable of registration on
t he Suppl enental Register.

Additionally, it is well established that, in the case
of a termasserted to be incapable because it is generic, the
burden is on the United States Patent and Trademark O fice
("USPTO') to show the genericness of the termby "clear evidence"
thereof. Inre Merrill Lynch, Pierce, Fenner & Smth, Inc., 828
F.2d 1567, 4 USPQ2d 1141, 1143 (Fed. Gr. 1987). As to the
correct |legal test for genericness, our principal review ng court
in Marvin G nn, supra at 530, stated that:

Det erm ni ng whether a mark is generic [and

t hus not capabl e of distinguishing an

applicant's goods or services] ... involves a

two-step inquiry: First, what is the genus

of goods or services at issue? Second, is

the term sought to be registered ..

understood by the relevant public primarily

to refer to that genus of goods or services?

I n applying such standard, the Board in In re
Leat herman Tool G oup Inc., 32 USPQ2d 1443, 1449 (TTAB 1994),
not ed anong ot her things that "evidence of the relevant public's
understanding of a termnmay be obtained from any conpetent
source, including newspapers, magazines, dictionaries, catalogs

and ot her publications,” citing In re Northland A um num

Products, Inc., 777 F.2d 1566, 227 USPQ 961, 963 (Fed. Cir.
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1985). Furthernore, in the case of a conpound term our
principal reviewmng court inlIn re Anerican Fertility Society,
188 F. 3d 1341, 51 USPQ2d 1832, 1836 (Fed. Cir. 1999), pointed out
that as set forth in In re Gould Paper Corp., 834 F.2d 1017, 5
usP2d 1110, 1111-12 (Fed. Gr. 1987), not only does the test of
whether a termis generic involve a determnation of its primary
significance to the purchasing public, but the burden of proof of
genericness, which is on the USPTO, is satisfied by dictionary
definitions show ng that separate words joined to forma conpound
have a neaning identical to the nmeani ng conmon usage woul d
ascribe to those words as a conpound.® That is, if the USPTO can
prove that the public understands the individual terns to be
generic for a genus of goods or services and that the public also
under stands the joining of the individual terns into one conpound
word | ends no additional neaning to the term then the USPTO has
proven that the public would understand the conpound termto be
generic in that it refers primarily to the genus of goods or
services described by the individual ternms. In re Anrerican
Fertility Society, supra at 1837.°

Applicant, inits initial brief, nmaintains that

"WEBSI| TEDESI GNS. COM' is "a fanci ful conbination term whi ch does

3

It appears that both applicant and the Exam ning Attorney agree that
"WEBSI TEDESI GNS. COM' is a conpound termfor the purpose of determ ning
whether it is generic for applicant's services.

* The Court went on to point out, however, that "Gould is linmited, on
its facts, |anguage, and holding, to conmpound terns fornmed by the

uni on of words" and that it is "legally erroneous” to apply the test
therein for genericness of such terns "to phrases consisting of
multiple terns, which are not 'joined in any sense other than
appearing as a phrase.” In re American Fertility Society, supra at
1836.
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not by itself describe the Applicant's services." Specifically,
applicant urges that "there is no reason to dissect the mark into
several conponents and argue that 'WEBSITE is one word,
"DESIGNS' is the second word and '.COM is a third word and
therefore, dissecting it in this way, the mark is descriptive."
W observe, however, that as shown by the printouts fromits
website which were submtted as speci nens of use, applicant
actually uses the term "WEBSI TEDESI GNS. COM' in the format
"Websi t eDesi gns.com " a manner of use which plainly highlights
t he conponents of such term Nonethel ess, applicant contends
that when viewed in its entirety, "the fanciful conbination [of]
terms make the mark sufficiently fanciful to be at |east
al l owabl e on the Suppl enental Trademark Regi ster and definitely
not generic."’®

W agree with the Exam ning Attorney, however, that the
record contains clear evidence that the term "WEBSI TEDESI GNS. COM'
is generic and, hence, is incapable of identifying applicant's
conput er services, nanely, designing and maintai ni ng websites for
others. In this regard, it is apparent with respect to the first
prong of the genericness test, as set forth in Marvin G nn, supra
at 530, that the class or category of services at issue herein is

that of designing and maintaining websites for others, that is,

° Al t hough applicant adds that such is especially so since "[n]owhere
is the conbinati on ' VEBSI TEDESI GNS. COM found in any dictionary or any

ot her place where words are defined,"” it is pointed out that the fact
that a termis not found in a dictionary or other reference work is
not controlling on the question of registrability. See, e.g., Inre

Goul d Paper Corp., supra at 1112; and In re Oleans Wnes, Ltd., 196
USPQ 516, 517 (TTAB 1977).
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website design services or the providing of website designs.
Appl i cant, we note, does not contend ot herw se.

Wth respect to the second step of the inquiry required
by Marvin G nn, which is whether the rel evant public understands
the term "WEBSI TEDESI GNS. COM' to refer to the category or class
of services at issue, nanely, the conputer services of designing
and mai ntaining websites for others, we find that such termwould
be so understood. As the Exami ning Attorney, citing definitions

of record from The Anerican Heritage Dictionary of the English

Language (3rd ed. 1992), points out in his brief, the word
"website" is defined as "a set of interconnected Wb pages,
usual Iy including a hone page, generally |located on the sane
server, and prepared and nai ntained as a collection of
information by a person, group, or organization," while the word
"design" is listed as variously neaning:

(a) (as a transitive verb) "1. ... b. To
formul ate a plan for; devise: designed a
mar keting strategy for the new product. 2.
To plan out in systematic, usually graphic
form design a building; design a conputer
program 3. To create or contrive for a
particul ar purpose or effect: a gane
designed to appeal to all ages. .... 5. To
create or execute in an artistic or highly
skilled manner.";

(b) (as an intransitive verb) "3. To
create designs."; and

(c) (as a noun) "1. ... b. A graphic
representation, especially a detailed plan
for construction or manufacture. 2. The
pur poseful or inventive arrangenent of parts
or details .... 3. The art or practice of
desi gni ng or naki ng designs. "
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As al so noted by the Examining Attorney in his brief, the record
shows that "[t]he top | evel domain [nane] '.COM sinply signifies
to the public that the use of the domain nane constitutes a
comercial entity" and thus, in a nmanner anal ogous to such terns
as "INC.," "CO" or "CORP.," has no trademark or service mark
significance.

Mor eover, as additional evidence, the Exam ning
Attorney has included in the record instances show ng w despread
third-party uses of the term"website design(s)" (and variants
thereof) in a generic fashion. Specifically, the Exam ning
Attorney contends, as stated in his brief, that he has furnished
"nuner ous excerpts fromthe Lexis/Nexis conmputerized database and
a random sanpling of excerpts fromthe Google search engi ne--both
evi denci ng the generic usage of the wording 'website designs' for
websi te design services."®

Represent ati ve exanpl es of the "LEXI S/NEXI S" excerpts
i nclude the follow ng (enphasis added):

"I Pathfinder is a full-service conpany

that specializes in website design, ... site

mai nt enance, ... and technical support." --

| ndi an Country Today, (June 11, 2001)

(article headlined: "Wb Site Devel oper Aids

I ndi an Country Entrepreneurs with
Technol ogy") ;

"I BS al so has been developing its
Website design services ...." -- Black

Enterprise, (July 2000);

® Wiile the record al so contains copies of several third-party
registrations for marks which i nclude the disclainmed wrds "WEBSI TE
DESIGN(S)" or "WEB DESIGN' for website or conputer site design
services, the Examining Attorney has not referred to such in his
brief, apparently viewing the third-party registrations as cunul ative
or superfluous in light of the other substantial evidence in the
record.
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"Lina Trivedi, 25, co-founded VX2 Inc.,
an Addi son-based Internet marketing and Wb
site design conpany ...." -- Chicago Sun-
Tinmes, (April 25, 1999);

"Bringing Cargill aboard will allow
Sullivan to concentrate on buil ding her
conpany's Wb site design arm.... The new

entity, called websites2go, targets small and
m dsi zed busi nesses for which the cost of
designing a site would be prohibitive." --
ADWEEK (New Engl and edition), March 22, 1999;

"Heal th care organi zati ons have two
options when it comes to devel opi ng
interactive Wb sites: designing and
devel oping the interactive functions on their
own using their own information systens
specialists, or hiring an Internet service
provi der or Wb site design conpany.” Health
Dat a Managenent, Decenber 1998;

"Her Web site designs range from $500 to
$3,500 . ...

In addition to designing Wb sites,
FireGrl also offers Wb hosting and online
commerce tools." -- Central Miine Mrning
Sentinel, June 8, 1998; and

"I believe WebPainter will be right up
there with Adobe PhotoShop and Il lustrator as
one of the required tools for effective Wb
site design,' said Terry Kluytmans of
Stairway to Webbin' Design Services." -- GUJ
Program News, Septenber 1997.

The excerpts of record fromthe "GOOGE" search engine,
including in some instances printouts fromcertain websites
| ocat ed t hereby, denonstrate extensive generic usage of the term
"website design(s)" (and variants thereof) for website design
services. The follow ng exanples, all of which were retrieved on

July 23, 2001, are representative (enphasis added):’

7

In addition to such exanples, a host of simlar excerpts was
retrieved and made of record with the final refusal as a result of
anot her Googl e search on March 4, 2002.
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"Website Designs ... Description:
Provi des website design, devel opnent and
hosting." -- ww..truenz. co.nz-/designs;
"Dark Horse Wbsite Designs - Wbsite
designers .... Description: Piscataway, NJ
based firmoffering customweb design
creation, pronotion and hosting." -- ww. -

dhdesi gn. com ;

"ariel View Wbsite Designs ....
Creative and I nnovative Wbsite Designs ...."
-- www. ari el view com

Project WWVWbsite Designs .... CQur
services include: ... Wb Site Design and
Strategy ...." -- WW. projectww.com

"A-FI RST Website Designs is a full-
featured Internet web site design conpany."”
-- ww. afirst.com

"MPX Wb Site Designs .... Description:
Maryl and websi te designs, hosting service by
M croPl ex. Specializing in Wbsite Designs
and Hosting." -- ww. m cropl exconputers.com
and

"Affordabl e website designs by Vintage
Gardens Productions ... W specialize in
Website Designs for Small and M d-sized
Busi nesses. Description: Wbsite design and
managenent for individuals and businesses.”
-- www. vi nt age- gardens. cony and

Based upon the above, we concur with the Exam ning
Attorney's conclusion that the term "WEBSI TEDESI GNS" is "clearly
generic" for the conputer services of designing and maintai ni ng
websites for others and that the nere addition of the top |evel
dormain name ".COM' is "insufficient to create source-identifying
significance.” Plainly, when considered in its entirety, the
conmpound term "WEBSI TEDESI GNS. COM' has been shown by the
dictionary definitions of its conponent el enents and the excerpts

retrieved fromthe "LEXI S/ NEXI S* dat abase and by the "GOOGE"
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search engine to be a generic termand, as such, is not capable
of identifying applicant's conputer services of designing and

mai nt ai ni ng websites for others. The primary significance of the
termis sinply to designate a class or category of I|nternet-based
commercial entities which provide website designs, or website
design services, for others. No new neaning is created by the
conbi nation of the terns "WEBSI TE," "DESIGNS" and ".COM'; rather,
the consum ng public for services of the kind rendered by
appl i cant woul d understand the neaning of the term

"WEBSI TEDESI GNS. COM' to be the same as that of its constituent
parts conbined. See, e.qg., In re Gould Paper Corp., supra at
1112 ["SCREENW PE" is generic termfor "pre-noistened, anti-
static cloth for cleaning conputer and tel evision screens”

i nasmuch as conponent terns "SCREEN' and "WPE" "remain as
generic in their conpound as individually, and the conmpound thus
created is itself generic"]; In re CyberFinancial.Net Inc., 65

USPQ2d 1789, 1792-94 (TTAB 2002) ["BONDS. COM' for, inter alia,

"providing informati on regarding financial products and services
via a gl obal conputer network ..., with respect to taxable and
tax exenpt debt instrunents,” is generic termfor such services;
it lacks "any neaning apart fromthe nmeani ng of the individual
terms conbined"; and it "is properly considered a conpound word
in this analysis"]; and In re Martin Container Inc., 65 USPQd
1058, 1060 (TTAB 2002) ["CONTAINER COM' is "incapabl e of
identifying the source of applicant's retail and rental services
featuring containers" because "what applicant seeks to register

is sinply a generic term[CONTAI NER], which has no source-

10
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identifying significance in connection with applicant's services,
in conbination with the top | evel domain indicator [.COM, which
al so has no source-identifying significance, and ... conbining
the two does not create a term which has sonehow acquired the
capability of identifying and distinguishing applicant's
services"].

Furthernore, even if the term "WEBSI TEDESI GNS. COM' wer e
to be anal yzed under Anerican Fertility Society, supra at 1836,
as constituting a phrase conposed of multiple terns rather than
as a conpound termunder Gould, supra at 1111-12, it is still the
case that such term has been shown by cl ear evidence to be
generic for website design services rendered by a commerci al
entity. Specifically, the record additionally contains many
i nstances of third-party usages of the term "websitedesigns. conf
as part of the domain nanmes for commercial firns which offer the
services of providing website designs. The follow ng exanpl es,
retrieved by the "GOOGLE" search engine, are representative
(enphasi s added):

"Mai n corporate pages of Wbsite
Designs, specialist [in] Internet design,

devel opment and consul tancy services." --
www. websi t e- desi gns. com

"Georgia Website Designs was founded on
the idea that not all business owners need to
pay for skills that will not be utilized on
their site." -- ww. geor gi awebsi t edesi gns-
.com

"Affordabl e Website Designs ....
Description: Wbsite design ... services for
i ndi vidual s and snall businesses."” -- ww. a-
websi t edesi gns. com

11
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"I magi ne Website Designs ....
We are proud to offer professionally
desi gned websites ...." -- ww. i nagi ne-
websi t edesi gns. com newhone. ht n

"NJ Website Designs will provide al
pi eces to the puzzle in order to create a
successful comercial website for you. ..
Description: Vbb site design, comerci al "web
site sales, ...." -- ww. njwebsitedesigns.-
coni

"Anmerican Website Designs ... Creators
of custom desi gned websites built exclusively
for you." -- ww. aneri canwebsitedesigns.com

"Wel cone to Market Anerica :
Servi ces include web hosting, web deS|gn and
site managenent ...." -- ww\. acewebsite-
desi gns. com

"Janelle Morris Website Designs ...." --
WW. | mvebsi t edesi gns. com and

"Texas Website Designs is an | ndependent
web design conpany. W strive to provide
excel l ent web design services." -- ww.texas-
websi t edesi gns. cont mai n. ht m

It is plain therefromthat the purchasing public for
applicant's conputer services, namely, designing and nmai ntaining
websites for others, would regard the term "WEBSI TEDESI GNS. COM'
as primarily signifying a category or class of conmmercially
avai |l abl e website design services avail able through the Internet.
The record thus establishes that the term "WEBSI TEDESI GNS. COM' i s
i ndeed generic for any comrercial entity's website design
services. As such, it is not capable of identifying applicant's
services and is not registrable on the Suppl enental Register.

See, e.qg., In re CyberFinancial.Net Inc., supra at 1794 [in

finding conpound termto be generic for, inter alia, providing

i nformation regardi ng taxabl e and tax exenpt debt instrunments via

12



Ser. No. 75/857,971

a gl obal computer network, the Board "add[ed] that even if the
desi gnati on BONDS. COM were viewed as a phrase, we would reach the
sane result here"]; and In re Martin Container Inc., supra

[ " CONTAI NER. COM' hel d generic for retail and rental services
featuring containers inasmuch as such term"indicate[s] a
commercial web site on the Internet which provides containers”].

Deci sion: The refusal under Section 23 is affirned.
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