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Serial Nos. 75866744 and 75861962
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Garden, L.P.

Chri stopher L. Buongi orno, Trademark Exam ning Attorney,
Law O fice 113 (COdette Bonnet, Managi ng Attorney).

Bef ore Seeherman, Qui nn and Hohein, Adm nistrative
Trademar k Judges.

pi ni on by Seeherman, Adm nistrative Tradenmark Judge:

Madi son Square Garden, L.P. has filed applications to
regi ster the design mark shown bel ow for

cl ot hing, nanely, hosiery, footwear, T-
shirts, sweatshirts, sweat pants,
pants, tank tops, jerseys, shorts,

paj amas, sport shirts, rugby shirts,
sweaters belts, ties, nightshirts,
hats, warmup suits, jackets, parkas,
coats, cloth bibs, head bands, wi st
bands, aprons, boxer shorts, slacks,



Seri al

Nos.

75866744 and 75861962

caps, ear nmuffs, gloves, woven and knit
shirts (Cass 25)! and

toys, ganes and sporting goods, nanely
basketballs, golf balls, playground
balls, sports balls, rubber action
ball s and foam action balls, basketbal
nets, basketball backboards, punps for
inflati ng basketballs, and needl es
therefore, golf clubs, golf bags, golf
putters, golf ball gift sets with divot
repair tools, and /or tees and bal

mar kers, golf accessories, nanely bag
covers, club head covers, golf bag den
caddie, golf gloves, golf ball sleeves,
st and- al one, el ectronic basket bal

tabl e top ganes, basketball board
ganes, electronic video arcade gane
machi nes, basketball kit conprised of a
basketbal |l net and whistle, dolls,
stuffed toys, jigsaw puzzles and
Christnmas tree ornanents (C ass 28).°2

1

Application Serial No. 75866744, filed Decenber 8, 1999. The

application was initially based on an asserted bona fide
intention to use the nmark in comrerce; applicant subsequently
filed a statenent of use asserting first use and first use in
comerce as early as 1999.

2

Application Serial No. 75861962, filed Decenber 1, 1999. The

application was initially based on an asserted bona fide
intention to use the nmark in comrerce; applicant subsequently
filed a statenent of use asserting first use and first use in
commerce as early as June 2000.
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Regi stration has been refused in both applications
pursuant to Sections 1, 2 and 45 of the Trademark Act, 15
U S.C 1051, 1052 and 1127, on the ground that the appli ed-
for design does not function as a trademark for the
identified goods, but would be viewed as an ornanent al
feature.

Applicant has appeal ed. Because both applications
i nvol ve common questions of |law, and essentially the sanme
evi dence, we hereby consolidate the appeals and are
deci ding both in a single opinion.

Applicant and the Exam ning Attorney have filed briefs
in both appeals, but an oral hearing was not requested.?

The Exam ning Attorney has asserted that applicant's
logo, as it is depicted on the specinmens, will be perceived
as ornamentation and not as a trademark. The Exam ning
Attorney al so asserts that applicant has not shown that the
| ogo has achi eved secondary mnmeaning in the mnds of

present -day consuners.

2 Inits briefs applicant has requested that the Board take

judicial notice of various third-party registrations and evi dence
fromthe files of those third-party registrations. The Exam ning
Attorney has objected, asserting that this naterial is not proper
subject matter for judicial notice. W agree. It is well
establ i shed that the Board does not take judicial notice of
registrations that reside in the U S. Patent and Trademark
Ofice. In re Duofold Inc., 184 USPQ 638 (TTAB 1974).
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The speci nens showi ng the manner in which applicant's

| ogo is used are shown bel ow.

First, we note that in its appeal briefs, applicant
states that "the primary issue in the current application
i s whether the proposed mark...functions as a source
indicator" and that, "in the alternative the issue is
whet her the proposed mark functions as a secondary source
i ndi cator for the goods identified in the application.”
Brief, SN 75861962, pp. 4-5; brief, SN 75866744, p. 4.
However, in response to the first Ofice action in which
the Exam ning Attorney refused registration on the basis
that the | ogo does not function as a mark, applicant
unequi vocally stated that "its mark functions as a
trademark to identify Applicant as the secondary source of
the goods." Applicant never indicated that this claimwas

being made in the alternative, and that it wshed to
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preserve its right to assert that the logo functioned as a
trademark without regard to the secondary source argunent.

In view thereof, applicant cannot now argue that its |ogo

i nherently functions as a trademark and that consuners,

wi t hout any other information about collateral uses of the
| ogo, would inmediately perceive it to be a trademark as it
is used on the identified goods.

In any event, we agree with the Exam ning Attorney's
statenent, in the Ofice actions which first raised the
refusal, that the | ogo, w thout evidence of secondary
source or secondary neani ng, would be viewed as nere
ornanentation. In this connection, we note the follow ng
| anguage, set forth by the Board nore than forty years ago
inlInre Ain Corporation, 181 USPQ 182 (TTAB 1973):

It is a matter of common know edge t hat
T-shirts are "ornanmented” with various
i nsignia, including college insignias,
or "ornanented" with various sayings
such as "Swal | ow Your Leader”. In that
sense what is sought to be registered
coul d be construed to be ornanmental.

I f such ornamentation is wthout any
nmeani ng ot her than as nere
ornanmentation it is apparent that the
ornanment ati on could not and woul d not
serve as an indicia of source. Thus, to
use our own exanple, "Swallow Your
Leader™ probably woul d not be
considered as an indication of source.

Therefore, we turn to the question of whether the |ogo

acts as an indicator of a secondary source of the goods,
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that is, to indicate not the manufacturer, but the sponsor
of the goods. Applicant contends that its |ogo indicates
t he New York Knicks basketball team which is owned and
operated by applicant. Accordingly to the evidence

subm tted by applicant, the | ogo, known as the "Father

Kni cker bocker Logo," was the main |logo for the basket bal
team from 1946 to 1964. The |ogo was devel oped by a sports
cartooni st naned WIlliam Millin, who worked for the New
York "Worl d-Tel egram ™ and depicts a basketbal | -dribbling
kni ckerbocker, in a reference to the early Dutch settlers
of New York.

The Exam ning Attorney takes the position that present
day consumers would not be aware of the forner |ogo, and
therefore would not regard the | ogo on the goods at issue
as a reference to the basketball team and applicant. W do
not agree. Applicant has stated that "even after the
Kni cks adopted a new prinmary team | ogo, and throughout its
entire life of nore than five decades, the Knickerbockers
Logo has continued to function as a service mark and
trademark to pronote the Knicks basketball team and

assorted col |l ateral merchandise.” Briefs, p. 10.
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In support of this statenent, applicant has submtted
excerpts fromits website* which show the | ogo as part of a
hi story of the Knicks team In fact, there is an entire
article entitled "Why Kni ckerbockers?", with a subsection
entitled "The Logo." This subsection discusses the origin
of the logo, and features a depiction of it.

Applicant has al so stated that products bearing the
| ogo "are marketed in connection with the NBA' s Hardwood
Cl assics program which commenorates the history and
heritage of the NBA and its predecessors through a
col l ection of products and services bearing the | ogos of
its old teans that are marketed to basketbal | fans
interested in the history of the sport and other collectors
of nmenorabilia.” Responses dated June 6, 2002. Applicant
has subm tted a Hardwood C assics brochure which depicts
the logo at issue, as well as logos fornerly used by other
basketbal |l teanms. The brochure includes, inter alia, the
phrases, "Hardwood C assics apparel and non-appar el
collection”; "Now fans and coll ectors can have jerseys nade
in the exact styles and fabrications worn by the | egendary
NBA stars"; and "Hardwood C assics Col |l ecti bl e Basketbal | s—

Thi s Spal di ng basketball features a tineline with the

4

The web pages were printed on April 15, 2002, thus
denmonstrating current pronmotion of the |ogo.
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Hi story of your teamand interesting facts. Available for
Bulls, Celtics, Lakers and Knicks." Applicant has al so
stated that since 1999, when Kni ckerbockers' apparel was
added to the Hardwood O assics Collection, its apparel

sal es have been nearly $2, 500, 000.

Finally, applicant asserts that its goods will be
primarily purchased by, or for, fans of professional
basketball interested in nenorabilia, the history of the
sport and the NBA, and that, before naking such purchasers,
"these fans are extrenely famliar with teaminsignia and
| ogos." Responses dated June 6, 2002.

As the Exam ning Attorney points out, applicant has
gi ven general sales figures for all apparel sold under its
Har dwood Cl assics program but has not broken out the
actual sales figures for apparel bearing the logo at issue,
nor has it presented any specific infornmation about sales
of the Class 28 products bearing the |logo. The evidence
that applicant has submtted woul d not denonstrate that an
ot herwi se ornanental design had acquired distinctiveness as
a trademark sinply by the use of the design on the goods in
guestion. However, applicant is not claimng this type of
acquired distinctiveness. Rather, applicant is claimng
that its logo functions as a mark because it shows a

secondary source for the goods, a source that consuners
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w Il recognize because they are aware of this use in
connection with the New York Knicks basketball team

Al t hough the applied-for mark is no | onger the primary
| ogo for the team and has not been so for many years, we
cannot say that this logo is unknown to consuners today.
The evidence is sufficient to denonstrate that the logo is
still in use and is pronoted. 1In fact, although neither
applicant nor the Exam ning Attorney has nentioned it, we
note that the wording next to the | ogo on the basket bal
speci nen of use consists of the phrases "Vintage 1946
Logo," "Father Knickerbocker" and "Charter NBA Franchi se,"®
thus reinforcing that this was the | ogo of the basket bal
team In view of applicant's statenents and evi dence, we
nmust concl ude that sports fans and coll ectors of
menorabilia, the main purchasers of the goods, wll be
aware of it. Thus, consuners seeing the |ogo on
applicant's identified goods will recognize it as a | ogo of
applicant's New York Knicks basketball team and w |
understand that it is a trademark identifying applicant as

a secondary source of sponsorship of the goods.

® This wording is alnost inpossible to make out in the

phot ograph that was subnitted, which reduced the size of the
entire basketball to approximtely one inch in dianeter.
Therefore, we are not surprised that the Exami ning Attorney would
not have noticed it or commented on it. However, when the actua
basketbal |l is viewed by consuners, we have no doubt that the
wor di ng woul d be clearly visible.
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Decision: The refusals of registration are reversed.
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