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Bef ore Hohei n, Bucher and Drost, Adm nistrative Trademark
Judges.

Opi ni on by Hohein, Adm nistrative Trademark Judge:

Ruffin Gam ng, LLC has filed an application to
register the term"FlI SHERVAN S WHARF' for "entertai nment
services, nanely, live performances by a nusical band, anusenent
arcades, casino services, theatrical perfornmances, vaudevilles

and comedy performances” in International Cass 41 and "hot el
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services, restaurant services, nightclub services, café services
and providing convention facilities" in International Cass 42.1

Regi stration has been finally refused under Section
2(e)(1) of the Trademark Act, 15 U S. C. 81052(e)(1l), on the
basis that, when used in connection with applicant's services,
the term "Fl SHERVAN' S WHARF" is nerely descriptive of them?

Applicant has appealed. Briefs have been filed, but
an oral hearing was not requested. W affirmthe refusal to
register.

It is well settled that a termis considered to be
nmerely descriptive of goods or services, within the neaning of
Section 2(e)(1) of the Trademark Act, if it forthwith conveys
i nformati on concerning any significant ingredient, quality,
characteristic, feature, function, purpose or use of the goods
or services. See, e.g., Inre Guulay, 820 F.2d 1216, 3 USPQd
1009 (Fed. Cir. 1987) and In re Abcor Devel opnent Corp., 588
F.2d 811, 200 USPQ 215, 217-18 (CCPA 1978). It is not necessary

that a termdescribe all of the properties or functions of the

! Ser. No. 75/809,046, filed on January 20, 2000, based upon an
al l egation of a bona fide intention to use such termin comerce.

2 Although, initially, the Examining Attorney al so refused registration
on the grounds that, when used in connection with applicant's

services, the term"FI SHERVAN S WHARF" is primarily geographically
descriptive thereof under Section 2(e)(2) of the Trademark Act, 15

U S.C. 81052(e)(2), if applicant's services cone fromthe Fi sherman's
Wharf area of San Francisco, and is primarily geographically
deceptively m sdescriptive thereof under Section 2(e)(3) of the
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goods or services in order for it to be considered to be nerely
descriptive thereof; rather, it is sufficient if the term
describes a significant attribute or idea about them Moreover,
whether a termis nerely descriptive is determned not in the
abstract but in relation to the goods or services for which
registration is sought, the context in which it is being used on
or in connection with those goods or services and the possible
significance that the termwould have to the average purchaser
of the goods or services because of the manner of its use. See
In re Bright-Crest, Ltd., 204 USPQ 591, 593 (TTAB 1979). Thus,
"[w het her consunmers could guess what the product [or service]
is fromconsideration of the mark alone is not the test.” Inre
American Greetings Corp., 226 USPQ 365, 366 (TTAB 1985).

Appl i cant, while acknow edgi ng that a purpose behind
the statutory prohibition against registration of ternms which,
when used in connection with particul ar goods or services, are
nmerely descriptive thereof "is to prevent others from
nonopol i zi ng descriptive terns in relation to the [goods or]
services," argues that "[t]here woul d be no breach of policy by
all owi ng the Appellant to register FI SHERVAN S WHARF for a

casi no conpl ex operating ... games of chance, restaurants,

Trademark Act, 15 U S.C. 81052(e)(3), if the services do not conme from
such area, both refusals were subsequently wi thdrawn.
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hotel services, entertai nment services and the like." In
particul ar, applicant contends that:

No one will be put at a conpetitive

di sadvantage in the casino industry by not
being able to use FI SHERVAN S WHARF to
describe their casino conplex .... The
Appellant will not be inhibiting conpetition
... if it received registration of the

FI SHERVAN S WHARF mark. It woul d be an
anonaly for people in the industry to use
FI SHERVAN S WHARF to descri be the
aforenenti oned services. The reason and
public policy behind the non-registrability
of [merely] descriptive nmarks woul d not be
breached by all ow ng the Appel | ant
registration of its mark in this case.

Furthernmore, as to the Exam ning Attorney's specific
contention that the term"FI SHERVAN S WHARF" is nerely
descriptive of applicant's services because such services are
likely to depict or feature the well known, if not fanous,

Fi sherman's Wharf area of San Franci sco, applicant asserts that
the Exam ning Attorney "commtted error by review ng Appellant's
service mark in relation to the thenme rather than to the

n3

servi ces. According to applicant:

> Applicant, inits brief, additionally refers to a list of third-party
registrations which it submtted with its request for reconsideration
Applicant maintains that the Iist denonstrates that "the United States
Patent and Trademark O fice [('PTO )] has allowed registrations to
exi st on the Principal Register for, inter alia, PARK AVENUE, " as wel |
as such other terms as "BOURBON STREET, " "SOUTH BEACH, " " SAHARA" and
"RIVIERA." In particular, applicant insists that "the Principal
Regi ster contai ns nunerous registrations containing |ocations, places
or things as part of the marks used in relation to, inter alia, casino
services." Wile recognizing that "each mark nust be evaluated on its
own nerits,"” applicant urges that "it is entitled to consistency in
practice and procedure"” fromthe PTO and that "its mark is just as
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The services for which the Appellant has
applied to register the mark relate to a
casino conplex ... operating ganmes of
chance, restaurants, ... hotel services,
entertai nnment services and the |ike. The
services rendered in no way relate to or are
descriptive of the "Fisherman's Wharf" in
San Franci sco. The San Franci sco

Fi sherman's Wharf is not a service and does
not relate to the services in question, and
it is not in any way described by the terns
"Fisherman's Wharf." The San Franci sco

Fi sherman's Wharf is a section of that city
where fishing and sightseei ng boats noor.
This has no rel ationshi p what soever with the
services for which the mark FI SHERVAN S

entitled to receive trademark protection as any of these other narks."
Al t hough the Exami ning Attorney has not addressed any of applicant's
contentions in this regard, it is pointed out that, inasnuch as the
Board does not take judicial notice of third-party registrations, the
subm ssion at this stage of a nmere list thereof "is insufficient to
make them of record.” |In re Duofold Inc., 184 USPQ 638, 640 (TTAB
1974). The proper procedure, instead, for nmaking informtion
concerning third-party registrations of record is to subnmt either
copies of the actual registrations or the electronic equival ents
thereof, i.e., printouts of the registrations which have been taken
fromthe PTOs own conputerized database. See, e.g., Inre
Consol i dated G gar Corp., 35 USPQd 1290, 1292 n. 3 (TTAB 1995); In re
Smth & Mehaffey, 31 USPQ2d 1531, 1532 n. 3 (TTAB 1994); and In re
Melville Corp., 18 USPQ2d 1386, 1388 n. 2 (TTAB 1991). In any event,
even if such information were to be considered, given the indication
by applicant that the terns listed, in each instance, formonly "part
of " rather than the actual marks which are the subjects of the third-
party registrations, and inasmuch as there is no way of know ng on
this record whether the registrations issued with or without either a
di scl ai mer of the particular termunder Section 6(a) of the Trademnark
Act, 15 U.S.C. 81056(a), or pursuant to a claimof acquired

di stinctiveness in accordance with Section 2(f) of such Act, 15 U S. C
81052(f), the information furni shed by applicant is essentially of no
probative value. Furthernore, as applicant has correctly

acknow edged, each case nust be determned on its own nerits. See,
e.g., Inre Nett Designs Inc., 236 F.3d 1339, 57 USPQ2d 1564, 1566
(Fed. Gr. 2001) ["Even if sone prior registrations had sone
characteristics simlar to [applicant's] application, the PTO s

al | onance of such prior registrations does not bind the Board or this
court"]; In re Broyhill Furniture Industries Inc., 60 USPQ2d 1511
1514 (TTAB 2001); and In re Pennzoil Products Co., 20 USQP2d 1753,
1758 (TTAB 1991).
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VWHARF i s sought to be registered by
Appel lant. Appellant's services relate to
hotel, gam ng, entertainnent and restaurant
services and in no way constitute a fishing
or nooring area. Fisherman's Wharf does not
in fact designate services but rather a
thing; Appellant's services in no way depi ct
the Fisherman's Wharf in San Francisco. As
i ndi cat ed above, the use of the terns
FI SHERVAN S WHARF for a section of a casino,
ent ertai nnent venue, restaurant or bank of
hotel roons is nmerely to evoke the thene of
Appel lant's facility. Although ..
FI SHERMAN S WHARF is not a "coi ned" or
fanci ful mark, Appellant is still entitled
to registration for its service nmark used in
conjunction with the services |isted above.
Fi sherman's Wharf is no nore inherently
related to the services in question than the
mark XYZ woul d be. FISHERMAN S WHARF i s not
[merely] descriptive of a casino conplex

offering ganbling, ... restaurants,
hotel services, entertai nment services and
the |ike.

Finally, applicant urges that the term"Fl SHERVAN S
VWHARF" is an arbitrary mark when used in connection with its
services.* Applicant reiterates, in viewthereof, that it "wll
not be inhibiting conpetition for the aforenentioned services by
receiving registration of the FI SHERVAN S WHARF nark. "
Appl i cant argues, by anal ogy, that "just because an APPLE®

conput er has an apple icon thereon or an apple thenme does not

“* At first blush, it woul d appear contradictory for applicant to argue
that, while the term"FI SHERVAN S WHARF" is "an arbitrary mark" which

"in no way relate[s]"” to its services, such term as noted previously,
"is not a 'coined or fanciful mark." It is assuned, however, that by
the |atter applicant acknow edges that the nane "Fisherman's Warf" is
an actual location or section of San Francisco, instead of a contrived
or fictitious place, but that the use of such nane in connection wth
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make the APPLE® mark descriptive of conputers” and, thus, "[t]he
owner of the APPLE® mark is not inhibiting conpetition in the
sal e of conputers.™

The Exami ning Attorney, on the other hand, contends
that the term"FlI SHERVAN S WHARF" nerely "descri bes a feature
and significant characteristic of the applicant's services”
because, when "consuners encounter the proposed mark ... in
connection with the applicant's services, they will imediately
know that the thene of the premises is that of San Francisco's
famous | andmark, the FI SHERVAN S WHARF." Applicant, the
Exam ni ng Attorney points out, "has stated that the proposed
mark will be used in connection with a section of its casino and
that the use of the term'FI SHERVAN S WHARF' is nerely to evoke
the theme of the applicant's facility."

In particular, we note that in reply to three inquires
whi ch, pursuant to Trademark Rule 2.61(b), were raised by the
Exam ning Attorney in her initial Ofice Action, applicant
responded as foll ows:

a. Wiat is the thenme of the places
where the services are rendered?

The services will be rendered in the
context of a hotel and casino facility
| ocated in Las Vegas, Nevada. The thene of
such facility will be the Gty of San
Francisco. This is simlar to hotel-casinos

its services, admttedly so as "to evoke the thenme of Appellant's
facility," somehow is nonetheless "arbitrary."
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in Las Vegas using the thenmes of the Cty of
New York (New York, New York), the Gty of
Paris (Paris) and simlar city thenes.
Accordi ngly, various areas within the casino
may be designated with the nanes of well

known San Franci sco | andmar ks.

b. Are the services in any way

depicting the "Fisherman's Warf"
Franci sco?

in San

The services rendered herein in no way

relate to the "Fisherman's Wharf" in San
Francisco. .... ... Applicant's services
in no way depict Fisherman's Warf in San

Franci sco. As indicated above, the use of
the term FI SHERVAN S WHARF for a section of
a casino, entertai nnent venue, restaurant or
bank of hotel roonms is nerely to evoke the

theme of Applicant's facility.

c. Wiat is the neaning of the mark
when used in connection with the services?

The mark FI SHERVAN S WHARF has no
specific meaning in relation to the services
Rather, it is an arbitrary nmark whose
intent, as is discussed above, is nerely to
evoke the thenme of the facility planned by

Appl i cant.

Significantly, applicant also admtted in such response that

"[i]t is a very conmon business practice to nanme casino hotels

and parts thereof after various geographical

terns which rel ate

to the theme of the given hotel casino conplex.” As exanples

t hereof, applicant noted that, besides the previously nentioned

properties named after the cities of New York and Paris, "there

are in existence in Las Vegas, Nevada casino hotel facilities

usi ng [the] geographically descriptive words of: ... Santa Fe;



Ser. No. 75/899, 614

Rio (a reference to Rio de Janeiro); Barbary Coast (an area in
San Francisco); Sahara (a reference to the Sahara Desert)[;] and
ot hers."

The Exami ning Attorney, in support of her position,
has made of record a nunber of excerpts from her search of the
"NEXI S" el ectroni c dat abase showi ng that "Fisherman's Warf" is
a well known, if not fanobus, area or section of San Francisco.
She al so has made of record printouts fromthree website
articles which indicate that applicant, as well as two other
devel opers, intend to build San Franci sco-thenmed hotel casino
entertai nnment conplexes which will include replicating various
| andmar ks unique to or often associated with San Franci sco, such
as Coit Tower, Lonbard Street, Fisherman's Warf, Alcatraz, the
Col den Gate Bridge and cable cars. One such article, which

appears at http://ww. casi nomagazi ne.com and is entitled "FREE

SPEECH | Lost My Shirt in San Francisco," reports in rel evant
part that:

Devel opers have plans to build three
nore San Franciscos, and where else but in
Las Vegas, a city where anything worth doi ng
is worth overdoi ng, including another city.

Naturally, Las Vegas' multiple San
Franci sco disorder has led to argunents and
runbl i ngs of | awsuits about which devel oper
t hought of copying San Francisco first.

In 1997, Las Vegas devel oper Mark
Advent, who conceived of the New York- New
Yor k hot el -casi no, announced his intention
to build a $500 mIlion "San Franci sco-

t hemed" casino on the strip.



Ser.

No.

75/ 899, 614

By 1999, Advent's budget had grown to
$1 billion and the plan called for a replica
of the Bay with little boats sailing to an
Al catraz replica in the mddle, a mniature
CGol den Gate Bridge and seven specialty
casinos reflecting thenmes of seven San
Franci sco nei ghbor hoods.

Last COctober San Franci sco devel oper
Luke Brugnara said he'd like to build a
mniature Gty by the Bay by the desert,
t 0o. :

Thi s week Kansas-based real estate man
Phil Ruffin announced plans to build yet
anot her way for rubes to leave their shirts
in San Francisco. He wants to build a $700
mllion resort-casino called The City by the
Bay featuring miniature versions of many of
San Franci sco's nost fanous tourist spots,
i ncl udi ng Napa Vall ey.

Let a hundred San Franci scos bloomin
t he desert, al ongside other Las Vegas-class
versions of world-class cities |ike New
York, Paris and Veni ce. ..

But imtators shouldn't get huffy and
claimto be the innovators who canme up with
the idea of a copy - unless their |ast nane
i s Xerox.

Advent and Ruffin are acting |like they
i nvented the concept of a mniature San
Franci sco ...

"W have our own design,” Ruffin was
guoted as saying. "W didn't copy their
stuff.”

| f there nmust be three different San
Franci scos in Las Vegas, let them be three
really different San Franciscos, |ike we
have here. :

Who wants to go to Vegas and see three
fake Coit Towers, three fake North Beaches
and three fake Chi nat owns. ..

One San Franci sco casino could
represent the standard tourist San
Francisco, with little bridges, cable cars
and a tackier version of Fi sherman's Warf.

10
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Anot her coul d represent the hip, high-
tech San Francisco, wth [aptop sl ot
machi nes in coffeehouses, restaurants with
fusion buffets and bl ackjack dealers in
bl ack clothing and retro shoes.

Yet another could be the risqué San
Francisco, with a mniature O Farrel
Theater, a small and safe Tenderloin and a
cl oned Castro.

This is the age of niche marketing, so
why don't these hotshot devel opers think of
things like this?

No, it's always the sane old Alcatraz
and Gol den Gate Bridge. And then they say
they came up with the idea.

Lately Las Vegas has become one-stop
shopping for world travel, a city of city
imtations.

Anot her article, retrieved from

26/ http://hone.att.net, sets forth a history of the Frontier

hotel (also known as the New Frontier) in Las Vegas and st ates,
with respect to applicant's president, Phil Ruffin, and his
pl ans for such hotel and its site, that:

In Cctober, 1997, Wchita busi nessnman
Phil Ruffin purchased the Frontier for $167
mllion .... ....

On January 5, 2000, it was announced
that the second lady of the Strip was to
cl ose her doors forever. Ruffin announced
that he is going to i nplode the Frontier and
build a replica of San Francisco, California
- a casino naned Gty By The Bay which
woul d' ve been conpleted in Septenber, 2002,
contai ning 2,500 roons at a cost of $700
mllion. .... Plans for the new resort
i ncl ude replicas of Chinatown, the Coit
Tower and Lonbard Street. There will be a
wal k-t hrough Chi nese pagoda, on to the
Gol den Gate Bridge which will then go to
Fi sherman's Wharf with boats in the water.

11
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There will also be the Al catraz Restaurant
and a Napa Val l ey w nery.

Mar k Advent of Advent Conmmuni cations
and Entertai nnent who created the concept
for New York-New York took |egal action
agai nst Ruffin. Advent stated that he has
been working with Ruffin for the past two
years to create a San Franci sco-thened
megar esort, and copyrighted detail ed pl ans,
desi gns, concepts and other proprietary
information with Ruffin .... Ruffin
di sm ssed Advent's conplaint stating "city
t henes are in the public domain."

The third article, also retrieved fromthe website

26/ http://hone.att.net, details plans by applicant's president

concerning the "City By The Bay" project:

Phil Ruffin is planning to build the
City by the Bay Casino and Resort on the
25.5 acres where The New Frontier now sits.

The Cty By The Bay will feature the
renowned Fi sherman's Warf where visitors
will be able to step out of the desert and
into the |l egendary Bay area in which a
carni val esque nood wi Il set the scene. A
nmyriad of indoor and open-air seafood
eateries will be available to satisfy every
| evel of appetite .... Visitors will enjoy
t he atnosphere, and the aromas, of this ...
fun-filled scenic setting for dining and
shoppi ng conplete with curio shops and
street performers. This spectacul ar
attraction wll include a pod of sea |ions,
Monterrey [sic] boats and a wave naki ng
machi ne to supply the sounds of the bay.

Al t hough Fi sherman's Wharf will be the
main attraction at The Gty By The Bay, it
doesn't stop there. The project will pay
tribute to many of the public domain icons
of San Franci sco incl uding:

Chinatown - .... Visitors will be able
to delve into a world of exotic shops and

12
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mar kets, authentic restaurants and, at
times, an indigenous festival.

Lonbard Street - A replica of "the
crookedest street in the world[,]" you wll
be able to stroll your way up to the Coit
Tower while enjoying the profusely
| andscaped grounds.

Coit Tower - This fluted concrete shaft
Wil rise approximately 300 feet from street
| evel at the top of Lonbard Street. :

Al catraz - The infanpbus "Rock” will be
the setting for a unique dining experience.
C Patrons may find thenselves dining in
"Cell Block A" on tin plates.

Napa Valley - A fully operational
wi nery featuring a selection of California's
finest wnes. Napa Valley will also offer
gournet dining and fine wnes for tasting
and purchase.

The hotel will offer 2,512 guest roons

: Convention and neeting space wl |
cover 100,000 square feet of neeting and
pre-function roons. The casino area w |
enconpass 100, 000 square feet .... The
Golden Gate Bridge will serve as a stately
backdrop as it transports you fromthe strip
t hroughout the property.

The bay area known for it [sic]
del ectable dining and nightlife will be
transforned to The City By the Bay with 10
specialty restaurants in addition to the 4
to 5 seafood options featured at Fisherman's
Wharf. The tone of sweet seduction and
romantic nelodies wll come alive with the
nmusi cal style of OQis Redding and Al G een
in the properties [sic] |ounges and
ni ghtclub. The property will also house a
1,200 seat showoomfeaturing its own in-
house production. Ruffin is |ooking at
several propositions but has not conmmtted
to a specific production at this tinme. He
is looking for the "perfect” high energy,
musi cal and art formthat will portray the
i nfamous nightlife the bay area is known
for.

The project includes a ... retail area
plus the specialty shops |located in the

13
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Fi sherman's Wharf and Chi natown. In
addition, a short stroll over the Cakl and
Bridge and guests will find thenselves in
The Fashi on Show Mal |l whi ch houses
approxi mately 145 outlets and focuses on
hi gh-end retail .

The Exam ning Attorney, based upon the evidence of
record and the Board's decision in In re Busch Entertainnment
Corp., 60 USPQ2d 1130, 1133-34 (TTAB 2000), in which the term
"EGYPT" was held nerely descriptive of a significant feature,
namely, "the Egyptian theme or notif," of the anusenent park
services involved therein, accordingly reasons that, as
previously noted, the term"FI SHERVMAN S WHARF" is nerely

descriptive of applicant's services because:

In In re Busch the Board agreed ..
that [the record established that] it is
customary for ... anusenent parks ... to
feature diverse nanes of places and then
have those prem ses feature the [naned pl ace
as the] pertinent thene. The Board noted
that[,] therefore, the marks in question
woul d serve as nothing nore than information
wWith respect to one of the salient features
of the [services rendered under each] mark
namel y, the thene.

Simlarly, in the present case, the
mark in question does nothing nore than to
inform ... consuners about one of the
features of the services, nanely, that the
theme in question is that of the fanous San
Franci sco | andmark, namely, the FI SHERVAN S
WHARF. Therefore, the mark is clearly
merely descriptive of one of the features of
the [services rendered under the] mark and
the refusal ... is warranted and shoul d be
uphel d by the Board.

14
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As a general proposition, we note that a term which
ot herw se woul d be considered an arbitrary, fanciful or
suggestive mark, when used in connection with goods or services
to identify and distinguish the source thereof, does not |ose
such characterization or status, and becone nerely descriptive
of the goods or services, sinply because the termcoul d
literally designate a thenme of the goods or services, e.g., the
trade dress of a product or the décor of an entertai nment
facility, when so used.® That is, just because such a term coul d
thematically describe a trade dress or décor, that does not make
the termmerely descriptive if the trade dress or décor is
arbitrary, fanciful or suggestive, but if the trade dress or
décor i s descriptive, then a termwhich describes such thematic
manner of use is nerely descriptive. See, e.g., Stork
Restaurant, Inc. v. Sahati, 166 F.2d 348, 76 USPQ 374, 379 (9th
Cir. 1948) ["THE STORK CLUB" for café and nightclub services
"m ght well be described as 'odd', 'fanciful', 'strange', and

"truly arbitrary'" but "[i]t is in no way descriptive of the

> W judicially notice, for instance, that in this regard The Random
House Dictionary of the English Language (2d ed. 1987) at 1966 defines
"thene" in pertinent part as "2. A unifying or dom nant idea, notif,
etc., as in awrk of art.” It is settled that the Board may properly
take judicial notice of dictionary definitions. See, e.g., Hancock v.
Anerican Steel & Wre Co. of New Jersey, 203 F.2d 737, 97 USPQ 330,
332 (CCPA 1953); University of Notre Danme du Lac v. J. C. Gournet Food
I mports Co., Inc., 213 USPQ 594, 596 (TTAB 1982), aff’'d, 703 F.2d
1372, 217 USPQ 505 (Fed. G r. 1983); and Marcal Paper MIls, Inc. v.
Anerican Can Co., 212 USPQ 852, 860 n. 7 (TTAB 1981).

15
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appellant's night club, for inits primary significance it would
denote a club for storks,”™ "[n]Jor is it likely that the

sophi sticates who are its nost publicized custoners are
particularly interested in the stork"]; Taj Mahal Enterprises
Ltd. v. Trunp, 745 F. Supp. 240, 16 USPQ2d 1577, 1582 (D.N.J.
1990) ["TAJ MAHAL is clearly suggestive in the food service,
casi no and guest acconmopdati ons markets because it takes sone
imagi nation to link those services with the nane of a pal ati al
crypt located in India"]; Trunp v. Caesars Wrld, Inc., 645 F.
Supp. 1015, 230 USPQ 594, 599 and 595 (D.N.J. 1986), aff'd in
op. not for pub., 2 USP@@d 1806 (3d Cir. 1987) ["CAESARS PALACE"
and "PALACE" are "fanciful, nongeneric nanes when used in
conjunction with casino hotels" which are "infornmed by a so-
called ' Greco- Roman' thene"]; Caesars Wrld, Inc. v. Caesar's
Pal ace, Inc., 179 USPQ 14, 16 (D. Neb. 1973) ["CAESARS PALACE"
is "arbitrary, unique and nondescriptive" when used in
connection with hotel and convention center services]; and Real
Property Managenent, Inc. v. Marina Bay Hotel, 221 USPQ 1187,
1190 (TTAB 1984) ["It seens obvious that ' MARI NA, ' whatever
descriptive significance it may have in relation to other
services or goods, would not per se operate to describe hotel
and restaurant facilities, even those | ocated on bodi es of

wat er"].

16
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Each of the foregoing cases, of course, was determ ned
on its own facts and, in particular, the significance which each
of the subject marks had to the rel evant public encountering the
terns at issue in connection with the respective services. This
appeal , however, is npbst anal ogous to the Busch case cited by
the Exam ning Attorney and fromwhich, for present purposes, the
proposition may be extracted that, where the record reveal s that
it is the intent of an applicant and a practice or trend in the
trade or industry to replicate or otherwise sinulate the
anbi ance or experience of a place (in whole or neaningful part),
then a term which nanmes the place, when used as a thene of the
goods or services, is generally considered to be nerely
descriptive of a significant feature or characteristic of the
goods or services.® See In re Busch Entertainment Corp., supra
[in view of evidence denonstrating a trend in thenme park
i ndustry of recreating the culture or history of foreign |ands
and showi ng that "EGYPT" is the name of the ninth land in the

applicant's African-themed anusenent park, "EGYPT" found nerely

® Unlike, for exanple, the two previously cited cases involving the
"CAESARS PALACE" mark, it is inmportant to remenber that this appea

i nvol ves the nane of an actual, existing place which is sought to be
appropriated as a mark for services associated with a hotel casino
entertai nment conplex. It should also be kept in mnd that this case
invol ves only the issue of nere descriptiveness, rather than
genericness, and that it does not involve the question of possible
acquired distinctiveness of the term"FI SHERVAN S WHARF" under Secti on
2(f) of the Trademark Act, 15 U S.C. 81052(f), for any of applicant's
servi ces.
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descriptive of amusenment park services inasmuch as term
i ndi cates subject matter or country being imtated, at least in
part, and woul d be so recogni zed by consuners; as such, term
identifies only an Egyptian thene or notif rather than the
source or origin of the services]. Wile presently still an
intent-to-use application, applicant has admtted, and the
evi dence clearly supports, the fact that applicant's services
will be rendered in the context of a San Franci sco-thened resort
and that such facility will include a distinct area designated
as "FlI SHERVAN' S WHARF, " which will be built and decorated to
evoke the anbi ance or experience of the Fisherman's Warf area
of the city. Moreover, while Fisherman's Wharf is obviously not
a country like Egypt, the record plainly denonstrates that it is
a well known--if not fanous--place, with readily identifiable
features or characteristics, wthin San Francisco. Fisherman's
Wharf, furthernore, plainly is not a place devoid of comrerci al
activity inasmuch as applicant has admtted, as noted
previously, that "[t]he San Francisco Fisherman's Warf is a
section of that city where fishing and sightseei ng boats noor"”
and the record additionally reflects that it is honme to such
busi nesses as hotels and restaurants.

We therefore agree with the Exam ning Attorney that,
in this case, the record sufficiently establishes that custoners

for applicant's entertai nnent services, consisting of live
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performances by a nusical band, amusenent arcades, casino
services, theatrical performances, vaudevilles and conedy
performances, and its various hotel services, restaurant
services, nightclub services, café services and the providing of
convention facilities would i medi ately understand, w thout
specul ation or conjecture, that the term"Fl SHERVAN S WHARF"
nmerely describes a significant characteristic or feature

t hereof, nanely, the thenme or décor used in the rendering of the
services. Collectively, as applicant has admtted, such
services are all part of applicant's planned hotel casino
entertai nment conplex which, as two of the website articles
plainly evidence, will replicate as a substantial portion of its
San Franci sco-thened facility the anmbi ance or experience of the
Fi sherman's Wharf area of that city. Fisherman's Wiarf, as the
"NEXI S" excerpts show, is a well known--if not fanous--San
Franci sco | andmark whi ch, like such others as Coit Tower,
Lonbard Street, cable cars and the Gol den Gate Bridge, serves as
a readily, if not instantly, recognizable icon for the city
itself. Consequently, while we appreciate applicant's
contention that its services in no way relate to the nooring at
Fi sherman's Wharf in San Francisco of fishing and sightseeing
boats, we find significant applicant's adm ssion that the use of
the term"FI SHERVAN S WHARF" in connection with its services "is

nmerely to evoke the thene of the facility planned by Applicant.”
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Just as the term "EGYPT" is evocative of the thenme or notif of

t he Egyptian section of the African-thenmed anusenent park
services in Busch, so too will the term"FlI SHERVAN'S WHARF" be
evocative of a section of San Franci sco which serves as a thene
or notif for the services applicant intends to render.

Moreover, as simlarly was the case in Busch with
respect to third-party uses for anmusenent park services of the
names of other foreign | ands, the record herein not only
contai ns evidence that applicant intends to imtate the
Fi sherman's Wharf area in connection with the services to be
offered at its San Francisco-thened hotel casino entertai nment
facility, but that city imtations are comonplace in the field
for services of the kinds applicant plans to provide. Applicant
admts, as indicated earlier, that its services will be rendered
in the context of a hotel casino entertainnment conplex to be
| ocated in Las Vegas, Nevada, with the thenme of such facility
being the Gty of San Francisco. Applicant also significantly
concedes that, as previously noted, "[i]t is a very common
busi ness practice to nane casino hotels and parts thereof after
vari ous geographical terns which relate to the thene of the
gi ven hotel casino conplex,” listing anong the exanpl es thereof,
in Las Vegas al one, the "geographically descriptive words": New
York, New York; Paris; Santa Fe; and Rio. Cearly, on this

record, there is no doubt that the thenme or décor utilized in
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rendering services of the kinds typically provided by a hot el
casi no entertainment conplex, such as those applicant intends to
of fer under the term"FI SHERVAN S WHARF, " is a significant
characteristic or feature thereof in that it accounts in |arge
measure for the appeal of the facility's services to the
consum ng public.

Accordingly, far fromits being, as applicant asserts,
"an anomaly for people in the industry to use FI SHERVAN S WHARF
to describe the aforenmentioned services," we concur with the
Exam ning Attorney that, as argued in her brief, "[c]onpetitors
may very well want to use the FI SHERVAN S WHARF t hene in
connection with their services and they will be disadvantaged if
the applicant is given exclusive right of ownership in the mark
in question.” Indeed, the record shows that two other
conpetitors of applicant have contenpl ated buil ding hotel casino
entertainment facilities which will feature a San Franci sco
theme. |If they or any other conpetitor should choose to
i nclude, as part of such a facility, a replica of Fisherman's
Wharf, they plainly should be entitled to refer to or otherw se
descri be that section by the term"FI SHERMAN S WHARF, " si nce
that term -being the proper noun or nane by which that renowned
geogr aphi cal area and | andmark of San Francisco is known--is
obvi ously the nost evocative or inmediately informative

designation therefor. As the Exam ning Attorney, for instance,
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further notes in her brief, use of "the term FI SHERVAN S WHARF
for casinos decorated to | ook |like San Francisco's FI SHERVAN S
WHARF | andmark, clearly does just that." See In re Gyulay,
supra at 1010 ["APPLE PIE" nmerely describes scent of potpourri
whi ch sinul ates aronma of apple pie].

Thus, just as the designation "EGYPT" nerely describes
the theme or notif of the services offered in the section of an
African-thened anusenent park devoted in significant part to
anci ent Egyptian civilization, custoners and prospective
consuners for applicant's various San Franci sco-thened services
simlarly woul d understand and expect, upon encountering the
term"Fl SHERVAN S WHARF" used in connection therewith, that such
termnerely describes the décor or thene, in the sense of the
anbi ance or experience of the city area or | andnmark bei ng
simul ated, rather than the source or origin of the services.
Appl i cant concedes, in fact, that "the use of the term
"FI SHERVAN S WHARF for a section of a casino, entertainnent
venue, restaurant or bank of hotel roons is nerely to evoke the
theme of Applicant's facility.” Plainly, when viewed in the
context of the services which applicant's hotel casino
entertainment facility will provide, there is nothing about the
term"FlI SHERVAN S WHARF" whi ch i s anbi guous, incongruous or
suscepti bl e, perhaps, to any pl ausi bl e nmeani ng ot her than

i mredi ately conveying information as to the thene of such
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services. Nothing requires the exercise of inmagination
cogitation or nental processing or the gathering of further
information in order for custoners and potential consuners of
applicant's services to readily perceive that, as is a common
busi ness practice in the industry, the term"FlI SHERVAN S WHARF"
names the particular theme of such services.

It is well established that, with respect to i ssues of
descri ptiveness, the placenent or categorization of a termal ong
the continuum of distinctiveness that ranges fromarbitrary or
fanciful to suggestive to nerely descriptive to generic is a
question of fact. See, e.g., Inre Merrill Lynch, Pierce,
Fenner & Smith, Inc., 828 F.2d 1567, 4 USPQ@d 1141, 1143 (Fed.
Cr. 1987). It is clear on this record that, unlike applicant's
exanpl e of the mark "APPLE" for conputers which bear an apple
icon (as opposed to those in the shape of an apple), the term
"FI SHERVAN S WHARF" can scarcely be considered arbitrary or
fanci ful, or even just suggestive, when used in connection with
t he services which applicant's hotel casino entertainment
conplex will render to consuners in a facility designed to
replicate or imtate the renowned Fishernan's Wharf section of

San Francisco.’ Rather, as applicant's president reportedly

"W are nmindful, in so noting, that care is obviously required in
extendi ng the spectrum of categories of words as marks into the real m
of shapes and i nages whi ch words can describe or suggest. As

Prof essor McCarthy has cautioned (enphasis added):
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stated, "city thenes are in the public domain," and the

pur chasi ng public, which continues to watch the proliferation of
such thenes for hotel casino entertainnment conpl exes, would
readi |y and unequi vocally perceive the term"FI SHERVAN S WHARF"
as designating the thenme or notif of applicant's services

i nstead of their source or origin.

Accordi ngly, because the term "FlI SHERVAN S WHARF"
conveys forthwith significant information concerning a feature
or characteristic of applicant's "entertai nnent services,
nanmely, live performances by a nusical band, anusenent arcades,
casi no services, theatrical performances, vaudevilles and conedy
performances and its various hotel services, restaurant
services, nightclub services, café services and providing of

convention facilities,” it is merely descriptive thereof within

A few courts have tried to apply to trade dress the
tradi tional spectrumof marks categories which were created
for word marks .... That is, these courts have tried to
apply such categories as "arbitrary," "suggestive," and
"descriptive" to shapes and images. Only in some cases
does such a classification make sense. For exanple, a
tomato juice container in the shape of a tomato m ght be
classified as "descriptive" of the goods. Wile a comonly
used, standard sized can used as a tomato juice contai ner
is not "descriptive" of the goods, it is hardly inherently
di stinctive. The word spectrumof nmarks sinply does not
translate into the world of shapes and i nmages.

1 J. MCarthy, MCarthy on Tradenmarks & Unfair Conpetition 88:13 (4th
ed. 2002).
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the meaning of the statute.® See In re Busch Entertai nment

Corp., supra at 1134.

8 The dissent, perhaps by its failure to come to grips with all of the
facts of record, finds that "[t]he difference between the facts of
this case and Busch Entertai nnent could hardly be nore striking."

Wi le the dissent is correct that, as to the term"Fl SHERVAN S WHARF, "
"[t]here is no evidence that there are nunmerous hotels and casi nos
usi ng the sane geographic ternt (enphasis added), we note that in
Busch, supra at 1131, there were but two instances of third-party use
of Egyptian thenes, nanely, "publicity about a Redl ands, California,
Egyptian thene park opening in 1996 as well as Circus Grcus's
Egyptian-pyramd thene park.” In any event, while the presence or
absence of third-party use of a termin a descriptive manner has |ong
been a factor in determning the issue of nere descriptiveness, it is
settled that the fact that an applicant is or intends to be the first
to use a termin connection with its goods or services does not
justify registration where, as here, the termis shown to be nerely
descriptive thereof. See, e.g., Inre Qik-Print Copy Shop, Inc., 616
F.2d 523, 205 USPQ 505, 507 n. 8 (CCPA 1980); and In re Nationa
Shooti ng Sports Foundation, Inc., 219 USPQ 1018, 1020 (TTAB 1983). As
to the dissent's assertion that "[t]here al so does not appear to be
any need for other hotels or casinos to use the sanme geographic term
as there would be for thene parks to use the sane terns for their
thenmes," it would seemto bear repeating again that, not only does the
record reveal that two conpetitors of applicant have announced their
intentions to build San Francisco-thenmed hotel casino entertai nnent
conpl exes which will replicate or sinmulate various San Franci sco

I andmar ks, including Fisherman's Wharf, but applicant has adm tted
that "[i]t is a very conmon business practice to nane casino hotels
and parts thereof after various geographical terns which relate to the
theme of the given hotel casino conplex.” Furthernore, nothing in the
record denonstrates that such terns do indeed function as service

mar ks, as the dissent assunes, or that they are registrable wthout
resort to a showi ng of acquired distinctiveness in accordance with
Section 2(f) of the statute.

The dissent recogni zes that "Fisherman's Warf woul d sinply be
one el enent of the San Francisco thene" of applicant's services, yet
insists that "[i]t obviously takes sonme imagination for a purchaser to
cone to the understanding that terns that may be associated with San
Franci sco, such as Fisherman's Wharf, Mscone Center, Hai ght-Ashbury,
Lonmbard Street, Coit Tower, or cable cars, would be terns used to
descri be San Franci sco-thened services.”" How a termwhich is the nane
of a widely known San Franci sco | andmark does not immedi ately describe
a significant elenment of a San Francisco theme for applicant's
services is not satisfactorily explained and is troubling given
applicant's adm ssion that its intended use of "FISHERVAN S WHARF" "is
nmerely to evoke the thene of Applicant's facility."”
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Deci sion: The refusal under Section 2(e)(1l) is
af firmed.

Drost, Adm nistrative Trademark Judge, dissenting:

The majority has offered the following test to find

that the mark in this case is nerely descriptive:

As is plain fromour narrow extension of the holding in Busch, it
isonly inthe limted instance where the record denonstrates that it
is the intent of an applicant and a practice or trend in the trade or
industry to replicate or otherwi se sinulate the anbi ance or experience
of a place (in whole or neaningful part) that a term which nanes a
pl ace, when used as a thene of the goods or services, would generally
be considered to be nerely descriptive of a significant feature or
characteristic of the goods or services. Mst comonly, although not
wi t hout exception, the termat issue would be a proper noun or name
(e.g., "Egypt," "Fisherman's Warf," "Coit Tower," "Lonbard Street")
rather than a common noun (e.g., "ancient country," "boating dock,"
"observation tower," "crookedest street”). Al though the dissent views
this case as "an unnecessary extension of our descriptiveness case | aw
or a new type of geographic refusal not provided for in the Lanham
Act," the test announced herein, when properly applied, does not
characterize or place at risk a geographical termas nerely
descriptive sinply because the termcould literally designate a thene
of the goods or services, e.g., the trade dress of a product or the
décor of an entertainment facility, when so used. Jdearly, and unlike
the Egyptian notif involved in Busch, a hotel does not sufficiently
sinmulate or replicate the anbi ance or experience of Fisherman's Warf
if its décor, as the dissent suggests, just "included pictures of San
Franci sco on the wall[s], table-sized replicas of San Franci sco
| andmar ks, and roonms named after San Franci sco | andmarks. "

Finally, the record confirns that the thenme or notif of a hotel
casino entertai nnent conplex is a significant feature of the services
provi ded by such a facility. Las Vegas would not continue to w tness
the building of new ganbling resorts bearing city names and ot her
nmotifs if the thenmes of such conpl exes were not a mmj or custoner
attraction. Plainly, with the ready availability of gam ng and star-
studded entertainment, it is the thene of a hotel casino entertainnent
conpl ex, given the faithful ness and magnitude with which it is often
carried out, that differentiates the accommodati ons and ot her
ameni ti es surroundi ng the gam ng experience and which constitutes a
significant factor in a custoner's selection of such a facility.
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(1) Where the record reveals that it is the intent of
an applicant and a practice or trend in the trade or industry to
replicate or otherwi se sinmulate the anbi ance or experience of a
pl ace (in whole or nmeaningful part);

(2) then a termthat nanes the place;

(3) when used as a thene of the goods or services, is
generally considered to be nerely descriptive.

Slip op. at 14-15.

The mark FI SHERMAN S WHARF has been refused
registration for hotel, restaurant, casino and other services on
the ground that it is nmerely descriptive (15 U.S.C. §
1052(e) (1)), not because it is primarily geographically
descriptive or prinmarily geographically deceptively
m sdescriptive (15 U.S.C. 8§ 1052(e)(2) and (3)).

| respectfully dissent.

The majority relies upon In re Bush Entertai nnent

Corp., 60 USPQRd 1130 (TTAB 2000) for its holding here. That
case stands for the unremarkabl e proposition that when
conpetitors are using a variety of nanmes to refer to the various
thenmes in their thenme parks, then a termthat describes the
theme of a particular area of a park is nerely descriptive. In
effect, all thenme park operators should be able to call an area
of a thenme park devoted to Egypt by that nane. "We agree with

the Exam ning Attorney that this record sufficiently
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denonstrates that the public understands the nanme ' EGYPT' as
used in association with applicant's anmusenent park services to
i ndicate the subject matter or country being represented or

sinmulated.”™ Busch Entertainnent, 60 USPQ2d at 1133-34. 1In the

sane way that a section of a nmuseum devoted to Egyptian culture
or an area of a bookstore featuring books on Egypt woul d be
described by the term"Egypt," the anmusenent park in Busch

Entertai nment would simlarly be nmerely descriptive of its

content. Simlarly, a section of a bookstore, nuseum or thene
park devoted to the history of nobdern transportati on and naned
"Cars" would |ikewi se be nerely descriptive. [1d. at 1134
("These country nanes shoul d be just as unregistrable as, say,
such words as 'Autonobiles,' "Trains,' 'Airplanes' and ' Ships'
designating various areas in a thene park devoted to neans of
transportation").

However, to be nerely descriptive, the record should
denonstrate that the industry uses these words to describe their
services rather than to distinguish their services fromthose of
others. The difference between the facts of this case and Busch

Entertai nnent could hardly be nore striking. First, the record

in that case noted that a thene park was "an anmusenent park in
whi ch | andscapi ng, buil dings, and attractions are based on one
or nore specific themes, as jungles, wildlife, fairy tales, or

the Ad West." Busch Entertai nment, 60 USPQ2d at 1131. Second,
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t he exam ning attorney al so subnitted evidence that "other
anusenent parks offer visitors a 'sanpling of foreign lands.""
ld.

In sharp contrast to that record, the ngjority here
relies on that fact that there are other hotels that use
geographic terns as service marks for their hotel services: NEW
YORK, NEW YORK; PARI'S; RIO and SANTA FE. There is no evidence
that there are nunerous hotels and casi nos using the sane
geographic term There al so does not appear to be any need for
ot her hotels or casinos to use the same geographic term as
there would be for thene parks to use the sane terns for their
t hemes. ?

| find it curious that the nmajority relies on what
appears to be trademark usage of geographic terns to support its

argunent that applicant's use of another geographic termis

nerely descriptive. There is no evidence that suggests that the

! The registration of the mark FI SHERVAN S WHARF for applicant's

servi ces woul d not prevent anyone fromusing a San Franci sco thene for
its hotel, restaurant, or casino services. Furthernore, the fact that
there is apparently a copyright dispute regarding the plans for
Ruffin's San Franci sco thene hotel (Free Speech, "I Lost My Shirt in
San Franci sco," p. 15) or that another party announced (Cctober 2000)
that he "would like to build a mniature Gty by the Bay" (id. at 1)
apparently after the filing date of this application (January 20,
2000) hardly denonstrates that applicant's mark is nerely descriptive.
Traditionally, trademark | aw has resol ved questions of nultiple uses
of a mark by determining the priority of use and whether there is a

I'i keli hood of confusion, not by classifying the mark as nerely
descriptive. Qher than this, the other evidence in the record
primarily describes the trade dress that will appear in the San

Franci sco themed hot el -casi no.
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names NEW YORK, NEW YORK; RI O, SANTA FE; and PARI S are not being
used to distinguish the source of one hotel or casino fromthose

of another, i.e., as a tradenark. In Busch Entertai nnent, the

exact opposite was shown. The industry as a whol e apparently
needed and used these terns descriptively to describe the thened
areas of their parks. 1In other words, the terns in that case
were used to distinguish one part of a park fromother parts of
the park but not to distinguish the source of the services.
Second, another significant difference between this

case and Busch Entertainnent is that the term"Fi shernan's

Wharf" is not the equivalent of the term"Egypt." The evidence
in this case indicates that applicant intends to use its mark on
a San Franci sco-thened casino and hotel conplex, not a

Fi sherman's Wharf -thened casino. See Free Speech; | Lost My
Shirt in San Francisco, p.15 ("Advent stated that he has been
working with Ruffin for the past two years to create a San
Franci sco-t henmed negaresort”). Fisherman's Wiarf woul d sinply
be one el enment of the San Francisco theme. Assuming that San
Francisco is nmerely descriptive for the thene of applicant's
hotel and other services, applicant's FI SHERVAN S WHARF mar k
woul d be one step renoved fromthat termin the same way that
the term"N |le" may not necessarily be descriptive of a section
of a bookstore devoted to books on Egypt. It obviously takes

sone i magi nation for a purchaser to cone to the understandi ng
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that terns that may be associated with San Franci sco, such as
Fi sherman's Wharf, Mscone Center, Hai ght-Asbury, Lonbard
Street, Coit Tower, or cable cars, would be terns used to
descri be San Franci sco-themed services. Wile the majority
views these terns as "readily, if not instantly recogni zabl e
icon[s] for the city itself,” this does not necessarily
translate into the terns being descriptive. The fact that the
public may nmake a word associ ati on between Fi sherman's Warf and
San Franci sco does not nake it the equival ent of San Franci sco.
Third, the test enunciated by the majority is
extrenely limted. While the majority has not defined what it
nmeans by "to replicate or otherwi se sinulate the ambi ance or
experience of a place (in whole or nmeaningful part),” it
apparently is a fairly rigorous test. It does not apply to what
woul d appear to be a nodest San Franci sco-thened hotel that
i ncl uded pictures of San Francisco on the wall, table-sized
replicas of San Francisco | andmarks, and roons named after San
Franci sco |l andmarks. The majority notes that "it can scarcely
be argued that" a hotel whose décor consists of "pictures of San
Franci sco on the walls, table-size nodels of the CGolden Gate
Bri dge and ot her San Francisco | andmarks in the | obby, and San

Franci sco nanes for the neeting roons" replicates a "Fi sherman' s
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Wharf? ambiance.” A thenme is described as "an idea, point of

vi ew, or perception enbodi ed or expanded upon in a work of art."
Webster's Il New Riverside University Dictionary (1984). The
maj ority woul d apparently not define a thenme as broadly as this
definition. However, what it takes to replicate or otherw se

si mul ate the anbi ance or experience of a place beyond a near
exact copy of a city scene is not clear.

Fourth, the majority's test for descriptiveness is so
l[imted that it would apply primarily to Las Vegas-type hotels
and casinos. Wat is not enconpassed by the majority's rule is
not ewort hy.

The mark FI SHERVAN S WHARF for a hotel without any
t heme woul d not be subject to this refusal

The mark FI SHERMAN S WHARF for a hotel with what nmany
woul d consi der a San Francisco thene (pictures, nodels, nanes,
etc.) would not be subject to this refusal.

Even applicant's proposed hotel thenme would not be
subject to this refusal if other hotels and casi nos were not
replicating the experiences or anbi ances of places.

The refusal also apparently would not apply if

appl i cant had chosen a non-place thene such as airplanes or

2|1 assune that Fisherman's Wiarf is being used interchangeably with
San Franci sco.
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pirates for its hotel and copied the anbiance or experience of a
pirate ship or a plane.?

Apparently, even if applicant had chosen the anbi ance
or experience of an uninhabited place, the refusal does not seem
to apply. The majority noted that Fisherman's Wiarf "is not a
pl ace devoid of commercial activity,” in affirmng the refusa
inthis case.?

In addition, this type of refusal applies al nost
exclusively to service marks. Wiile the majority refers to
"goods or services," it is difficult to see how a tradenmark for
goods could ordinarily replicate the anbi ance or experience of
an

area.’

® Although if applicant had chosen a cable car theme, apparently it
woul d have been refused under the majority's anal ysis because "cable
cars" could be considered "an icon for the city itself."

“ See In re Nantucket, Inc., 677 F.2d 95, 213 USPQ 889, 897 (CCPA 1982)
(N es, concurring) ("A geographic name is not unprotectible or

unregi strabl e because it can be | abel ed a geographi c nane, but because
it tells the public sonething about the product or the producer about
whi ch his conpetitor also has a right to informthe public. Thus, the
nanes of places devoid of conmercial activity are arbitrary usage. 1In
this category are nanmes of places such as ANTARCTI CA, MOUNT EVEREST

or GALAPAGCS, at | east when used for ordinary conmmercial products,
such as beer and shoes").

> also would not find that applicant's anusenent arcades are the

equi val ent of the Busch Entertai nment anusenent park services. W are
bound to consider the services as they are identified in the
application. Wile there are sone simlarities between an amusenent
arcade and anmusenent park services, the record does not contain any
evi dence that these services are the sane or that the arcade industry
has sections of arcades built around thenes, including thenmes of
various countries.
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| agree with the majority's conclusion that its

hol ding is a narrow extension of Busch Entertainnment. It is

apparently limted to service marks containing a nane of a place
that is not devoid of commercial activity. The services nust

al so be provided in an establishnment that nearly exactly
replicates the anbi ance or experience of a place. A nmark
nmeeting these requirenments may then be found to be nerely
descriptive if its conpetitors are also replicating or
sinmulating places. Applied in this restricted manner, this "Las
Vegas" rule is an unnecessary extension of our descriptiveness
case law or a new type of geographic refusal not provided for in
the Lanham Act. It treats marks for the sane services
differently based on the specific anbiance or experience the
trademar k owner chooses to replicate. It distinguishes between
unregi strabl e and regi strabl e subject matter by the faithful ness
and magni tude of the trademark owner's desire to establish an
anbi ance or experience of a place. Wat the public m ght see as
a thene of a place would not neet the test because it is not
enough of a replication or sinulation in whole or in nmeaningful
part of a place. Since | believe that this narrow extension of

Busch Entertai nnent will lead to i nconsistent results and

confusion, it would be better to deal with this case under our

est abl i shed case | aw.
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W have | ong held that any doubts in descriptiveness
cases should be resolved in favor of the applicant. In re

Morton- Norwi ch Products, Inc., 209 USPQ 791, 791 (TTAB 1981)

(The Board's practice is "to resolve doubts in applicant's favor
and publish the mark for opposition”). | believe that, at the
very least, there are doubts about whether applicant's mark is

descriptive, which should be resolved in applicant's favor.
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