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Curtis W French, Trademark Exam ning Attorney, Law Ofice
115 (Tomas VI cek, Managi ng Attorney).

Bef ore G ssel, Bucher and Rogers, Adm nistrative Trademark
Judges.

Qpi ni on by Bucher, Adm nistrative Trademark Judge:

Wor knowl edge LLC seeks registration on the Principal

Regi ster of the marks WORKNOW.EDGE and WORKNOWLEDGE. COM
each for services recited as foll ows:

“Busi ness managenent consultation services,
nanely, the collection and anal ysis of data
based upon enpl oyees[’] interaction with
know edge nmaterial st delivered to them and

! During exam nation, the Trademark Exam ning Attorney
suggest ed adoption of the term*“training materials” rather than
“know edge materials.” In its brief, applicant contends it had

earlier filed an anendnent conplying with the requirenments of the
Tradenmar k Exam ni ng Attorney, but retained the term “know edge
materials.” In his brief, the Trademark Exani ning Attorney notes
that such an amendnent was never nade part of the application
file, but that he accepted applicant’s recitation of services as
written out in applicant’s appeal brief. Hence, the Ofice' s
records will be amended to reflect this m nor change in |anguage.
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the presentation of such data and

concl usi ons based thereon to enpl oyers,

enpl oyees and third parties,” in

I nternational C ass 35;

and

“Educati onal services, nanely, conducting

busi ness managenent seminars in the fields

of |aw, nedicine, econom cs, finance,

busi ness services, telecommunications,

manuf acturing, real-estate, retail and

whol esal e sal es, governnent, non-profit

organi zati ons, marketing, advertising, data

managenent, utilization and/or manipul ation

of software and hardware, technol ogy and

hi gh technology,” in International C ass 41.2

These cases are before the Board on appeal fromthe

final refusal to register the marks in each application
based upon Section 2(d) of the Trademark Act, 15 U. S. C
8§1052(d). Specifically, the Trademark Exam ning Attorney
has contended that applicant’s marks, if used in connection
with the recited services, would so resenble the mark

WORKI NG KNOALEDCE regi stered for services identified as
“busi ness consul tation and business research in the fields
of managenent and managenent training, devel opnent of
training materials, course curricula and materials, and

thinking and witing skills,” in International C ass 35,2 as

2 Application Serial Nos. 75901582 and 75901583 were filed on
January 27, 2000 based upon applicant’s allegations of a bona
fide intention to use these marks in comrerce.

3 Reg. No. 1826569 issued on March 15, 1994; Section 8
affidavit accepted and Section 15 affidavit acknow edged.
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to be likely to cause confusion, to cause mstake or to
decei ve.

Applicant and the Trademark Exam ning Attorney fully
briefed each appeal. The marks, the | egal issues, the
procedural histories and overall records are closely
related in these two appeals. Accordingly, these cases
were consolidated for a single oral hearing before this
panel of the Board, and we have chosen to issue a single
opinion for these two applications to register, affirmng
both refusals to register.

Applicant argues that its marks are distinctly
different fromthe cited mark; that given applicant’s
“survey services” in International Cass 35, and in |ight
of its enphasis on “knowl edge managenent” in Internationa
Class 41, both services are quite different from
regi strant’s enunerated services; and, finally, that
applicant’s consuners are “a highly sophisticated and
educat ed audience.” (Applicant’s reply brief, p. 2)

In turn, the Trademark Exam ning Attorney contends
that applicant’s marks are highly simlar to registrant’s
mark as to appearance, sound and neaning, and that the
services are closely rel ated.

Qur determ nation under Section 2(d) is based upon an

analysis of all of the facts in evidence that are rel evant
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to the factors bearing on the issue of |ikelihood of

confusion. Inre E. 1. du Pont de Nermours & Co., 476 F.2d

1357, 177 USPQ 563 (CCPA 1973). In any likelihood of
confusion analysis, two key considerations are the
simlarities between the nmarks and the rel ationship of the

goods or services. Federated Foods, Inc. v. Fort Howard

Paper Co., 544 F.2d 1098, 192 USPQ 24 (CCPA 1976).

We turn first to the du Pont factor focusing on the
rel ationship of the services as described in the
applications and in the cited registration.

W note that the overarching termfor applicant’s
services in International Cass 35 is “Business nanagenent
consultation services.” Applicant, however, focuses on the
limting wording that follows, i.e., the “collection and
anal ysis of data,” and highlights applicant’s focus on
“know edge workers,” in an attenpt to differentiate its
services fromthose of the cited registrant. However, the
i nvol ved services are still business nanagenent
consul tation services and regi strant al so renders business
consultation services. Mreover, we find applicant’s
“collection and anal ysis of data” to be enconpassed wthin
registrant’s “research” (a broader term, so that when
these specific services are both rendered as business

consul tation services, there is overl ap.
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As to the nature of applicant’s services in
International C ass 41, applicant argues that applicant is
not providing just any form of *business managenent
sem nars” but is involved in consulting with conpanies
heavy with “know edge workers”:

At the core of the second set of services is
Know edge Managenent. \While there are
varying definitions of Know edge Managenent,
we believe the follow ng explanation is
accept abl e:

Know edge assets are the know edge
regardi ng nmarkets, products, technol ogies
and organi zations, that a business owns or
needs to own and which enable its business
processes to generate profits, add val ue,
etc.

Know edge managenent is not only about
managi ng t hese know edge assets but
managi ng the processes that act upon the
assets. These processes incl ude:
devel opi ng know edge; preserving know edge;
usi ng know edge, and sharing know edge.

Ther ef ore, Know edge managenent invol ves
the identification and anal ysis of
avai l abl e and requi red know edge assets and
know edge asset rel ated processes, and the
subsequent planning and control of actions
to devel op both the assets and the
processes so as to fulfil (sic)
organi zati onal objectives.*

Applicant’s conplete recitation of services in
International Class 41 nakes it clear that its nanagenent
sem nars are focused on know edge-i ntensive busi nesses that
pl ace a premumon information and technol ogy and whose

enpl oyees are concentrated in know edge- based occupati ons.

4 Applicant’s appeal brief, unnunbered page 4. The quoted
mat eri al appears in applicant’s brief w thout citation.
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I n essence, applicant argues that its enphasis on

“know edge managenent” services affects the overall thrust
of its managenent sem nars. However, our focus cannot be
on particul ar phil osophi es enpl oyed by vari ous business
consul tants and/ or those providi ng nmanagenent sem nars when
maki ng |i kel i hood of confusion determ nations under the
Lanham Act (e.g., as to the nature of the services

provi ded, the channels of trade through which they are
offered or the details of the audiences targeted). Rather,
our determ nation nmust be made based upon the recitations
of services contained in the involved applications or

regi strations.

Accordingly, with regard to applicant’s Internationa
Class 41 services, we note that these include “conducting
busi ness managenent semi nars,” and registrant’s services
i ncl ude the “devel opnent of training materials.” Hence, we
find registrant’s services and applicant’s International
Class 41 services to be rel ated.

At the oral hearing, applicant’s counsel retreated
somewhat fromthe argunment that the focus of applicant’s
servi ces on “Know edge nanagenent” provi des fundanent al
support for finding there is a difference in the invol ved
servi ces, and even conceded that there may well be sone

“overlap” in the recited services. Certainly, these
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recitations of services are not limted in any way as to
the size of businesses targeted by applicant or by
registrant. As a result, we nust presume that the
popul ati on of prospective custoners ranges from snal |
start-up conpanies all the way to the |argest of the
Fortune 100 firns; that in offering these services, both
applicant and registrant rely upon “research” (or the
“collection of data”); and that the enunerated training (or
sem nars) could be offered online and/or in a bricks-and-
nortar |ocation. Accordingly, taking the plain meanings of
the words in these recitations, and in the absence of any
limtation as to channels of trade or classes of
prospective custoners, we agree with the Trademark

Exam ning Attorney that there is overlap in sone of the

i nvol ved services, and that others are closely rel ated.

We turn then to the simlarity or dissimlarity of the
marks in their entireties as to | ook, sound and
connot ati on.

As for appearance, applicant correctly points out that
WORKNOALEDGE is a single word while WORKI NG KNOALEDCE i s
two words. In turn, the Tradenmark Exam ning Attorney notes
t hat both are conbi nations of some formof the words WORK

and KNOALEDGE, and appear in the sane order.



Serial Nos. 75901582 and 75901583

As noted by the Trademark Exam ning Attorney, the test
of likelihood of confusion is not whether the marks can be
di stingui shed when subjected to a side-by-side conpari son,
but rather whether the marks create the sanme overal

comercial inpression. Visual Information Institute, Inc.

v. Vicon Industries Inc., 209 USPQ 179 (TTAB 1980). W

nmust take into consideration the recoll ection of the
average purchaser, who nornmally retains a general, rather

than specific, inpression of trademarks. Chentron Corp. v.

Morris Coupling & Aanp Co., 203 USPQ 537 (TTAB 1979).

Using this standard, we find that WORKNOALEDGE and WORKI NG
KNOALEDGE are sim | ar enough in appearance to support a
finding of likelihood of confusion when used in connection
with the sane and/or closely related services.

As to sound, applicant argues that the nmark in the
cited registration, WORKING KNOALEDGE, has a distinctive
“ing” sound that is clearly absent in applicant’s marks,
WORKNOALEDGE and WORKNOWLEDGE. COM I n turn, the Trademark
Exam ni ng Attorney contends that when registrant’s mark and
applicant’s marks are considered in their entireties, there
exists only a slight difference in sound. See Inr

Energy Tel econmmuni cations & El ectrical Association, 222

USPQ 350 (TTAB 1983) [marks were | NTELLECT v. ENTELEC] .

Again, we agree with the Trademark Exam ning Attorney.
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G ven its placenent, the “ing” syllable is arguably the

| east distinctive portion of registrant’s nmark
linguistically, and the absence of this internal syllable
in applicant’s marks may not be easily discernible to
custonmers famliar with registrant’s mark.

Finally, as to connotation, applicant argues that
WORKI NG KNOALEDGE suggests a high | evel of conpetence in a
particular field while WORKNOALEDGE suggests the
assimlation of know edge related to one’s work. By
contrast, the Trademark Exam ning Attorney contends that
both ternms conjure up the nmeaning of the basic know edge to
make sonet hi ng wor k.

Contrary to applicant’s interpretation of the likely
connotation of registrant’s mark, we find that the term
“wor ki ng know edge” suggests sonething | ess than a high
| evel of conpetence.® In any case, registrant’s mark and
both of applicant’s nmarks connote a body of information or
famliarity with facts gai ned through past experience.

On any of the trilogy of conparing the marks (sight,
sound and neaning), the “.COM portion of applicant’s

WORKNOALEDGE. COM nmar k represents applicant’s top |evel

° Wirking: ...15. Adequate for usual or customary needs; a
wor ki ng knowl edge of Spani sh ... The Random House Di ctionary of
t he English Language, Second Edition Unabridged (1987).
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domain (TLD) nanme. The addition of this TLD in one of
applicant’s marks does not alter its overall commerci al
i npression, as it has no source-indicating function. See

In re Martin Container Inc., 65 USPQ2d 1058 (TTAB 2002)

(the Board held the term CONTAI NER COM i ncapabl e of

di stingui shing applicant's services and hence unregi strable
on the Supplenental Register); and In re Eilberg, 49 USPQ2d
1955 (TTAB 1998) (the Board held the term WNWV EI LBERG COM

i ncapabl e of distinguishing applicant's services and hence
unregi strabl e on the Suppl enental Register).

Hence, we agree with the Tradenmark Exam ning Attorney
t hat when these nmarks are considered in their entireties,

t he conmmercial inpressions of applicant’s marks,
WORKNOALEDGE and WORKNOW.EDGE. COM are highly simlar to
that of the registered mark, WORKI NG KNOALEDCE.

W turn next to the du Pont factor focusing on the
condi tions under which and buyers to whom sal es are nade.
Applicant urges us to find that decisions about seeking out
vendors of consulting services are nade by high-1evel,
sophi sti cat ed busi ness peopl e nmaki ng careful purchasing
deci sions, and that both the procurenent and inplenentation
of the services involves detailed interaction between the

vendor and custoner that would elimnate any doubt as to

the exact source of the services.

- 10 -



Serial Nos. 75901582 and 75901583

Based on the record before us, we nust consider these
respective services to be available at a w de range of
prices to many different-sized organi zations, including
smal |, start-up conpanies. These |atter conpanies may wel |
not be sophisticated. Moreover, know edge and
sophistication with respect to particular services does not
necessarily translate into the ability to avoid being
confused by the use of simlar marks in connection with
closely related services. Accordingly, even carefu
consuners may be confused as to source or sponsorship of
t he invol ved services when marketed to the sane class of

purchasers under simlar marks. See W ncharger Corporation

v. Rinco, Inc., 297 F.2d 261, 132 USPQ 289 (CCPA 1962); In

re Total Quality Goup Inc., 51 USPQ2d 1474 (TTAB 1999);

and In re Deconbe, 9 USPQ2d 1812 (TTAB 1988).

W note that there is nothing in the record to suggest
that the cited mark is weak in any way. Hence, we presune
it to be an inherently distinctive mark as applied to the
recited services. Even weak marks are entitled to
protection against registration by a subsequent user of the

sanme or simlar mark for the same or rel ated goods.*®

6 We specifically note that the cited registered mark is on

the Principal Register and it is, of course, entitled to the
statutory presunptions under Section 7(b) of the Lanham Act.
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In conclusion, we find that these marks are quite
simlar as to overall comercial inpression and that the
services are the sane or closely related. Although it
works in applicant’s favor that many of the purchasers of
these services will tend to be fairly sophisticated
busi ness nanagers, this factor alone is not sufficient to
counter the fact that the two major considerations (the
simlarities between the marks and the rel ationship between
the services) support a finding of a |ikelihood of
conf usi on.

Finally, while we have no doubt about the |ikelihood
of confusion in this case, we note that if there were any
doubt as to whether there is a likelihood of confusion,

t hat doubt nust be resolved in favor of the prior
registrant. Inre Shell Gl Co., 992 F.2d 1204, 26 USPQd

1687 (Fed. Cir. 1993); and In re Hyper Shoppes (Chio), Inc.

837 F.2d 463, 6 USPQ2d 1025 (Fed. Cir. 1988).

Decision: The refusals to register under Section 2(d)

of the Trademark Act are hereby affirned.



