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UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

In re Smurfit Newsprint Corporation

Serial No. 75/918,594

Paul M Denk, Esq. for Snurfit Newsprint Corporation.
Cat heri ne Pace Cain, Trademark Exam ning Attorney, Law
Ofice 104 (Sidney |I. Mskow tz, Managi ng Attorney).
Bef ore Hohein, Holtzman and Drost, Adm nistrative Trademark
Judges.
Qpi nion by Drost, Adm nistrative Trademark Judge:

Smurfit Newsprint Corporation (applicant) filed a
trademark application to register the mark VINYLCLAD (in

typed form on the Principal Register for goods ultimately

identified as “vinyl covered garage door panels, noldings
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and mllwrk made primarily of non-nmetal” in International
Class 19.°1

The exanmining attorney? refused to register the mark on
the ground that the mark, when applied to the goods, is
nerely descriptive. 15 U. S.C. 8 1052(e)(1l). After the
exam ning attorney made the refusal final, this appeal
foll owed and applicant and the exam ning attorney have
filed briefs.

The exam ning attorney’ s position is that the mark
VI NYLCLAD is nerely descriptive for applicant’s goods,
whi ch are “vinyl covered garage door panels, nolding and
mllwrk nmade primarily of non-netal.” These goods are “a
pressed wood panel, conpressed under heat and pressure, and
then ...coated with a clear vinyl.” Applicant’s Br. at 5.
The exam ning attorney’ s position is that “applicant’s wood
panel s are covered or clad with a protective |ayer of
another material; in this case, the material is vinyl. The
goods are ‘vinyl clad.”” Ex. Atty. Br. at 4.

The exam ning attorney subm tted nunerous NEXI S

references, sone of which are set out below that show use

! Serial No. 75/918,594, filed February 14, 2000. The
application is based on applicant’s allegation of a bona fide
intention to use the mark in comrerce.

2 The current exam ning attorney was not the original exanining
attorney in this case.
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of the term*®vinyl-clad” to describe various building-
related itens.

Vi nyl -cl ad cl oset shel vi ng.
Olando Sentinel, July 1, 2001.

[ S] ome vinyl-clad honmes nay need cl eaning every year
or two.
Arizona Republic, June 23, 2001.

[ T]he installation of new vinyl-clad wi ndows nmakes the
buil ding nore airtight.
Ventura County Star, May 31, 2001

The facility makes wood wi ndows but al so fabricates
vinyl -clad and netal building products.
Pl astics News, March 6, 2001.

For the exteriors, consider cedar shake with a
transl ucent stain and vinyl-clad trim
The Record (Bergen County), March 4, 2001.

It will feature wood wi ndows, not the vinyl-clad
wi ndows the house had at its end.
The Daily Record (Baltinore, MD), March 3, 2001.

On the exterior, vinyl-clad wood wi ndows usual ly bl end
in with any painted wood trim
Chi cago Tribune, March 2, 2001.

Vinyl-clad wire cl oset shel ving.
Ol ando Sentinel, Decenber 10, 2000.

The kit should be applied to painted or varni shed wood
or alum num or vinyl-clad nolding. Philadelphia
I nqui rer, Novenber 10, 2000.

| think the vinyl-clad wood is best.
Bost on d obe, August 27, 2000.

To further support her position, the exam ning

attorney al so submtted printouts fromthe Internet
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advertising various products that were identified as “vinyl
cl ad” including:

Vi nyl C ad Cupol as — Cupol as manuf act ured usi ng Wod
wrapped with PVC (Vinyl coated al um num.
wWww. vwdcor p. com

And at Best Homes, vinyl clad railings are included in
the price of every hone.
Best Hones website.

MN vinyl clad wi ndows and doors are the prem um choice
for honeowners.
WM. MYWE ndows. com

Vinyl Cad Wod W ndows and Doors.
Wy, cust omm ndows. com

Vinyl Cad Steel Front Door w Storm..Vinyl Cl ad Bottom
Shel ves.
www. gl enwoodvi | | age. com

The exam ning attorney concl udes that these “excerpts
show that the term*‘vinyl clad does have a plain
descriptive neani ng when used with related goods in
addition to applicant’s products.” Exam ning Attorney’s
Br. at 7.

Applicant, on the other hand, argues that “applicant
is not marketing a vinyl coating per se, for use for
spraying or coating onto a product. Hence, VINYLCLAD is
just not directly descriptive of the product of this
application, per se.” Br. at 4. Further, “the word
VI NYLCLAD sinply suggests that there may be sonething

i nvol ved in the manufacture of these panels, that probably
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i ncl udes sonmething to do with vinyl.” 1d. “Applicant wl|
mar ket these panels for use in the nmanufacture of garage
doors, to the garage door manufacturers, it is a pressed
word panel, conpressed under heat and pressure, and then is
coated with a clear vinyl, to provide panels for the
manuf acturer for use and assenbling of garage doors.” 1d.
at 5. Applicant also argues that the definition of “clad”
neans “nmetal coating bonded to a netal core.” Br. at 4.
Therefore, applicant concludes that its mark is a m snoner,
and anyone seeing the mark on a carton “woul d not have the
slightest notion as to what VINYLCLAD defines.” 1d. As a
result, applicant asserts that its mark is not nerely
descriptive of its goods.

W affirmthe examining attorney’s refusal to register
applicant’s mark.

A mark is nerely descriptive if it inmmediately
describes the ingredients, qualities, or characteristics
of the goods or services or if it conveys information
regardi ng a function, purpose, or use of the goods or

services. |In re Abcor Devel opnent Corp., 588 F.2d 811,

200 USPQ 215, 217 (CCPA 1978). See also In re Nett

Desi gns, 236 F.3d 1339, 57 USPQ2d 1564, 1566 (Fed. Cr.
2001). Courts have long held that to be “nerely

descriptive,” a termneed only describe a single
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significant quality or property of the goods. 1In re
Gyul ay, 820 F.2d 1216, 3 USPQ@d 1009, 1009 (Fed. Cr

1987); Meehanite Metal Corp. v. International N ckel Co.,

262 F.2d 806, 120 USPQ 293, 294 (CCPA 1959). W | ook at
the mark in relation to the goods or services, and not in
t he abstract, when we consider whether the mark is
descriptive. Abcor, 200 USPQ at 218.

First, we start by noting that applicant’s goods are
descri bed as “vinyl covered garage door panels, nolding and
mllwork nmade primarily of non-netal.” Therefore, the word
“vinyl” would at |east describe the fact that the goods are
“vinyl covered.” The exam ning attorney also submtted a
dictionary definition that defined “clad’ as “to sheathe or
cover (a nmetal) with a netal” and “to cover with a
protective or insulating |ayer of other material.”® The
conbi nati on of the words “vinyl” and “clad” would sinply
describe applicant’s vinyl covered, non-netal door products
because they woul d be a product covered with a protective
| ayer of vinyl. There is nothing incongruous about this
conbi nation of “vinyl” and “clad” that would dimnish the
descriptive significance of the terns. Wen we viewthe

mark in relation to the goods, which are vinyl covered door

3 American Heritage Dictionary of the English Language, Third
Edition (1992).
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panel s, nolding and mllwork, applicant’s mark woul d

i mredi ately inform prospective purchasers that its goods
are covered or clad with a protective layer of vinyl. The
fact that applicant spells its mark wi thout a space between
t he words does not overconme the descriptive nature of the
terns. Abcor, 200 USPQ at 218 ( GASBADGE at | east
descriptive for gas nonitoring badge).

In this case, the exam ning attorney does not rely
only on the dictionary definitions to support the
descriptiveness refusal. The exam ning attorney has
subm tted nunerous references to show that the term “vinyl
clad” is comonly used to describe various products that
are used in the building industry. “Vinyl clad” is used to
refer to hones thensel ves when they are covered with vinyl
siding (See St. Louis Post-Dispatch, March 22, 1998;
Arizona Republic, June 23, 2001; and Washi ngton Post, My
10, 2001). Oher products used in building or maintaining
a hone are referred to as vinyl-clad such as cl oset
shelving (Olando Sentinel, July 1, 2001), w ndows (Ventura
County Star, May 31, 2001; Chicago Tri bune, March 2, 2001),
bui | di ng products (Plastics News, March 5, 2001), cupol as

(www. vwdcor p. com), railings (Best Hones website), and

shel ves (www. gl enwoodvi | | age. con) .
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Appl i cant al so argues that its garage door panels are
made of “a pressed wood panel, conpressed under heat and
pressure, and then ...coated with a clear vinyl.” Br. at 5.
VWil e applicant’s identification of goods is not limted to
wood, it is interesting to observe that vinyl clad is
frequently used to descri be wood products covered with a
vinyl coating. See, e.g., St. Louis Post-Dispatch, Mrch
22, 1998 and Chicago Tribune, March 2, 2001 (vinyl-clad
wood frame wi ndows); Trailer Life, Novenber 1, 1999 (“The
ceilings and interior walls are vinyl-clad 3/16-inch |auan

pl ywood”); and www. vwdcorp.com (“Vinyl O ad Cupolas -

Cupol as are manufactured usi ng Wod w apped with PVC coi
(vinyl coated alumnum). Furthernore, w ndows are

descri bed as wood, vinyl-clad wood, alum num clad wood,
all-alum num vinyl, fiberglass, and steel. Vinyl-clad
wood wi ndows are “[g]enerally nore expensive than wood, it
conbines wood with a vinyl exterior that is highly

resistant to weat her damage.” ww. i nprovenet.com

Finally, the evidence al so shows that various doors are
of ten described as “vinyl clad.”
MN vi nyl clad wi ndows and doors are the prem um choice

f or honeowners.
WWW. mvwi ndows. com

Poll ard Wndows — Vinyl-C ad w ndows and doors
WWW. cust ommM nhdows. com
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For our job, we installed an Anderson Frenchwood

hi nged patio door...It’s a wooden nodel that’s vinyl-
clad on the exterior with unfinished interior

surf aces.

Popul ar Mechani cs, May 1, 2000.

36” residential Vinyl Clad Steel Front Door w Storm
www. gl enwoodvi | | age. com

VI NYL- CLAD series Storm Doors

- High-inpact-resistant solid wood core won’t tw st,
rattl e or warp.

- Wiile vinyl exterior is maintenance-free, and
scratch and rust-resistant.

www. | ar sondoor s. com

Based on this record, we conclude that applicant’s
mark is merely descriptive. Applicant’s goods neet the
definition of being clad with vinyl or VINYLCLAD.
Furthernore, the evidence denonstrates that the products
made of wood and coated with vinyl are referred to as
“vinyl clad.” Cearly the term*“vinyl clad” would have
descriptive significance in the honme building and
mai nt enance industry as a result of its use on a w de
vari ety of products including doors and wi ndows. Wen
applicant would use the term VI NYLCLAD on closely rel ated
products, garage door panels, nolding, and m || work nade
primarily of non-netal, the termwould nerely describe the
fact that applicant’s goods, |ike other building products,
are covered with vinyl. Therefore, inasnmuch as applicant’s
mark identifies a feature or characteristic of applicant’s

goods, it is nmerely descriptive.
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Decision: The exam ning attorney’s refusal to
regi ster the term VINYLCLAD on the ground that the mark is

nerely descriptive of the involved goods is affirned.
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