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Opi ni on by Bucher, Adm nistrative Trademark Judge:

Frank F. Looms, Ill, seeks registration on the

Princi pal Register for two designations, MAKEFEELGOOD* and

MAKEFEELBAD, 2 as service marks all egedly used in connection

L Application Serial No. 75/930, 465, filed on February 14,
2000, is based upon applicant’s claimof a bona fide intention to
use the mark in commerce. |In applicant’s statenent of use filed

on January 25, 2001, applicant clainmed first use anywhere and
first use in conmrerce as of Novenber 15, 1999.

2 Application Serial No. 75/930,476, filed on February 14,
2000, is based upon applicant’s claimof a bona fide intention to
use the mark in commerce. |In applicant’s statenent of use filed

on January 25, 2001, applicant clainmed first use anywhere and
first use in commerce as of Novenber 15, 1999.
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wi th “counseling, nanely, offering advice regarding
i nterpersonal skills,” in International C ass 42.

These cases are now before the Board on appeal from
separate final refusals to register the marks in each
application. Because the marks, the |egal issues, the
procedural histories and overall records are closely
related in these two appeals, these cases have been
consol i dated for purposes of this appeal, and the Board has
chosen to issue a single opinion.

The Trademark Exam ning Attorney has refused
regi stration of applicant’s marks based upon the ground
that this matter does not function as a service mark for
applicant’s recited counseling services under Sections 1,
2, 3 and 45 of the Trademark Act, 15 U. S. C. 881051, 1052,
1053 and 1127, and that applicant has failed to submt
accept abl e speci nens denonstrati ng good service mark usage.

By contrast, applicant states his case as follows:

[ MAKEFEELGOOD and MAKEFEELBAD] illustrate
and identify Applicant’s techni que of
counseling. They distinguish and separate
his services fromthose of others. Each
mark is a non-word: two verbs and an

adj ective conbi ned and used as a noun. As
such the marks formthe basis of Applicant’s

unusual and incredibly sinple technique of
counsel i ng.

Si mply put, throughout the counseling this
question is posed: “Is the particular thing
you are doing or saying in a relationship, a
MakeFeel Good or a MakeFeel Bad?” The poi nt
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is: \Wiether we render people close to us
MakeFeel Goods or MakeFeel Bads determ nes how
we make them feel about thensel ves, good or
bad. The result can affect a relationship
positively or negatively. Thus, we need to
ingrain practices that deal MikeFeel Goods
and purge those that deal MkeFeel Bads.

That is the core of Applicant’s counseling.
And it pivots on the use of the two marks.
They pinpoint, identify, and distinguish
Applicant’s counseli ng.

(Applicant’s appeal brief, pp. 1 - 2).

Gven the critical role of various specinens submtted
by applicant during the course of prosecuting these
applications, our determ nation of registrability herein is
based upon a conplete review of the ways in which applicant
has used these all eged service marks.

Attached to the statements of use, both filed on
January 25, 2001, were photocopies of two separate pages of

applicant’s book, entitled How to | nprove Your

Rel ati onshi ps, Dramatically: Methods that Really WrKk!

The statenments of use for MAKEFEELGOOD and MAKEFEELBAD
wer e acconpani ed by page 39 and page 61, respectively,
wherein the all eged service narks are used in the subtitles

of Chapter 2 and Chapter 4, respectively, as follows:



Serial Nos. 75/930,465 & 75/930, 476

The Second

Make Someone’s Day

A Potent MakeFeelGood!

?y that I don’t mean what Clint Eastwood in Dirzy Harry
wanted the bad guy to do for him. I mean make someones
day with a sincere compliment.

Typically, here’s what can happen:

After telling some nice lady how lovely her hair or dress
looks, she gleefully blurts out: “Ob, you, sweet thing, youve
made my day.” Yes, we're all familiar with that type of de-
lightful reaction.

But were not familiar enough! Simply because we just
don’t compliment as much as we should.

And it’s such an easy way to make someone feel good.
So why don’t we do it more often? What holds us back?

Weell, answers do exist. And if you learn about some of
them, hopefully, this will help you quell the reluctance thac
plagues most of us. It hampers relationships.

Envy

Some people don’t compliment because they’re envi-
ous. Jim doesn't tell Bruce what a nice looking suit he’s
wearing. His own suit is nowhere near as attractive or styl-

39

The Fourth

The Interruption,
A flagrant MakeFeelBad!

@on’t interrupt!: Unnecessarily interrupting is one of the

most galling things that people can do when they’re sup-
posed to be listening. About the only breaches of sound
interrelating that are as rude or crass as interruptions are
some mentioned in the Listen Well section.

In contrast to them, the interrupters’ abuses are inflicted
somewhat differently. These persons let you start to talk
but then won't let you continue. Whether it stems from their
impatience, ignorance, their egos not wanting you to have
the floor, or whatever, they stop your flow. They disrupt.

The mind readers
Most times, they're attempring to read your mind. Or
in reality, they’re guessing what you're going to say. Their
ostensible justification is that your intended words or ideas
are useless, no good, or won work.

A typical such interrupter’s thinking is I3 saving us
both time in stopping you. I don's have 1o listen to you, and you
don’t have 1o say it. So, why don't you just forget it?”

Many times the guess about what you are going to say

A

During his exam nation of the Statenents of Use, the

Trademar k Exam ning Attorney found these uses unacceptabl e
for a variety of reasons. |In response to the Ofice’s
refusal to register, applicant then submtted nine
addi ti onal substitute speci nens — copies of the sanme nine
docunents for both applications. In addition to a conplete
copy of applicant’s paperback book, applicant also

subm tted catal ogs having brief book reviews of applicant’s
book with order forms, an email exchange between appli cant
and a correspondent naned “Jason,” and a photocopy of a
portion of what applicant clainms to be his webpage.

However, despite applicant’s continuing objections, the

Trademar k Exam ning Attorney conti nued and nade final his
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earlier refusals based upon the fact that MAKEFEELGOCOD and
MAKEFEELBAD do not function as service marks for

counsel ing services, and that none of the ten specinens in
either file is acceptable to denonstrate service nark
usage.

Applicant and the Trademark Exam ning Attorney have
fully briefed these cases, but applicant did not request an
oral hearing before the Board.

W affirmthe refusals of registration.

Based upon this entire record, applicant is definitely
i nvolved in pronoting a book that has been available in the
mar ket pl ace since Novenber 1999. Based upon a thorough
readi ng of applicant’s entire book, it is clear from

applicant’s owmn words that through this book, he is

offering “theories,” “nethods,” “concepts,” “approaches,”
“measures,” “practices,” “techniques” (even “specia

techni ques”), “tactics,” “skills,” “down-to-earth-practica
suggestions,” “counsel, “behaviors,” “categories of
actions,” and “*do’s,’ ‘don’ts,’ and ‘howtos’ of inproving
your relationships.” According to the book, “yes” or

positive action is identified as a “MkeFeel Good” (or
“MakeFeel Goods,” plural). A “no-no” or negative action is
a “turnoff”, or a “MakeFeel Bad” (or “MakeFeel Bads,”

plural). [For exanple, see discussion of “MkeFeel Bad,”
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pp. 55 — 56 of How to I nprove Your Rel ationshi ps,

Dramatically: Methods that Really Wrk! ,].

Furthernore, in explaining the derivation of these two
“inartful” “non-words,” (applicant’s description),?
applicant includes in the introductory matter the foll ow ng
par agr aphs:

...That’ s the ball game. To help you winit,

as nentioned, | cite many “dos,” don'ts,”
and “howtos.” | put themin categories of:
“make-f eel -goods” and “nake-feel-bads.” And

froma good- Engli sh perspective, these terns
are anything but correct or artful.

Despite that, | use thempromnently in
headi ngs of nobst sections. They serve a
critical purpose. They tell you instantly
why you should or should not do sonethi ng.

Thi s instant conprehension justifies
their use. So, in pages that followis a
bundl e of these “nmake-feel -goods” and “make-

feel -bads.”

And | ooki ng down from above, | hope
Dani el Webster overl ooks an even nore
gri evous breach. Fromhere on, | use these

terms as one word wi thout hyphens and
quotation marks. Each will have a capital
letter at the begi nning of “neke,” “feel,”
and “good,” or “bad.” They will appear I|ike
this: MkeFeel Bad or MakeFeel Good.

So pl ease ignore the awkwardness and
i npropriety of these non-words. But |earn
their nessages by heart. Then, inplenent
themreligiously in your relations with
those inportant-to-you people. (pp. 22-23).

3 We agree with applicant that to the extent these run-
together ternms are not ordinary designations in the vernacul ar,
they are certainly candi dates for becom ng valid source

i ndi cators. However, this case turns on exactly how these terns
are actually used in advertising applicant’s recited services.
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[How to I nprove Your Rel ationships, Dramatically: Methods

that Really Work!, pp. 22 - 23].

Framewor k for our anal ysis

The function of a service mark is “to identify and
di stingui sh the services of one person ...fromthe services
of others and to indicate the source of the services ...~
A mark is deemed to be in use on services “...when it is
used or displayed in the sale or advertising of services

”

and the services are rendered in comerce.... As ar gued
consistently by the Trademark Exam ning Attorney, the
manner of use on the specinmens nust be such that potentia
purchasers would readily perceive the subject nmatter as

i dentifying and di stinguishing the applicant’s services and
indicating their source, even if that source is unknown.
See Section 45 of the Trademark Act, 15 U. S.C 81127, TMEP
§ 1301.04. Mbreover, Section 1(d) of the Trademark Act, 15
U S.C. 81051(d), requires that the owner of an intent-to-
use application who has received a notice of allowance
(e.g., as the instant applicant did in each of these
applications) nust then furnish the Ofice, within set

ti mef rames, an actual specimen showi ng the mark as actually

used.
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Because service marks can be used in a great nunber of
ways, the types of specinens that denonstrate the use of a
service mark are nunmerous. However, there nust be sone
direct association or nexus between the offer of services
and the mark sought to be registered. |n analyzing
factually the acceptability of specinens of use, we have
held that “while the nature of the services does not need
to be specified in the specinens, there nust be sonething
which creates in the mnd of the purchaser an association
between the mark and the service activity.” See Inr

Johnson Controls, Inc., 33 USPQ2d 1318 (TTAB 1994), citing

to Intermed Conmmuni cations Inc. v. Chaney, 191 USPQ 501

(TTAB 1977) and In re Metriplex, Inc. 23 USPQRd 1315 (TTAB

1992). Hence, applicant nust furnish specinmens or
facsimles show ng use of the mark in connection with the
offering of the recited services. See also Trademark Rul e
2.58, 37 CF.R 82.58.

Whet her a mark has been used for a particul ar service
is a question of fact to be determned primarily on the

basis of the specinens. 1In re Advertising and Marketing

Devel opnent Inc., 821 F.2d 614, 2 USPQ2d 2010 (Fed. Cr

1987) [sets out “direct association test” between the nmark
sought to be registered and the services specified in the

appl i cation; cases involving advertising services my
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present factual considerations including whether the
services are “sufficiently separate” fromthe subject of
the advertising, and whether the mark has been used to
identify the advertising services thenselves]; Inre

Duratech Industries Inc., 13 USPQRd 2052 (TTAB 1989) [the

nmere fact that the bunper stickers are distributed by

or gani zati ons which performthe services did not persuade
the Board that nenbers of the general public who encounter
the services woul d perceive the design on the bunper
stickers as a mark identifying the services]; In re Mody's

I nvestors Service Inc., 13 USPQ2d 2043 (TTAB 1989) |[“Aaa”

as used on the specinmens, found to identify the applicant’s

ratings instead of its rating services]; Inr | Torito

Restaurant Inc., 9 USPQ2d 2002 (TTAB 1988) [no evi dence of

use of MACHO COMBOS for restaurant services where speci nens

showed use only to identify food itens]; Peopl eware

Systens, Inc. v. Peopleware, Inc., 226 USPQ 320, 323 (TTAB

1985) [it is insufficient that a termalleged to constitute
the mark be used in advertising, there nust also be a
direct association between the termand the services with
respect to the advertising; use of the term PEOPLEWARE
merely within a byline on calling card speci nen did not
constitute service mark usage of term even though

speci mens el sewhere evidenced that applicant provided the
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recited services]; see also Ready Conmunications v.

Envi ronnmental Action Foundation, 477 F. Supp. 936, 203 USPQ

144 (D.D.C. 1979) [the nere advertising of one’'s goods does
not constitute service mark use; use of the mark in
technical bulletins and data sheets nerely identified and
advertised chem cals and not services].

We find that applicant’s instant attenpts to get
federal trademark registrations for two designations used
in connection with alleged services is remniscent of
reported decisions of this Board and our principa
reviewi ng Court, dealing, for exanple, with terns for a
concept, nmethod or process where earlier applicants also
t hought their designations functioned as service marks. A
concept, nethod or process, however, is only a way of doing
sonething, and by itself is not an activity for the benefit
of others:

Wil e a designation used nerely to identify
a process does not performthe function of a
service mark, a designation used to identify
both a process and the services rendered in
connection therewith constitutes a service
mark wi thin the neaning of the Trademark Act
of 1946. See: In re Produits Chim ques
Ugi ne Kuhl mann Soci et e Anonyne, 190 USPQ 305
(TTAB 1976), and cases cited therein. The
guestion of whether or not a termused as
the nane of a process also functions as a
service mark nust necessarily be resolved in
a proceedi ng such as this by exam ning the

speci mens of record in the involved
application, together with any other
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literature submtted by the applicant during
the prosecution of the application, to
determ ne the nature of the commerci al
i npression which is created by the termas
it is used by applicant. Cf. In re Produits
Chi m ques Ugi ne Kuhl mann Soci et e Anonyne,
supra. Apropos thereto, the Court of
Custons and Patent Appeals, in the case of
In re Universal Gl Products Conpany, 177
USPQ 456 (CCPA 1973), has set forth the
foll owi ng guidelines to be considered in
determ ning whether a termused as the nane
of a process also functions as a service
mar k:
“... The requirenent [of the Statute] that a
mark rmust be 'used in the sale or
advertising of services' to be registered as
a service nark is clear and specific. W
think it is not met by evidence which only
shows use of the mark as the name of a
process and that the conpany is in the
busi ness of rendering services generally,
even though the advertising of the services
appears in the same brochure in which the
nane of the process is used. The m ni mum
requirement is sone direct association
bet ween the offer of services and the mark
sought to be registered therefore ...
[ enphasi s supplied].”

Inre J.F. Pritchard & Co., 201 USPQ 951, 952 (TTAB 1979)

[ proposed mark used only to identify |iquefaction process,
and not used in association with design and construction
services]. Accordingly, terns that nerely identify a
concept, nmethod or process are not registrable as service

marks. As noted by our reviewing court in Universal Ql

Products, the requirenment is that there be a direct
associ ation between the applicant’s offer of services and

the proposed marks. See also Inre Giffin Pollution

Control Corp., 517 F.2d 1356, 186 USPQ 166 ( CCPA 1975)

- 11 -
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[all eged mark identifies a water treatnent process but is

not used as a mark]; and In re Hughes Aircraft Co., 222

USPQ 263 (TTAB 1984) [specinens and other material offered
by the applicant showed nmark used only in connection with a
phot ochem cal process or nethod, with no association
between the applicant's offer of services and the mark].

Appl i cant argues strenuously that his targeted
custoners woul d perceive the terns MAKEFEELGOOD and
MAKEFEELBAD, as shown in the pages of his book, to be
source indicators for the recited services. W disagree.
Nowhere do the uses of these terns in the book show the
ternms MAKEFEELGOOD and MAKEFEELBAD bei ng used as service
marks. There is no | anguage that makes either a direct or
an indirect association between the terns MAKEFEELGOOD and
MAKEFEELBAD and applicant’s counseling services. The
Trademar kK Exami ni ng Attorney has made the argument nost
forcefully that these files reflect a total absence of any
associ ation or nexus between the marks and the all eged
servi ces.

As to applicant’s book itself, this record does not
show how popul ar this book has been. For our purposes
herein, it seens irrelevant whether this is a vanity book

wi t hout any substantial readership, or contrariw se, is
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poi sed to eclipse Dale Carnegie s fanpus 1936 book on

rel ati onships, How to Wn Friends and Influence People, as

applicant’s publisher suggests. However, even if we were
to hypot hesi ze that the concepts MAKEFEELGOOD and
MAKEFEELBAD ar e uni versally and unquestionably identified
in sonme way with M. Loom s, that does not nmean the terns
function as service marks for the services that applicant
has recited herein. Applicant’s wishes or intentions wl|
not magically turn these terns into source identifiers.

C. Inre Port-A-Hut, Inc., 183 USPQ 680, 682 (TTAB 1974).

Does the file reflect applicant offering any services?

It is abundantly clear fromthis record that applicant
is attenpting to pronote his book. It is clear fromthe
contents of the entire book that MAKEFEELGOOD and
MAKEFEELBAD are recurring concepts in the pages of this
book. However, we agree with the Trademark Exam ni ng
Attorney that the dozens of repetitions of both of these
desi gnati ons throughout the book do not show use of the
mark for applicant’s recited counseling services.

On the other hand, the Trademark Exam ni ng Attorney
seens to acknowl edge fromthe recital of services al one
that applicant is actually providing counseling services.

(Trademar k Exam ning Attorney’s appeal brief, p. 4).
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Hence, he does not tackle directly the question of ‘whether
all the activities of pronoting a self-help book can
actual ly be seen as providing “counseling” services? * As a
result, it appears that many of the seem ngly hyper-
techni cal objections raised by the Trademark Exam ni ng
Attorney (and derided by applicant in his brief) grow out
of areality that the mgjority of the specinens of record
have absolutely nothing to do with rendering professiona
“counseling” as that activity is traditionally understood —
within the U S. Trademark O fice or without.?®
In fact, applicant (the book’s author) nmakes this

poi nt nost dramatically in the frontispiece of the book:

This book is designed to educate and inform

based on the author’s experiences. It is

sold with the understanding that the

publ i sher and aut hor are not rendering

pr of essi onal services or counsel. |If

prof essi onal gui dance i s needed, a conpetent
prof essi onal shoul d be engaged.

Speci nens unaccept abl e

In issuing his final refusal, the Trademark Exam ning

Attorney continued to charge that none of the specinens of

4 Al t hough the Trademark Exani ning Attorney does say rather
clearly in his appeal brief: “Books don't give counsel; people
do. Applicant is nerely a salesman....” (Trademark Exani ni ng
Attorney’s appeal brief, p. 9).

° The only possible exception is an email exchange di scussed
bel ow.
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record shows use of the mark in connection wth applicant’s
of fering the cl ai med counseling services to potentia
cust oners.

Accordingly, to determ ne whether applicant’s alleged
service mark has been used in connection with the recited
services, we take a conprehensive |ook at all of the
speci nens of record.*®

As noted by the Trademark Exam ning Attorney,
applicant’s two invoices (Exhibits 1A and 1C), a third
party’ s purchase order (Exhibits 1B) and an order formfrom
Amazon.com (Exhibits 1D) refer to the title of applicant’s
book. However, the involved designations applicant clains
as service marks are nowhere displayed on these docunents.

Furthernore, Exhibits 3 through 9 are nothing nore
t han Publishers Marketing Association brochures directed to
book buyers, book reviewers and librarians. In addition to
the fact that these potential readers are getting
applicant’s book free-of-charge for the asking, such
cat al ogs cannot | ogically show use of a designation as a
service mark for counseling services — even if the target
audi ence were paying list price for the book. These seven

nearly-identical entries that applicant has highlighted

6 Substitute specinen #1 is the copy of applicant’s entire
book, which has been di scussed at |ength above.

- 15 -
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from each review contain the terms MAKEFEELGOOD( S) and
MAKEFEELBAD(S). However, viewed for what they are, they
represent tertiary sources, at best, making non-service
mark references to applicant’s nethodol ogy.

That | eaves us with Exhibits 2A, 2B and 10.” G ven
what they purport to show, this exchange represents the
cl osest activity to counseling found within these records.
However, as noted by the Trademark Exam ning Attorney, they
al so present a nyriad of problens for applicant. First,
Exhibit 10 is nothing nore than two sentences printed
across the mddle of a single 8% x 11" piece of plain,
white bond paper. Inasmuch as it is not a screen print of
applicant’s Internet honepage (e.g., lacking URL's, dates
of printing, etc.), it stands as evidence of not hing.
Exhibit 2A is a photocopy of an email sent to applicant
fromone “Jason” responding to applicant’s webpage
instructions to “Ask the Author.” In outlining his severe
i nt er personal problens, Jason dutifully conplies with the

| etter of applicant’s request that any query for the author

! In his response of Novenber 1, 2001, applicant refers to
the follow ng edited portion of his honepage as “Exhibit 8.~
However, it seens to have been marked by applicant as

“Exhibit 10" and has been so nom nated by the Trademark Exam ning
Attorney throughout the prosecution of these applications:

MakeFeelGoods: What are they?: They are things that you do or say that make others feel good
about themselves. A MakeFeelGood buoys self esteem.
MakeFeelBads: What are they?: They are things that you do or say that make others feel bad about
themselves. A MakeFeelBad decimates self esteem.

- 16 -
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“must relate to MakeFeel Goods and MakeFeel Bads.” However,
it is quite clear fromour earlier, extensive review of the
m ni mum requi renments for service mark speci mens that an
email note drafted by a troubled teen does not constitute
service mark usage by applicant. Furthernore, applicant’s
reply to Jason (Exhibit 2B) is an email response plugging
the book while reciting by-now famliar references to
applicant’s two distinct bundl es of behaviors.

We should note in closing that the Trademark Exani ni ng
Attorney, in these two applications, also raises other
problems with the specinens of record. Wile he is correct
with regard to these other informalities, in Iight of our
di sposition of these two applications based upon a review
of the nost serious failures of the uses in the records, we
have chosen not to discuss at length these other weaknesses

of applicant’s proffered service mark specinens.?

8 As to “Issue 2" in the Tradenark Exam ning Attorney’s
appeal brief, we agree that these terns are presented in a
narrative context as part of a larger thought. Wthin a book of
160 pages, even the chapter subtitles are overshadowed by the
book title, etc. See In re European-Anerican Bank & Trust
Conpany, 201 USPQ 788 (TTAB 1979) [banking slogan THI NK ABOUT I T
not registrable]; In re Wakefern Food Corp., 222 USPQ 76 (TTAB
1984) [WHY PAY MORE! does not function as a service mark]; Inre
Mel vill e Corporation, 228 USPQ 970 (TTAB 1986) [ BRAND NAMES FOR
LESS unregistrable for retail clothing store services]; Inre
Maut z Pai nt & Varni sh Conpany, 157 USPQ 637 (TTAB 1968)
[“PAINTING ...ask the EXPERT the nman in the ORANGE JACKET!” found
to be unregistrable for paints and simlar coverings]; and In re
G |l bert Eiseman, P.C., 220 USPQ 89 (TTAB 1983) [Designation IN
ONE DAY not registrable as a service mark for plastic surgery

services].
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In summary, given the absence in these records of any
nexus between the ternms MAKEFEELGOOD and MAKEFEELBAD and
the recited services, we affirmthe refusal of the
Trademar k Exam ning Attorney as to registration of these
marks for applicant’s recited counseling services.
Furthernore, the refusal to register is affirnmed on the
ground that the specinens of record are not acceptable
evi dence of actual service nmark usage of the terns

MAKEFEELGOOD and MAKEFEELBAD.

Decision: The refusals to register are affirmed.

As to “Issue 5" in the Tradenmark Exam ning Attorney’s
appeal brief, we agree that if these designations truly
functioned as service nmarks, applicant shoul d deci de whet her the
mar ks are MAKEFEELGOOD and MAKEFEELBAD (singul ar) or
MAKEFEELGOODS and MAKEFEELBADS (plural). G ven the inportance of
consistent “brand identity,” a trademark owner risks the
dimnution of a valid source-indicator (an adjective) with
carel ess uses of the pluralized or possessive fornms of the chosen
desi gnation(s).

Finally, we feel conpelled to volunteer the following in
response to a related point discussed several tinmes by applicant.
Specifically, in the event that applicant believes the comerci al
i mpression of his marks woul d be protected best by using a
tel escoped format while retaining a presentation having a m x of
upper- and | ower-case letters, he certainly retains the option
(whether filing applications electronically or via the
traditional paper route) of preparing for the Ofice “special
form draw ngs” of these designations [e.g., depicting the marks
as MakeFeel Good (rather than the typed draw ng of MAKEFEELGOCD)
and MakeFeel Bad (rather than the typed drawi ng of MAKEFEELBAD)] .
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