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Qpi nion by Walters, Adm nistrative Tradenmark Judge:

Jose Remacle has filed an application to register on
the Principal Register the mark BIO-CD' for the follow ng
goods and servi ces:

Apparatus and instrunents for scientific research

for | aboratories, nanely, nodified conpact discs
on whi ch bi ol ogi cal nol ecul es such as nucl eic

! Serial No. 75/932,290, filed March 1, 2000, based on an allegation of
a bona fide intention to use the mark i n conmerce.
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acids, antigens, antibodies and bi ol ogi cal
receptors are fixed; disc players, nanely, readers
for such nodified conpact discs; kits conprised of
nodi fi ed conpact discs, tubes, flasks and capsul es
and washi ng solutions and reagents all for use in
t he di agnostic and quantification of biol ogical

nol ecul es or of infectious agents such as
bacteria, viruses, antibodies, antigens, hornones,
toxins present in the human or ani mal bi ol ogi cal

ti ssues or liquids such as blood, serum urine,
cephal o-rachidian liquid, |ynph intended for
scientific research in | aboratories; nedical and
veterinary diagnostic apparatus, nanely, nodified
conpact di scs on which biological nolecules such
as nucleic acids, antigens, antibodies, biological
receptors are fixed; disc players, nanely, readers
for nodified conpact discs,” in International
Class 9; and

Scientific and research services, nanely, nedica

and veterinary research and di agnostic services,

nanely, the identification of biological nolecules

of infectious agents such as bacteria, viruses,

anti bodi es, antigens, hornones, toxins present in

human or ani nal biological tissues or |iquids such

as bl ood, serum wurine, cephal o-rachidian Iiquid,

| ynmph, in International C ass 42.

The Trademark Exam ning Attorney has issued a final
refusal to register, under Section 2(e)(1l) of the Trademark
Act, 15 U. S.C. 1052(e)(1), on the ground that applicant’s
mark is merely descriptive when used on or in connection
Wi th his goods and servi ces.

Appl i cant has appeal ed. Both applicant and the
Exam ning Attorney have filed briefs, and an oral hearing
was held. W reverse the refusal to register.

The Exam ning Attorney contends that BIO CD nerely
descri bes applicant’s intended goods, conpact discs that are

used to test biological matter. Inplicit in the Exam ning
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Attorney’s argunent is his assunption that “cd” is an
acronym for “conpact disc” and “bio” is an abbreviation for
“biological.” In support of his position, the Exam ning
Attorney subnitted several excerpts fromlnternet web sites?
and fromarticles retrieved fromthe LEXI S/ NEXI S dat abase.
Appl i cant contends that his mark is not nerely
descriptive because even “consuners in the scientific field
encountering wll not inmediately know the nature of
applicant’s goods or services when confronted with the BI O
CD mark.”® (Brief, p. 19.) Applicant argues that his mark
is aunitary mark that is, at nost, suggestive; and that
there are nunerous third-party registrations for marks that
include “BIO and/or “CD.”* Applicant contends, further,
that the Exam ning Attorney’s evidence is insufficient to
establish that relevant consuners wi |l understand
applicant’s mark to nean “bi ol ogi cal conpact disc”; and

that, even if they do, this termcould convey severa

2 The Examining Attorney’s print-out of the results of an Internet
search by the Yahoo search engine are of little probative value, largely
because insufficient text is available to deternine the nature of the

i nfornmati on and, thus, its rel evance.

3 Applicant’s argunent fails to consider the well established trademark
| aw principle that the nark nust be considered, not in the abstract, but
inrelation to the goods and services identified in the application

4 Applicant has submitted mere |lists of registrations, rather than
properly submtting copies of these registrations fromthe records of
the USPTO. However, the Examining Attorney did not object to this

evi dence, therefore, we have considered it for whatever linmted
probative value it may have. |In this regard, each case nust be deci ded
onits own merits and, in any event, “third-party registrations sinmply
are not conclusive on the question of descriptiveness, and a mark which
is nmerely descriptive cannot be nmde registrable nerely because ot her
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meani ngs to said consuners, such as “a conpact disc that
contains educational materials to study biol ogy or a conpact
disc that emts the sounds of nature.” (Brief p. 6.)
Appl i cant chal |l enges several of the excerpts from I nternet
web sites as having little rel evance because the sites are
from sources outside the United States.® Additionally,
applicant contends that the evidence showi ng “bio-cd” to
refer to “biological circular dichroisni is inapposite
because “biological circular dichroisni is unrelated to

appl i cant’ s goods and services®, and that evidence show ng

simlar marks appear on the register.” See, In re Scholastic Testing
Service, Inc., 196 USPQ 517, 519 (TTAB 1977).

>In the case of Inre Men’s International Professional Tennis Council,
1 UsP2d 1917, 1918 (TTAB 1986), the Board considered articles in
foreign publications to be of Iimted evidentiary value. The Board
stated that “it is fair to presunme that the Manchester CGuardi an Wekly
has little circulation here, [thus, we cannot] infer that these foreign
uses have had any naterial inpact on the perceptions of the rel evant
public in this country.” However, there are factors in particular
situations where inferences regarding accessibility and famliarity with
foreign publications my be nade. For exanple, it is reasonable to
assune that professionals in nedicine, engineering, conputers,

t el econmuni cations and nmany other fields are likely to utilize al
avai | abl e resources, regardl ess of country of origin or nedium

Further, the Internet is a resource that is widely available to these
sanme professionals and to the general public in the United States.
Particularly in the case before us, involving sophisticated nedical
technology, it is reasonable to consider a relevant article froman
Internet web site, in English, about nedical research in another
country, Great Britain in this case, because that research is likely to
be of interest worldw de regardless of its country of origin.

® This evidence does denonstrate the use of the term*“bio” as a
shortened formof “biological.” However, while it is difficult to be
certain fromthis record, the discussions of “biological circular
dichroisnf placed in the record by the Exam ning Attorney appear to be
irrelevant to the technol ogy of the goods and services involved in this
case.
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the term“biochip” is simlarly inapposite.’ Applicant asks
t hat doubt be resolved in his favor.

The test for determ ning whether a mark is nerely
descriptive is whether it inmediately conveys information
concerning a quality, characteristic, function, ingredient,
attribute or feature of the product or service in connection
with which it is used, or intended to be used. In re
Engi neeri ng Systenms Corp., 2 USPQRd 1075 (TTAB 1986); In re
Bright-Crest, Ltd., 204 USPQ 591 (TTAB 1979). It is not
necessary, in order to find that a mark is nerely
descriptive, that the mark describe each feature of the
goods or services, only that it describe a single,
significant quality, feature, etc. In re Venture Lending
Associ ates, 226 USPQ 285 (TTAB 1985). Further, it is well-
established that the determ nation of nere descriptiveness
nmust be made not in the abstract or on the basis of
guesswork, but in relation to the goods or services for
whi ch registration is sought, the context in which the mark
is used or is intended to be used, and the inpact that it is
likely to make on the average purchaser of such goods or

services. |In re Recovery, 196 USPQ 830 (TTAB 1977).

" Wil e “biochip” technology may be related to applicant’s goods and
services, we agree with applicant’s counsel’s argument nmade during the
oral hearing that, |like the “biological circular dichroisnf excerpts,
the articles using the term “bi ochi p” have no probative value as to the
decriptiveness of BI O CD
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Based on the record before us, we cannot concl ude that
BIOCDis nmerely descriptive in connection with the
identified goods and services. There is little evidence in
this record that is clearly relevant to applicant’s
identified goods and services, and the Exam ning Attorney
did not request additional information about the nature of
t he goods and services, the intended purchasers or the
i ntended channel s of trade. Although several of applicant’s
argunments are without nerit, the Exam ning Attorney has the
burden of establishing that the mark is nerely descriptive,
and that burden has not been net.

Wil e our determ nation is not free from doubt, we
resol ve that doubt in favor of applicant and reverse the
refusal to register. See In re Rank Organi zation Ltd., 222
USPQ 324, 326 (TTAB 1984) and cases cited therein.

Decision: The refusal under Section 2(e)(1) of the Act
is reversed. The application will be forwarded for

publication of the mark for opposition in due course.



