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Qpi nion by Drost, Admi nistrative Trademark Judge:

St eel bui I ding. com (applicant) applied to register the
mar k STEELBUI LDI NG COM in typed form for services
ultimately identified as “conputerized on-line retai
services in the field of pre-engineered netal buildings and
roofing systens” in International Cass 35. The

application (Serial No. 75934927) was filed on March 3,

2000, and it was based on an allegation of a bona fide
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intention to use the mark in comerce. In an anendnent to
al | ege use dated Novenber 15, 2001, applicant asserted a
date of first use and a date of first use in conmerce of
Sept enber 29, 2000.

The exam ning attorney initially refused registration
on the ground that the nmark STEELBUI LDING COMis nerely
descriptive of the services. 15 U. S.C. § 1052(e)(1). In
the final refusal, the exam ning attorney al so advi sed
applicant “that the proposed mark appears to be generic as
applied to the services.” Ofice Action dated May 15, 2001
at 2. In response, applicant argued that its mark was
nei t her generic nor nerely descriptive, but it also
offered, as an alternative, to anend the application to
seek regi stration under Section 2(f) of the Trademark Act
(15 U.S.C. 8 1052(f)) and it submtted evidence of acquired
di stinctiveness. Anmendnent and Request for Reconsideration
dat ed Novenber 15, 2001. The exam ning attorney denied the
request for reconsideration on the additional grounds of
genericness and, in the alternative, even if the mark were
found only nerely descriptive, |lack of acquired
di stinctiveness.

Applicant filed a notice of appeal and an oral hearing

was held on January 22, 2004.
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Evi dence

W begin our discussion by review ng the evidence of
record both as to the question of whether the mark is
nerely descriptive or generic for applicant’s services, and
on the question of whether applicant’s mark, if only nerely
descriptive but not generic, has acquired distinctiveness.

There is no doubt that the metal buil dings that
applicant provides include “steel buildings.” Applicant’s
own website permts one to “design your steel building with
our advanced interactive system” An article in Mtal
Construction News featuring an interview with Scott House
of applicant starts by noting that applicant describes
“itself as ‘the first true e-commerce supplier of stee

bui | di ngs. In applicant’s advertisenent, also in Metal
Construction News (January 2001), applicant refers to
itself as follows: “E-comrerce website offers instant
pricing and online sales of steel buildings, mni storage
systens, building accessories, conponent parts and all -
steel hones.”

The exam ning attorney has made of record nunerous
printouts fromthe NEXI S dat abase that show that the term

“steel building” is a coomonly used termto identify

bui |l dings nade of steel. Sone exanples are set out bel ow
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They al so hel ped workers at the conpany — which builds
pr e-engi neered steel buildings.
The Sunday Okl ahoman, Septenber 23, 2001.

The structure will consist mainly of a prefabricated
steel building, chosen because it will be relatively
I nexpensi ve.

St. Petersburg Tinmes, COctober 18, 2001.

He attended the North Dakota School of Science in
Wahpeton. He owned and operated Quality Design Built
I nc., which manufactured pre-engi neered steel

bui | di ngs.

Denver Post, October 10, 2001.

Bagl ey owns Teton West Construction of Rexburg, a
conpany he started in 1974, specializing in steel
bui | di ng constructi on.

| daho Fal |l s Post Register, Cctober 3, 2001.

He pays about $25,000 a year in rent for 600 acres, a
bit of yard, six grain bins and a small steel
bui | di ng.

Star Tribune (M nneapolis, MN), Septenber 16, 2001.

Primarily selling steel buildings and buyi ng and
selling RVs, other vehicles and boats, Northwest
Enterpri ses has been at the | ocation between Lake City
Engi neering and Polaris for nearly two years.
Spokesman- Revi ew ( Spokane, WA), My 2, 2001.

M ssing bolts in the roof assenbly of the
prefabricated steel building, which opened in 1974,
were cited as cause for concern.

Uni on Leader (Manchester, NH), April 18, 2001.

Gannest on Construction designed a pre-engi neered st eel
bui | di ng.
Bangor Daily News, Septenber 25, 1996.

Star Building Systens is a manufacturer of pre-
engi neered steel buil dings.
Springfield Business Journal, April 6, 1998.

In addition to applicant’s use of the term “steel

bui | di ng” and the publications’ use of the termto identify
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a type of building, i.e. a steel building, others who
appear to be applicant’s conpetitors or at least in the
construction industry use the term“steel building(s)” as
the nanme of their products.

One of the nost interesting exanples of the use of the
term“steel buildings” is the use of the termin the
publication RentSmart! that applicant submtted.
Applicant’s adverti senent appears under the headi ng “steel
buildings.” 1In addition to applicant’s, two other
adverti sements appear under the heading “steel buildings.”
The first is an ad for Express Steel Building. The other
is for Heritage Building Systens that includes the
foll owi ng | anguage: “Build it Yourself and Save! 10, 000
si zes, Bolt-Together Steel Buildings & Hones.”

I n anot her advertisenment, this tine in Metal
Construction News (January 2001) on the sanme page with
applicant’s listing, there appears an advertisenent for
St eel way Buil dings Systens that identifies itself as
of fering “Steel building systenms and conponents.”

Applicant introduced evidence of a poll regarding its
recognition in the metal building manufacturing field.

O her nanmes in the poll include BC Steel Buildings, Bigbee
Steel Buildings, JRS Pre-Engi neered Steel Buil dings,

Lifetime Steel Buildings, Northern Steel Buil dings, Dura-
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Steel Buildings, Pioneer Steel Buildings, Premer Steel
Bui | di ngs, and Sout hern Steel Buil dings.

Applicant also introduced declarations from custoners
and others associated wth the netal building industry.
Even these declarations refer to the use of applicant’s
mark “in the field of pre-engineered steel buildings.” Ron
Hol der declaration. See also G nn Declaration (“I am
thoroughly famliar with the marketplace in the field of
pre-engi neered steel buildings”). Key Declaration (“l am
enpl oyed as Vice President of Operations of Heritage
Bui | di ng Systems, Inc. (‘HBS )! which is one of the
retailers of pre-engineered steel buildings in the United
States”).

Applicant also submtted emails fromcustoners to show
that its termhas acquired distinctiveness, but even here
the custoners use the term“steel building(s)” other than
as a mark. Bjorneboe email (“l have researched over twenty
steel building manufacturers”); and Brookbank email (“Wen

| choose to buy a steel building, it will be from your

conpany”) .

! The witness went on to explain that HBS and applicant “consider
thensel ves to be *sister’ conpanies.” Key declaration at 2.
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Appl i cant has submtted the declaration of its
mar keting director, Tom Hockersmth. M. Hockersmth
declares (Y 2) that:
The primary products offered by Steel building.comare
various types of pre-engineered netal buildings. Mre
specifically, within the overall class of pre-
engi neered netal buildings, Steelbuilding.comconfines
itself to sinpler and smaller designs, ranging from
900 square feet up to 30,000 square feet and even
| arger. Sone typical uses for our products include
agricultural buildings, snmall warehouses, m ni-storage
conpl exes, work shops, auto garages, and various types
of utility and storage buil dings.
M. Hockersmth also declares (f 3) that
“St eel bui | di ng. com provides the only nethod and nedi um by
whi ch potential buyers can get an accurate price quote for
a particular building without the aid of trained
estimators.” Submtted wth the declaration of M.
Hockersmth were the results of various Internet polls
taken by Metal Buil di ng.com a website applicant’s w tness
identifies as “an Internet-based central information
exchange for the industry.” Hockersmith, Y 11. The
declarant (Y 12) enphasi zes that the “current poll lists
St eel bui | di ng. com anong the choices along with four of its
conpetitors: Package Industries, Parkline, Steelox, and US
Structures. At the tinme of this declaration, 64% of the

respondents had |isted Steel buil ding.comas the npst

recogni zable.” The printout of the Internet poll does not
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i ndi cate how many responses were tallied. The

Met al Bui | di ng. com website polls included such questions as
“WIIl Mark McGuire' s honme run record be broken this
season?”; “ls now a good tinme to invest in the stock

mar ket ?”; “Tinothy McVeigh will be executed.; “Wio wll be
the first #1 seed to exit the NCAA nen’ s basket bal

t ournament ?”; and “Are we headed toward a recession?”.

M. Hockersmth goes on to explain (f 17) that
applicant’s primary form of advertising is to focus on
I nternet banner advertising. “For exanple, each tinme a
person uses Yahoo! to search for information on a termlike
‘“metal building,” a graphical banner advertisenent
pronoting Steel building.comw Il be displayed at the top
and bottom of every page that lists the results of this
search.”

Finally, M. Hockersmth provided information on the
nunber of price quotes (Y 29) applicant issued in Cctober
2001 (9000) and the nunber of new (200) and repeat (200)
users who enter the interactive pricing systemevery day
(1 25).

CGeneri cness

We begin by addressing the issue of whether the term
STEELBUI LDING. COM i s generic for applicant’s services. The

Court of Appeals for the Federal Circuit has held that:



Ser. No. 75934927

“The critical issue in genericness cases is whether nenbers
of the relevant public primarily use or understand the term
sought to be protected to refer to the genus of goods or

services in question.” H Marvin Gnn Corp. v. Int’

Associ ation of Fire Chiefs, Inc., 782 F.2d 987, 228 USPQ

528, 530 (Fed. Cir. 1986). G nn goes on to explain that:

Det erm ni ng whether a mark is generic therefore
involves a two-step inquiry: First, what is the genus
of goods or services at issue? Second, is the term
sought to be registered or retained on the register
understood by the relevant public primarily to refer
to that genus of goods or services?

| d.
Atermthat is the generic name of a particular
product or category of goods is |likew se generic for any

services that are directed to or focused on that product or

cl ass of goods. See In re Log Cabin Hones Ltd., 52 USPQRd

1206 (TTAB 1999) (LOG CABIN HOVES, which is generic for a
particular type of building, is also generic for
architectural design services directed to that type of
building and for retail outlets featuring kits for

construction of that type of building); Inre Ala Vielle

Russie Inc., 60 USPQd 1895 (TTAB 2001) (RUSSI ANART generic

for particular field or type of art and al so for deal ership

services directed to that field).
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The evidence in this case convinces us that the term
STEELBUI LDI NG. COM i s generic for applicant’s conputerized
on-line retail services in the field of pre-engineered
netal buildings and roofing systens. A significant, if not
primary feature, of applicant’s services is the sale of
steel buildings. Applicant identifies itself as providing
steel buildings, applicant’s website invites custoners to
“design your steel building,” and applicant lists its
services under a generic heading “steel buildings.”
Furthernore, applicant’s conpetitors use the term “steel
bui | di ngs” generically, see, e.g., “Bolt-Together Steel
Bui | dings & Honmes” and “Express Steel Building.” Qhers in
the trade use the termgenerically. See Metal Building
Today (Cctober 2001) at 4 (“R & M Steel Conpany ...Steel
Bui | di ng Excell ence — Since 1969”) and 8 (“The conpany al so
pl aced the concrete floors before erecting the steel
building”). A poll at MetalBuilding.comidentifies several
ot her netal building manufacturers that use the term “Steel
Buil dings” in their nanme. As discussed previously,
applicant’s declarants and custoners use the term “steel
bui l di ng” generically, e.g., “one of the retailers of pre-
engi neered steel buildings in the United States” and

“Iw hen | choose to buy a steel building.” Finally,

10
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numer ous publications discussed earlier provide abundant
exanpl es of the generic use of the term

Next, we address the “.conmf part of applicant’s nark.
This issue is not a case of first inpression. The term
“.conf is a “domain nane suffix denoting conmerci al
entities such as corporations and conpanies.” Oficial
Internet Dictionary (1998). The addition of “.conf to a
generic termdoes not convert the terminto a non-generic

term See In re Martin Container Inc., 65 USPQRd 1058,

1060-61 (TTAB 2002) (“A top level domain indicator |ike
‘.com does not turn an otherw se unregi strabl e designation
into a distinctive, registrable trademark” (interna

guot ati on marks and punctuation omtted)). See also In re

Cyber Financial . Net Inc., 65 USPQ2d 1789, 1792 (TTAB 2002)

(The TLD (top level domain) .com“has no source-identifying
significance”). As the board explained at length in

CyberFinancial.Net Inc., 65 USPQ2d at 1791 (footnote

omtted), a case involving the mark BONDS. COM

The term“.conmi is defined in the follow ng ways: “a
dormain type used for Internet |ocations that are part
of a business or comrercial enterprise” CNET d ossary
(1998); “abbreviation of commercial organization (in
I nternet addresses)” The Anerican Heritage Dictionary
of the English Language (4th ed. 2000); and “Internet
abbrevi ation for conpany: used to show that an

I nternet address belongs to a conpany or business”
Canbridge Dictionaries Online (2001). The record al so
i ncludes definitions of “Dot Com Conpany” as “[a]
conpany whi ch operates its business nmainly on the

11
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Internet, using ‘.com URLS,” Newton s Tel ecom
Dictionary (2001); and “dot-com conpany” as “[a]n
organi zation that offers its services or products
exclusively on the Internet.” The Conputer d ossary
(9th ed. 2001).

The issue presently before us was squarely addressed
by the Board in the recent decision of Inre Martin
Cont ai ner, Inc., 65 USPQ2d 1058 (TTAB June 11, 2002)
(application Serial No. 75/553,426). |In that case,
the Board found the designati on CONTAI NER. COM to be
generic and i ncapable of registration on the

Suppl enent al Regi ster when used in connection with
“retail store services and retail services offered via
t el ephone featuring netal shipping containers” (d ass
35) and “rental of netal shipping containers” (C ass
39). The Board concl uded that:

what applicant seeks to register is sinply a
generic term[“container”], which has no source-
identifying significance in connection with
applicant’s services, in conbination with the top
| evel domain indicator [“.conf], which also has
no source-identifying significance, and that
conmbining the two does not create a term which
has sonmehow acquired the capability of
identifying and di stinguishing applicant’s

servi ces.

The Board vi ewed CONTAI NER. COM nore |i ke a conpound
termthan a phrase, and cited to In re Gould Paper
Corp., 834 F.2d 1017, 5 USPQ2d 1110 (Fed. Cr. 1987)
in finding it generic. The Board stated that “to the
average custoner seeking to buy or rent containers,

‘ CONTAI NER. COM woul d i mredi ately indicate a
comercial web site on the Internet which provides
containers.” In making its determ nation, the Board
anal ogi zed to the cases of In re Paint Products Co., 8
UsSP@d 1863 (TTAB 1988) [ PAI NT PRODUCTS CO. held

i ncapabl e of identifying and di stinguishing paints],
and Inre E.I. Kane, Inc., 221 USPQ 1203 (TTAB 1984)

[ OFFI CE MOVERS, |INC. held incapable of identifying and
di stinguishing office facilities noving services].

The Board also cited to the views espoused by

Prof essor McCart hy:

12
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a top level domain [“TLD’] indicator [such as
“.com] has no source indicating significance and
cannot serve any trademark [or service mark]
purpose. The sane is true of other non-
distinctive nodifiers used in domain nanmes, such

as http://ww and “htm ”... [because] the TLD
“.conf functions in the world of cyberspace nuch
| i ke the generic indicators “Inc.,” “Co.,” or

“Ltd.” placed after the nane of a conpany.

A top level domain indicator like “.conf does not
turn an otherw se unregistrable designation into
a distinctive, registrable trademark [or service
mark]. Thus, for exanple, adding a “.conf to a
generic term such as <banki ngnews. conm> woul d not
change the basic generic nature and the conposite
wi || probably be found generic and unregistrable
for the service of providing information in the
field of banking. 1 J. McCarthy, MCarthy on
Trademar ks and Unfair Conpetition, 8 7:17.1 at
pp. 7-28.1 to 7-29 (4th ed. 2002).

Therefore, the addition of the term*“.conm to
applicant’s generic termis not significant. W add that
while applicant’s mark is an Internet domain name,? “[i]t is
necessary in the registration of an internet address to
el i m nate spaces and possessive punctuation. It is
necessary, furthernore, to add a top-level domain at the

end of the address. Thus, consuners would see the donmin

2 Applicant’s website is wwwv. steel building.com There is no
practical difference between steel buil ding. com and

www. st eel bui l ding.com 1-800 Contacts Inc. v. WenU com 69
UsP@d 1337, 1359 (S.D.N. Y. 2003) (Defendant’s mark “differs from
Plaintiff’'s tradenmark only in the omni ssion of spaces and
grammatical nmarks, and in the addition of the “ww and “.com”
These distinctions are not significant’). W also note that “a

m sspel ling of a generic nane whi ch does not change the generic
significance to the buyer, is still generic.” 2 MCarthy on
Trademarks and Unfair Conpetition, § 12.38 (4'" ed. 2003).

13
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name ‘thechildrenspl ace.conf.net’ as enploying functionally

the sane nane as ‘The Children’s Place.” TCPIP Hol di ng Co.

v. Haar Communi cations Inc., 244 F.3d 88, 57 USPQ2d 1969,

1980 (2d GCir. 2001).

Furthernore, the term“.conf is a designation for a
commercial entity on the Internet nuch |ike the ol der
expression “conpany” or its abbreviation “co.” The Suprene
Court held nore than 100 years ago that adding a term such
as “conpany” to a generic termdid not magically change an
unregistrable termto a registrable term

[Plarties united to produce or sell wine, or to raise
cotton or grain, mght style thensel ves Wne Conpany,
Cotton Company, or Grain Conpany; but by such
description they would in no respect inpair the equal
right of others engaged in simlar business to use
simlar designations, for the obvious reason that al
persons have a right to deal in such articles, and to
publish that fact to the world. Nanmes of such
articles cannot be adopted as trade-nmarks, and be

t hereby appropriated to the exclusive right of any
one; nor will the incorporation of a conpany in the
nane of an article of commerce, w thout other
specification, create any exclusive right to use of

t he nane.

Goodyear’ s I ndia Rubber G ove Mg. Co. v. Goodyear

Rubber Co., 128 US 598, 602-03 (1888).

W find that the evidence, including applicant’s own
evi dence, shows that the genus for its services would be
the sal e of pre-engineered “steel buildings” on the

Internet. The addition of non-distinctive matter such as

14
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“[t]he top level domain indicator [“.conf], which also has
no source-identifying significance, and conbi ning the two
does not create a term which sonmehow has acquired the
capability of identifying and distinguishing applicant’s

services.” CyberFinancial.Net, 65 USPQ2d at 1791.

Next, we | ook at whether the termis understood by the
rel evant public to refer to the product included in the
genus of the services. Gnn, 228 USPQ at 530. “Evidence
of the public's understanding of the term may be obtai ned
from any conpetent source, such as purchaser testinony,
consuner surveys, listings in dictionaries, trade journals,

newspapers, and other publications.” Inre Merrill Lynch,

Fenner and Smith Inc., 828 F.2d 1567, 4 USPQR2d 1141, 1143

(Fed. Gr. 1987). “The critical issue in genericness cases
i's whether nenbers of the relevant public primarily use or
understand the term sought to be protected to refer to the
genus of goods or services in question.” Gnn, 228 USPQ at
530. Here, the relevant public would understand that the
term “steel buil ding.com refers to the genus of the
services. Conbining generic words can result in the

conbined termal so being generic. See In re Gould Paper

Corp., 834 F.2d 1017, 5 USP@@d 1110 (Fed. G r. 1987)
( SCREENW PE generic for a wi pe for cleaning tel evision and

conputer screens); In re Abcor Dev. Corp., 588 F.2d 811

15
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200 USPQ 215 (CCPA 1978) (GASBADCE at | east descriptive for
gas nonitoring badges; three judges concurred in finding

that termwas the nane of the goods); In re Anerican

Institute of Certified Public Accountants, 65 USPQ2d 1972

(TTAB 2003) (CPA EXAM NATI ON found generic).

However, a failure to provide evidence that the public
uses the termto refer to the genus of the goods or
services can result in the Ofice failing to satisfy its

burden of proof. In re Anerican Fertility Society, 188

F.3d 1341, 51 USPQ@d 1832 (Fed. Cir. 1999) (SOCIETY FOR
REPRODUCTI VE MEDI CI NE hel d not generic for association
servi ces because there was no evi dence of generic use of

the term; Inre Dial-A- Mattress Operating Corp., 240 F. 3d

1341, 57 UsSPQ2d 1807, 1811 (Fed. Cir. 2001) (“There is no
record evidence that the relevant public refers to the

cl ass of shop-at-hone tel ephone mattress retailers as *1-
888-MA-T-RE-SS 7).

We find that the evidence supports a concl usion that
the term STEELBU LDI NG COM when viewed in relationship to
the services, would be viewed by rel evant purchasers as the
genus of the goods, i.e. a website that provides
conputerized on-line retail services in the field of pre-
engi neered netal buildings including steel buildings. Just

as the public would understand that the terns “w ne

16
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conpany,” “cattle conpany,” “BONDS. COM " and
“CONTAI NER. COM' refer to entities that market or provide
information on wine, cattle, bonds, and storage containers,
applicant’s mark is sinply the nane of a website that
sells, inter alia, steel buildings.

W al so hold that STEELBU LDI NG COMis a conpound

word. See CyberFinancial.Net, 65 USPQ2d at 1794

(“BONDS. COM i s properly considered a conmpound word in this
analysis. The terns ‘bond’ and ‘.coni are joined as
conmpound word and appear w thout any space or separation
between thent). The board in that case held that the term
BONDS. COM was anal ogous to the term SCREENW PE in Goul d
Paper and, therefore, different fromthe ternms SCCl ETY FOR

REPRODUCTI VE MEDICINE in Anerican Fertility and 1-888-

MATRESS in Dial-A-Mattress. W agree that the result is

the sanme in this case.

In arriving at this conclusion, we have considered al
the evidence of record. Regarding the declaration of
potential customers and conpetitors, these declarations
contain statenents that the declarants associate
applicant’s termwith “retail services in the field of pre-
engi neered steel buildings” and they are famliar with

“several conpanies offering retail services in the field of

17
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pre-engi neered steel buildings.” Holder and G nn
decl arati ons.

Qobvi ously, a domain nanme is a uni que address.
However, the nere fact that a donmain nane is registered
does not nean that the name is no |onger generic. See

Martin Contai ner (CONTAI NER. COM and CyberFi nanci al . Net, 65

USPQ2d at 1793 (The “term BONDS CO. woul d be generic for
services relating to bonds, and conpetitors should be
allowed to freely use marks such as ACME BONDS CO. and

UNI TED BONDS CO. to identify and distinguish their

services. |In the same manner, a designation such as

BONDS. COM shoul d be freely avail able for others to adopt so
t hat desi gnati ons such as ACVEBONDS. COM or UNI TEDBONDS. COM
coul d be used by conpetitors to identify and distinguish
their services fromothers in the field”). The sane
reasoni ng should apply here. Applicant has identified
nuner ous conpetitors or manufactures with nanes such as the
followng: Lifetime Steel Buildings, Dura-Steel Buil dings,
and O Steel Buildings. Internet users assune that many
conpani es’ web address is sinply the conpany’s nanme with a

“.com ending. Lockheed Martin Corp. v. Network Sol utions

Inc., 985 F. Supp. 949, 44 USPQRd 1865, 1868 (C.D. Calif.

1997) (“Because nost businesses with a presence on the

Internet use the ".cont top-level domain, Internet users

18
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intuitively try to find businesses by typing in the
corporate or trade nane as the second-|evel domain name, as
in "acme.com" Second-|evel donmain nanes, the nane just to
the left of ".com" nust be exclusive”), aff’d, 193 F. 3d
980, 52 USPQ2d 1481 (9'" Gir. 1999). Therefore, it would
not be unexpected that sonme of the conpani es and

manuf acturers that applicant has identified would use or
woul d have a need to use donmmi n nanes such as

Li feti meSteel Buil di ngs.com DuraSteel Buil di ngs.com and

OSt eel Bui | di ngs. com 1 ndeed, applicant’s own evi dence
points to an even closer use. One of its custoners
reported the following problem “I also wanted to let you

know t hat when | typed steel buil ding.comtonight, |

i nadvertently added an ‘s’ at the end of steel building, and
it took nme to sonebody else’'s site. Too bad you can’t get
those close spellings redirected to your site.” Chipsoles
email. On the Internet, steel building.comand
st eel bui | di ngs. com are di stingui shable. For trademark
pur poses, the evidence denonstrates that the terns “steel
bui l di ng” and “steel buildings” are equally generic.

On this point, we do not find that applicant’s
evi dence of non-genericness di ssuades us fromour finding

that, under the record before us, the term

“steel building.conf is clearly generic.

19
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Descri ptiveness

For the sake of conpl eteness, we now address the issue
of whether applicant’s term STEELBUI LDING COMis nerely
descriptive, in the event that applicant’s termis
subsequently determ ned to not be generic. “As often
stated, genericness is the ultimate in descriptiveness.”

In re Central Sprinkler Co., 49 USPQ2d 1194, 1199 (TTAB

1998). See also G nn, 228 USPQ at 530. For a mark to be
nmerely descriptive, it nust inmmediately convey know edge of
the ingredients, qualities, or characteristics of the

services. In re Gyulay, 820 F.2d 1216, 3 USP@@d 1009, 1009

(Fed. Gr. 1987); In re Quik-Print Copy Shops, Inc., 616

F.2d 523, 205 USPQ 505, 507 (CCPA 1980); In re MBNA Anerica

Bank N. A, 340 F.3d 1328, 67 USPQ2d 1778, 1780 (Fed. Gr
2003) (A “mark is nerely descriptive if the ultimte
consuners imedi ately associate it with a quality or
characteristic of the product or service”).

We | ook at the mark in relation to the goods or
services, and not in the abstract, when we consider whether
the mark is descriptive. Abcor, 200 USPQ at 218. See al so
MBNA, 67 USPQ2d at 1783 (“Board correctly found MBNA' s
enphasi s on the regional thene through marketing pronotions

and picture designs provides circunstantial evidence of how
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the rel evant public perceives the marks in a commerci al
envi ronment ") .

Applicant argues that “[w hile the words * steel
bui l di ng’ characterize one product sold by Applicant, it is
not the primary feature of Applicant’s services, nor does
it describe all buildings constructed of netal ...nor
roofing systens.” Applicant’s Brief at 11. To be “nerely
descriptive,” a termneed only describe a single
significant quality or property of the goods or services.

In re Gyulay, 820 F.2d 1216, 3 USPQ2d 1009, 1009 (Fed. Cr

1987); Meehanite Metal Corp. v. International N ckel Co.,

262 F.2d 806, 120 USPQ 293, 294 (CCPA 1959). \While we are
not sure exactly what applicant means when it says that
“steel building” is not the primary feature of applicant’s

services, applicant’s own website lists as its first

feature: “Design your steel building with our advanced
interactive system” One of applicant’s advertisenents
contains the followng information: “E-Commerce website

offers instant pricing and online sales of steel buildings,
m ni storage systens, building accessories, conponent parts
and all-steel honmes.” An article that applicant submtted
contains the follow ng sentence: “Describing itself as
‘the first true e-comrerce supplier of steel buildings,’

St eel bui | di ng. com prom ses..” W, frankly, are at a loss to
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understand that if the retail sale of steel buildings is
not the primary feature of applicant’s services, what is.
However, whether steel buildings are the “primary feature”
of applicant’s services is not determ native, because they
are at least a significant feature of applicant’s services.

Inre Pencils, Inc., 9 USPQ2d 1410, 1411 (TTAB 1988) (“Wwe

agree with applicant that the sale of pencils is not the
central characteristic of applicant's services.
Nevert hel ess, pencils are significant stationery/office
supply itens that are typically sold in a store of
applicant's type, that is, a stationery and office supply
store. Wile applicant's stores may carry a variety of
products, pencils are one of those products, and, thus, the
term‘pencils’ is nerely descriptive as applied to retai

stationery and office supply services”). Accord In re

Cyber Financial . Net Inc., 65 USPQd 1789, 1791 (TTAB 2002)

(“[I]f applicant’s mark BONDS. COMis generic as to part of
the services applicant offers under its mark, the mark is
unregi strable”).

I n addi tion, when we consider the issue of
descriptiveness, we nmust consider not only the term “steel
bui l ding” but also the “.conf feature and the mark in its

entirety. As discussed previously, the addition of a
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“.com to an unregistrable termdoes not convert the term
into registrabl e mark.

When a descriptive termis conbined with a top | eve
domai n nane, the conbined termsinply neans that services
associated wth the generic termare perforned in an online
or “e-comrerce” environnent. Therefore, applicant’s

conbined termis also nmerely descriptive. In re Mcrosoft

Corp., 68 USPQ2d 1195, 1203 (TTAB 2003) (“The conbi nation
of the specific termand TLD at issue, i.e., OFFICE and
. NET, does not create any double entendre, incongruity, or
any ot her basis upon which we can find the conposite any
nore registrable than its separate el enents. The
conbination i mMmedi ately inforns prospective purchasers that
the software includes ‘office suite’ type software and is
froman Internet business, i.e., a ‘.net’ type business”).
We conclude that applicant’s termis, at |east, nerely
descriptive for applicant’s conputerized on-line retai
services in the field of pre-engineered netal buil dings and
roofi ng systens.

Acquired Distinctiveness

W now address the | ast issue, acquired
distinctiveness. |If applicant’s mark is generic then
evi dence of acquired distinctiveness cannot establish the

registrability of the term In re Northland A unm num
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Products, Inc., 777 F.2d 1556, 227 USPQ 961, 964 (Fed. Cir.

1985). If subsequently it should be determ ned that
applicant’s termis descriptive but not generic, it is
i nportant that we discuss the evidence on this issue.
Applicant has the burden of proving that its mark has

acquired distinctiveness. In re Hollywod Brands, Inc.,

214 F.2d 139, 102 USPQ 294, 295 (CCPA 1954)(“[T]here is no
doubt that Congress intended that the burden of proof

[ under Section 2(f)] should rest upon the applicant”).
“IL]ogically that standard becomes nore difficult as the

mar k’ s descriptiveness increases.” Yamaha Int’'l Corp. V.

Hoshi no Gakki Co., 840 F.2d 1572, 6 USPQ2d 1001, 1008 ( Fed.

Cir. 1988).

We begin here with a discussion of applicant’s
Internet poll. See Hockersmith declaration (17 12 and 13).
This evidence refers to a poll at a website naned
Met al Bui | di ng. com  Apparently, a regular feature of this

website is a poll question normally about current events or

sports (“Whwo wll wn Election 2000?", “Wwo wll wn the
Super Bow ?”, “Who will win the NBAtitle”?, and “Is now a
good time to invest in the stock market?”). In between

t hese questions, visitors were asked “Wich one of the
follow ng building manufacturers is the nost recogni zabl e?”

M. Hockersmith points out that when applicant was conpared
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to “Package Industries,” “Parkline,” “Steelox,” and *“US
Structures,” it was by far “the nost recogni zable.”

“There is no provision in the Trademark Rul es of Practice
concerning the applicability of the Federal Rules of

Evi dence to ex parte appeals before the Board.” TBW

§ 101.02. However, the fact that the Federal Rules do not
apply does not nean that we do not eval uate evi dence

critically. See Inre American Oean Tile Co., 1 USPQd

1823, 1824 n.2 (TTAB 1986) (“The third-hand report of a
statenent nade by an unknown representative of registrant
i's inadm ssi bl e hearsay which can be accorded no probative
value in our determ nation of the appeal”).

Applicant’s evidence of the results of an Internet
poll is devoid of any foundation that would convince us of
its reliability. W do not know how nany peopl e
partici pated, whether any attenpt was made to prevent
peopl e fromvoting nore than once, whether any attenpt was
made to prevent interested parties, i.e. representatives,
friends, or associates of applicant fromparticipating, or
even if the participants were prospective purchasers of
retail services involving pre-engineered netal buil dings.
The Internet poll is not even renptely simlar to a
trademark survey. It should be taken with the sanme degree

of seriousness as investors would take the responses to the
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poll’s questions on the econony as a basis for making
i nvestment decisions (“Is now a good tinme to invest?” and
“Are we entering a recession?”).

Concerning the specific question (Wich of the
followi ng netal building manufacturers is the nost
recogni zabl e?), it appears that of the five choices
(Package Industries, Parkline, Steelox, Steelbuilding.com
and US Structures), applicant’s own nane
“steel bui l di ng.cont uniquely provides all the information a
person who was guessi ng needs to answer the question.

W have al so considered the declarations from
i ndi vidual s who describe thensel ves as being famliar with
conpani es offering “pre-fabricated steel buildings.” See
Hol der and G nn declarations. W also have considered the
emails fromcustoners. Again here, these custoners often
recogni ze the genericness of the basic term Kittler enail
(“1 have researched over twenty other steel building
manuf acturers”); Fisher email (“Wien | choose to buy a
steel building”). W find that these letters provide sone
de facto evidence that, occasionally, people nmay recognize
applicant’s termas a trademark but nmuch of this evidence
may be attributable to domain nanme recognition

W al so have considered M. Hockersmth’'s declaration

concerni ng how applicant does business, the volunme of its
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website’'s hits, and its advertising. This evidence does
not show that purchasers recogni ze applicant’s termas a

trademark. In re Leatherman Tool G oup Inc., 32 USPQd

1443, 1450 (TTAB 1994) (“Absent, therefore, anything to
i nk applicant's gross sales of over $20 million and
advertising expenditures of $200,000, which were generated
and spent in connection with its marketing of in excess of
one mllion tools during a nearly ten-year period, wth use
in contexts which would condition custoners to react to or
recogni ze the designation ‘ POCKET SURVI VAL TOOL’ as an
i ndi cation of source rather than as a description of a
category of product, there is no convincing basis for
finding that such designation functions other than as a
generic nane”). Applicant’s advertising expenses are at a
much smaller level and rely heavily on Internet banner
advertisenents that directly send potential purchasers
searching the ternms nmetal buildings and the like to
applicant’s site.

In this case, if the terns “steel building” and “.conf
are not generic, they are at |east highly descriptive.
Applicant’s burden of denobnstrating that its mark has

acquired distinctiveness increases as the |evel of
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descriptiveness increases. W find that applicant’s
evidence falls far short of its burden here.?®

CONCLUSI ON

W agree with the exam ning attorney that the term
STEELBUI LDING COM i s nerely descriptive and generic for the
services recited in the application and that applicant has
not denonstrated that it has acquired distinctiveness.

Decision: The refusals to register are affirned.

3 Applicant has al so introduced nunmerous registrations, which it
says “conprise a generic termor word for the identified services

or goods together with a ‘dot.com suffix.” Supplenenta
response dated Novenmber 14, 2002 at 1. To the extent that
applicant is still relying on this evidence, we note that nost of

these registrations issued or were published prior to the board’'s
precedential decisions in Martin Container and

Cyber Fi nanci al . Net, which provided sone clarification to the
exam ning attorneys on this issue. Furthernore, each trademark
case nust be decided on its own nerits and even “if sone prior
regi strations had some characteristics simlar to Nett Designs'
application, the PTO s all owance of such prior registrations does
not bind the Board or this court.” 1In re Nett Designs Inc., 236
F.3d 1339, 57 USPQ2d 1564, 1566 (Fed. Cir. 2001). The record in
this case provides clear evidence of the genericness of
applicant’s term
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