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Gerald T. dynn, Trademark Exam ning Attorney, Law Ofice 102
(Thomas Shaw, Managi ng Attorney).

Before Si mms, Hohein and Bucher, Adm nistrative Tradenark
Judges.

Qpi ni on by Bucher, Adm nistrative Tradenmark Judge:

On February 9, 1995, International Data Goup Inc. filed
an intent to use application on the Principal Register for a
trademark depicted as “----FAQS" for “books in the field of
conputers, conputing and conputer software.” After receiving
repeated refusals under Section 2(e)(1) of the Act, 15 USC
81052(e) (1), applicant filed an anmendnent to all ege use, and
al so anended the application to seek registration on the
Suppl enental Register. At that tinme, the Trademark Exam ning
Attorney refused registration on the ground that the phantom

mar k (shown above) as depicted on the original typed draw ng
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was i nperm ssible, and furthernore, that the asserted mark was
i ncapabl e of identifying applicant’s books and di sti ngui shing
them fromthe books of others. A subsequent anendnent of the
mark to merely “FAQS" was accepted by the Trademark Exam ning
At torney, but applicant":I has appeal ed fromthe Section 23
refusal. Applicant and the Trademark Exam ning Attorney have
submtted briefs. Applicant did not request an oral hearing.

W affirmthe refusal to register.

Appl i cant argues, in urging that the refusal be reversed,
that the mark sought to be registered is not a generic nane
for applicant’s books. The totality of applicant’s argunent
inits appeal brief is as follows (brief, unnunbered page 2):

It is the applicant’s position that, while the
term FAQS may be descriptive of the subject
matter of applicant’s books, it is not a
generic designation for those books.

There is no evidence that the term FAQS
identifies a category of books rather than the
subj ect matter of the books.

As a descriptive designation, the term FAQS
shoul d be regi strable on the Suppl enent al

Regi ster, and the refusal of registration
shoul d therefore be reversed.

By contrast, it is the Trademark Exam ning Attorney’s

position that the alleged mark, “FAQS,” is not capable of

! The assignnment records of the USPTO reflect the fact that this
application was assigned with the entire interest and goodwi |l to

| DG Books Worl dwi de, Inc. (a Massachusetts corporation), and then
subsequently assigned by nmerger with | DG Books Worl dwi de, Inc. (a
Del awar e cor porati on).
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identifying applicant’s books and distinguishing themfromthe
conput er books of others. He clains that the record shows
that “FAQ is the generic acronymfor “frequently asked
guestion” (or the pluralized forn1“FAQB”E'for “frequently asked
questions”). Further, he argues that the evidence of record
denonstrates that there exists an entire category of
publi cations and/or books, now seen in a wi de variety of
fields, conprising conpilations of frequently asked questions.
This is especially true for books targeted to the conputer
i ndustry, where this acronyng\mas coi ned and popul ari zed.
As our principal review ng court has stated:

.| Dleterm ning whether a mark is generic

involves a two-step inquiry: First, what is

t he genus of goods or services at issue?

Second, is the termsought to be registered

understood by the relevant public primarily to
refer to that genus of goods or services?

H. Marvin G nn Corporation v. International Association of

Fire Chiefs, Inc., 782 F.2d 987, 990, 228 USPQ 528, 530 (Fed.

Cir. 1986). GCeneric terns are by definition incapable of

i ndi cating source and thus can never attain trademark status.

2 While the title pages of virtually all of applicant’s books
consistently show the letters “FAQ larger than the trailing letter
“s,” and many of the LEXI S-NEXI S stories show upper-case letters
“FAQ followed by a |ower-case letter “s,” this is a distinction
never di scussed by applicant or the Trademark Exami ning Attorney, so

for purposes of this decision, we will consider “FAQ” and “FAQS’ as
l egally identical.
3 Whil e several dictionary entries do show the term pronounced as

a single-syllable acronym in our experience, the termis sonetines
al so spoken as an initialism or “F- A Ques.”
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However, with respect to genericness, the Ofice has the
burden of proving the refusal wth “clear evidence” of

genericness. In re Merrill, Lynch, Pierce, Fenner & Smth,

Inc., 828 F.2d 1567, 4 USPQ2d 1141, 1143 (Fed. Cir. 1987). As
seen above, the critical issue in genericness cases such as
this one is whether nenbers of the relevant public primarily
use or understand the term sought to be registered to refer to

the genus or category of goods in question. H. Marvin Gnn

Corporation, supra, and In re Recorded Books, Inc., 42 USPQ2d

1275 (TTAB 1997). Evidence of the relevant public’s
perception of a termmy be obtained from any conpetent
source, including newspapers, magazines, dictionaries, trade

journals, catalogs and other publications. |In re Leatherman

Tool Goup, Inc., 32 USPQ2d 1443, 1449 (TTAB 1994), citing In

re Northland Al um num Products, Inc., 777 F.2d 1566, 227 USPQ

961, 963 (Fed. Cir. 1985).

The Exam ning Attorney supports his position with
excerpts froma nunber of dictionary definitions of the term
fromapplicant’s specinens of record, from dozens of articles
obtai ned fromthe LEXI S/ NEXI S® dat abase as well as from
mul tiple Internet sites.

The dictionary definitions read as foll ows:

FAQ Acronymfor frequently asked questi on.
Any of a nunber of questions that m ght be
asked by newconers to a source of information
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on the Internet, typically a USENET newsgroup.
Alist of FAQ and their answers is conpiled by
each newsgroup ﬂnd is freely available to

| nternet users.

FAQ Frequently Asked Questions (ACRL)'E-rI

Frequently asked questions (FAQ): Short lists
of common questions — and their answers — that
are provided to users of a given Internet site.
Pronounced “facks,” these lists are designed to
explain to a novice (or newbie) the scope of
information available at the site, and the
basics on howto use it. They are commobn on
Usenet newsgroups. Because regul ar group
menbers are bored silly by newbi es asking the
sane old things, newbies are expected to
famliarize thenselves with a site’s FAQs
before joining an on-1line discussion there.EI

FAQ 1. A Frequently Asked Question. 2. A
conpendi um of accumnul ated | ore, posted
periodically to high-volune news grou&s in an
attenpt to forestall such questions...
The first definition above focuses on the dynam c origins
of the termFAQ in the interactive world of on-line users.
The | ast definition shows that the sane termis also used to

refer to a “conpendi uni of such entries. It is clear from

applicant’s own speci nens of record that many conpani es have

4 Anerican Heritage Dictionary of Conputer Wrds: An Ato Z
Guide to Today's Conputers,” p. 100.
° Acronyns, lnitialisms and Abbreviations Dictionary, Gale

Research, 1997, p.29; the specific source for this acronymis
identified as ACRL, an acronymreference list dated January 13,
1997, and found at http://mil ne. confacronyns .

6 Cyber Dictionary: Your Guide to the Wred Wrld, Know edge
Exchange, LLC 1996, p. 119.
7 The New Hackers Dictionary, Eric S. Raynond, 1996, p. 181
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noved this hel pful technique into the world of bound vol unes,
especially useful for those who prefer books in solving their
conputing problens. The record contains copies of the front
covers of applicant’s own books wherein the trade dress

i ncorporates the term“FAQ” into the book titles. Beneath
the titles and sub-titles are exanples of the prom nent bl urbs

shown on the respective covers:

« PC FAQs: Frequently Asked Questions & Answers form
Conpaq Custoner Servi ce;

Answers to Your Most Frustrating PC Questions,
fromthe Experts at Conpaq Custoner Service

Save Tine & Money with Instant Help on PC
Har dwar e, Software the Internet, Laptops, Mdens,
Printers, & Much More

« Internet FAQs: Answers to the Mst Frequently Asked
Quest i ons;

Answers to the Most Frustrating Internet Questions
at Your Fingertips — for Wndows, Mac, & UN X
Users

Save Tine & Money with Instant Help on Using the
Wrld Wde Wb, E-mail, Usenet, Gopher, FTP, &
Much More

e Mucworld Mac FAQs: Answers to the Mdst Frequently
Asked Questions”;

Your Burning Macintosh Questions, Expertly

Answer ed
Find Qut Howto Do It, When to Buy It, And How to
Solve it — Including Instant Hel p on Power Macs,

System 7.5, Performas, Wrd 7, and More!
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Witten by the hottest Macintosh author around,
Davi d Pogue, Macworld Mac FAQs gives users the
ultimate Mac reference. Hundreds of Mac questions
and answers side-by-side, right at your
fingertips, and organi zed into six easy-to-
reference sections with I ots of sidebars and

di agr ans.

* 1001 Conputer FAQs: Frequently Asked Questions &
Answer s form Conpaq Custoner Service;

The people who staff the world’ s nost reliable
cust oner-support lines teamup to answer the
questions that vex every new conputer owner. Not
just for owners of Conpaq systens, this unique
offering is geared toward peopl e who demand
instant help as they install and explore their
machi nes. Every answer in this book is the result
of countl ess hours of phone consultation with

average users. |DG Books and Conpaqg have put
together the definitive book of Frequently Asked
Questi ons.

« (OS/2 Warp FA(s

At last, the ultimate answer book for every OS/ 2
Warp user. Direct fromIBMs Service Hotline,
0S/ 2 Warp FAQs is a conprehensive question and
answer gui de that hel ps you optim ze your system
and save tinme by putting the answers to all your
guestions right at your fingertips.

Applicant, in its response filed on January 17, 1996,
confirms the origin of the acronymas follows:
As is clear fromthe covers of applicant’s
books, the designation FAQS is used by
applicant as an abbreviation for the phrase
FREQUENTLY ASKED QUESTI ONS.
The NEXI S evidence clearly establishes that a “FAQ is a

wi dely known type of book conpiling frequently asked
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questions. As representative exanples of the uses of the term
by others in the publishing fields, we note the foll ow ng:

As nmost smart novi ces and savvy conputer

prof essional s know, often the fastest way to
get an answer is to head for a Wb site or
USENET group’s FAQ (frequently asked questi ons)
file. Well-maintained FAQ are pricel ess
(Isnt it ironic that they are free?). 1In the
MFC Answer Book, Kain has taken the FAQ format
and turned it into a book. The San D ego Uni on
Tri bute, January 12, 1999.

In recent weeks, Nolo Press’s nost popul ar book
has not been sold but given away, as a gift to
mark its 25'" anniversary. It’s “Nolo’s Little
Law Book,” a 92-page paperback with answers to
scores of “everyday | egal questions” about 25
subj ects, from buying a house to |egal

mal practice. For a copy, wite to Nolo Press,
Attn. FAQ Book, 950 Parker St., Berkel ey,

Calif. 94710... The Atlanta Journal and
Constitution, August 5, 1996.

Every busi ness has FAQs, frequently asked
guestions. Custoner representatives know all
of them Wiy not publish the FAQG and the
answers? Not only does this reduce the nunber
of tel ephone calls, it nakes custoners feel
better informed. Anerican Sal esman, COctober
1996.

Every newsgroup has an FAQ a file of
frequently asked questions. This group has an
FAQ t hat woul d nmake a book publisher drool
Hundreds of firsthand reports have been
conpiled into a list of practical advice,
creative suggestions and cal m ng reassurances.
“Parents | ook for help and share advice in
Cyberspace,” The Dayton Daily News, June 12,
1995.

When | train others in NetWare, | usually start
by having themread the FAQ docunent first and
then the red books (the NetWare nanual s),
because the materials nmake nuch nore sense if
they are read in that order. “Creating DOS and
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Net Ware Batch Files,” LAN Magazi ne, January 1
1997.

Finally, we note that the record in this case (fromthe
LEXI S/ NEXI S® dat abase as wel| as specific Wb sites) contains
multiple references to the availability of bound books (ones

publ i shed and distributed by third parties) entitled The Adobe

FAQ book, The SGWL FAQ book, “C++ Faq, Java Fags, etc.

Question #1: \What is the genus of these books?

In the | anguage of H. Marvin G nn Corporation, supra,

what is the precise genus of applicant’s books? The
identification of goods involved herein reads sinply “books in
the field of conputers, conputing and conputer software.”
Hence, the broad category of goods involved here is conputer-
rel ated books. In the abstract, this mght be read to include
t ext books or technical journals targeted to conputer

prof essi onal s know edgeable in a certain field or application.
However, all the evidence of record points to sinpler,

abbrevi ated texts conpiled for the mass-nmarket of conputer
“newbi es.” As shown by applicant’s own literature and by the
LEXI S-NEXI S® articles, books within this sub-category of
conput er publications share a nunber of common features or
characteristics. Succinctness, sinplicity and brevity are

paranmount. The category is characterized by sensibly



Serial No. 75/975,176

organi zed and wel | -i ndexed books on “howto” acconplish the
nost frequently used tasks in a conputer application. |If
successful in this category, these bound resources necessarily
pronote fast, easy and visual l|learning. The conputer novice
qui ckly finds general but vital information in easy-to-follow
steps. Each volune contains specific tips, diagnostic
checklists, problemsolving techniques and troubl eshooting

gui des. Sone desktop collections conprise conpilations of on-
line foruns or the republication of electronic newsletters.

An increasingly popular format for all of these books targeted
to conmputer users is that of grouping together the nost
commonl y asked questions on a given topic, with each question

foll owed by the correct answer — a format known as FAQGs.

Question #2: |s the term“FAQS" understood by the rel evant
public primarily to refer to this class of goods

The target audience for these goods is made up of
conput er users, perhaps including sone conputer professionals,
but certainly intended for the conputer user who is newto a
particul ar application. Here the Trademark Exam ning Attorney
mai ntains that FAQs is a termof art used by those in the
forefront of conputer innovation, to identify a conpilation of
frequently asked questions with their answers. Consi stent
with applicant’s identification of goods, and as further

denonstrated by applicant’s specinmens of record, this is

10
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precisely the product applicant is marketing. |Inasnmuch as the
term*“FAQ” alerts the conputer user to the fact that
applicant’s books have the format of “frequently asked
guestions,” we agree that the evidence clearly denonstrates
that “FAQS” will be readily understood by the relevant public
primarily to refer to this class of books. Wthout a doubt,
whet her the termunder scrutiny for the format of a conputer
book woul d be “quick reference guide,” “checklist,” “tips” or
“frequently asked questions,” we note that “[a]ll of the
generic nanes for a product belong in the public domain.” In

re Sun G| Conmpany, 426 F.2d 401, 165 USPQ 718, 719 (CCPA

1970).
Accordingly, we find that under the second part of the

Marvin G nn test, the designation “FAQS is one of the terns

that would be readily understood by the conputer user as
primarily referring to the category of conputer-rel ated books
into which applicant’s products fall. That is, FAQG wll be
understood as referring to the format of applicant’s books,
and thus is incapable of functioning as a mark indicating
applicant as the source of goods of this type. See In re Sun

Gl Co., 426 F.2d 401, 165 USPQ 718 (CCPA 1970) [ CUSTOM

BLENDED was hel d generic for gasoline]; J. Kohnstam Ltd. v.

Louis Marx & Co., 280 F.2d 437, 126 USPQ 362 (CCPA 1960)

[ MATCHBOX for toy vehicles was hel d generic because that

11
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category of toy cars was sold in matchbox-sized boxes]; and In

re Central Sprinkler Co., 49 USPQ2d 1194 (TTAB 1998) [ATTIC

hel d generic for automatic sprinklers for fire protection].

Decision: The refusal to register under Section 23 is

af firned.
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