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Par ker H. Bagley of M I bank, Tweed, Hadley & McC oy LLP for
Zuffa, LLC

Debra Lee, Trademark Exam ning Attorney, Law Ofice 116
(Meryl Hershkow tz, Managing Attorney).?

Bef ore Hairston, Chapman and Drost, Adm nistrative
Trademar k Judges.

Opi ni on by Chaprman, Adm nistrative Tradenmark Judge:

On January 7, 2002, Zuffa, LLC (a Nevada limted
liability conpany, located in Las Vegas, Nevada) filed an
application to register the mark ULTI MATE FI GHTI NG on t he
Princi pal Register for goods and services in International
Cl asses 9, 25, 28 and 41. The Cass 25 goods (and certain

goods and services in Casses 9, 28 and 41) were divided

! The application was assigned to this Exam ning Attorney at the
time the Examining Attorney's brief was due.
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out pursuant to applicant’s Request to Divide filed March
8, 2002, resulting in related application Serial No.
76356163. Applicant deleted its Class 28 goods through an
anendnent filed Septenber 3, 2003 (via certificate of
mailing). The Cass 9 goods remaining in this application
wer e divided out pursuant to applicant’s Request to Divide
filed Decenber 14, 2004, resulting in related application
Serial No. 75983542. Thus, the application before us
currently involves only the services in International C ass
41 identified as “entertai nment, nanely |live stage shows
and performances featuring sports and nixed nmartial arts.”?

The application was originally based on applicant’s
assertion of a bona fide intention to use the mark in
conmerce on or in connection with the identified goods and
services. Applicant filed an Arendnent to Allege Use, with
a specinen and claimng a date of first use and first use

in commerce of November 1993 for the services in

International C ass 41, which was accepted by the USPTO

2 Applicant clainms ownership of Registration Nos. 1939277 for the
mark THE ULTI MATE FI GHTI NG CHAMPI ONSHI P (“fi ghti ng chanpi onshi p”
di sclaimed) for entertainnent services, nanely conducting martial
arts conpetitions, events and personal appearances for |live and
prerecorded transni ssion; and Registration No. 2170463 for the
mar k THE ULTI MATE FI GHTI NG CHAMPI ONSHI P and desi gn for
prerecorded video optical disks featuring sports and

entertai nment events and prerecorded audi o and vi deot apes
featuring sports and entertai nnent events.
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The Exam ning Attorney has refused registration under
Section 2(e)(1) of the Trademark Act, 15 U S.C
81052(e) (1), on the basis that ULTI MATE FI GATI NG when used
in connection with the services of applicant, is generic of
them and that applicant’s claimof acquired
di stinctiveness under Section 2(f) of the Trademark Act, 15
U S.C. 81052(f), is not sufficient in view of the nature of
t he proposed nmark.

When the refusals were nmade final, applicant appeal ed
to the Board. Both applicant and the Exam ning Attorney
have filed briefs; applicant did not request an oral
heari ng.

The Exam ning Attorney contends that the proposed mark
is generic for applicant’s identified services of live
stage shows and perfornmances featuring sports and m xed
marital arts, and it is thus incapable of functioning as a
mark and it cannot acquire distinctiveness; and that even
if the proposed mark is held not to be generic, the word
“fighting” is generic for fighting conpetitions,® making the

mark highly descriptive, and increasing applicant’s burden

® The Exanmining Attorney requested in her brief (footnote 7) that
the Board take judicial notice of definitions of “fighting” she
submtted fromDictitonary.com The request is granted to the
extent that we take judicial notice of the reference therein to
The Anerican Heritage Dictionary (Fourth Edition 2000) definition
as “n. .3.a A physical conflict between two or nore individuals.
3b. Sports. A boxing or westling nmatch.”
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of proof to establish acquired distinctiveness, which
applicant has not net. That is, the Exam ning Attorney has
refused registration as the phrase ULTI MATE FI GHTI NG
describes a type of athletic conpetition by its conmon
commerci al nanme; and that applicant’s evidence of acquired
di stinctiveness is insufficient.

The Exam ning Attorney refers to applicant’s website
use of ULTIMATE FIGHTING to refer to the nane of the sport
as follows: “The Utimate Fighting Chanpionship, the
world’ s leading ultimate fighting sports event, wll nake
its debut on basic cable television....”

The Exam ning Attorney submtted (i) printouts of
several excerpted stories retrieved fromthe Nexis
dat abase, and (ii) printouts of pages froma few third-
party websites, all to show that “ULTI MATE FI GHTI NG’
describes a type of mxed martial arts. Exanples of the
excerpted stories retrieved fromthe Nexis database are set
forth bel ow

Headl i ne: Severn Gym Omers Pronote
“All -out’ Fighting Methods

..Take a little bit of kickboxing, add
sone westling and throw in sone
martial arts and adrenalin, and you’ ve
got ultimte fighting.

As Maryl and | aw now stands, m xed
martial arts matches and tournanments
aren’t expressly allowed, said Patrick

Panol a, executive director of the
conmi ssi on.
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Kobl i nsky and Smith know t hey have an
uphi |l battle, especially when it cones
to dispelling the notion that ultinmate
fighting is a dangerous sport.

Smith is quick to point out that no one
ever has been killed in an ultimate
fighting match. ...“The Maryl and
Gazette,” January 17, 2004;

Headl i ne: Ki ckboxing’'s ‘Wath’

Unl eashed

.Eric Bentz, a black belt instructor at
Apollo's Karate, will make his pro
debut under ultimate fighting rules
agai nst Daryan W/ kerson of Houston. ...
“Tul sa World (Gl ahoma),” Septenber 12,
2003;

Headl i ne: Five Earn 1st, 2nd Places in
National Jiu-Jitsu

.Menphis Karate Institute i s sponsoring
Fight Night 2 on Sept. 21 at Denim &

D anonds, 5353 Mendenhal | Mal | .
Fighters in mxed martial arts and from
U timte Fighting-style chanpionship
and the Menphis Gacie Jui-Jitsu
Trai ni ng Association will participate.
“The Conmerci al Appeal (Menphis, TN),”
August 30, 2001; and

Headl i ne: Kickboxer Smth in K-1 Wrld
Sem s

.K-1 incorporates all disciplines of
martial arts in an ultimte fighting
sport.

Smith, a West Seattle H gh School
graduate who operates his own

ki ckboxi ng school in Bellvue, qualified
for the semfinals by winning the North
Aneri can K-1 Chanpi onship on May 5,

al so in Las Vegas.

Smth's title credentials include WA,

| SKA and WKC wor | d ki ckboxing titles,
Batt| ecades Extrene Fighting
heavywei ght chanpion, UFC U tinmate

Fi ghti ng worl d chanpi on, and Wrld
Martial Arts Council champion. ...“The
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Seattle Post-Intelligencer,” June 28,
2001.

Appl i cant argues that the mark ULTI MATE FIGHTING i s
not the generic termfor applicant’s identified services;
that the Exam ning Attorney has not established either that
ULTI MATE FI GHTI NG nanes the genus or class of services at
i ssue here or that the relevant public understands the term
to refer to that class of services; that the generic nanes
for applicant’s services include “m xed martial arts
fighting,” “no holds barred fighting” and “cage fighting”
but that ULTIMATE FIGHTING is applicant’s mark identifying
its goods and services; that the relevant public for the
purchase of applicant’s services consists of sports fans;
that the evidence of record does not neet the Exam ning
Attorney’s burden necessary to establish genericness,
particularly as the Exami ning Attorney’s Nexis and Internet
evi dence shows a m xture of usages, including recognition
of ULTI MATE FI GHTI NG as applicant’s mark; that sone m suses
by nedia witers, and even a failure of applicant to
capitalize the words “Utimte Fighting” in a place on its
website are sporadic and do not destroy applicant’s use of
the phrase as a mark recogni zed by the public; that doubt

on the issue of genericness is resolved in favor of
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applicant; and that applicant has established acquired
di stinctiveness in its mark ULTI MATE FI GHTI NG

The Exam ning Attorney bears the burden of proving
that the proposed mark is generic, and genericness nust be
denonstrated through “clear evidence.” See In re Merril
Lynch, Pierce, Fenner, & Smth, Inc., 828 F.2d 1567, 4
UsP@d 1141, 1143 (Fed. Cir. 1987); and In re Anal og
Devices Inc., 6 USPQ2d 1808 (TTAB 1988), aff’d, unpubl’d,
but appearing at 10 USPQ2d 1879 (Fed. G r. 1989). The
evi dence of the relevant public’'s perception of a term may
be acquired from any conpetent source, including
newspapers, nagazi nes, dictionaries, catalogs and ot her
publications. See Magic Wand Inc. v. RDB Inc., 940 F.2d
638, 19 USPQ@2d 1551 (Fed. Cir. 1991); and In re Leatherman
Tool Goup, Inc., 32 USPQ2d 1443 (TTAB 1994), citing In re
Nort hl and Al um num Products, Inc., 777 F.2d 1566, 227 USPQ
961 (Fed. Gr. 1985).

The test for determ ning whether a designation is
generic, as used in connection with the services in an
application, turns upon how the termor phrase is perceived
by the relevant public. See Loglan Institute Inc. v.

Logi cal Language G oup, Inc., 962 F.2d 1038, 22 USPQ@2d 1531
(Fed. Cr. 1992). Determ ning whether an alleged mark is

generic involves a two-step analysis: (1) what is the
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genus of the goods or services in question? and (2) is the
term sought to be registered understood by the rel evant
public primarily to refer to that genus of goods or
services? See In re The Anerican Fertility Society, 188
F.3d 1341, 51 USPQ@d 1832 (Fed. Cir. 1999); and H Marvin
G nn Corporation v. International Association of Fire
Chiefs, Inc., 782 F.2d 987, 228 USPQ 528 (Fed. G r. 1986).
As noted earlier, “the correct legal test for genericness,
as set forth in Marvin G nn, supra, requires evidence of
‘the genus of goods or services at issue’ and the
under st andi ng by the general public that the mark refers
primarily to ‘that genus of goods or services.’” American
Fertility Society, supra.

In this case, the Exam ning Attorney has submtted
sone evidence of generic use of the words “ultimte
fighting” to refer to a sporting conpetition. However, it
is clear fromthe record that the overwhelmng majority of
the exanples are direct references to applicant and, as
appl i cant has expl ai ned, nunerous other uses are indirect
references to applicant inasnuch as they refer to events or
personalities associated with applicant’s services. There
are relatively few references that sinply show generic use
of the phrase to refer to sporting events. Applicant

contends that these are sinply sporadic m suses of
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applicant’s mark ULTI MATE FI GHTI NG by the nedia, and that
applicant cannot realistically take action agai nst al
journalists and their uses/ m suses of applicant’s mark.

As expl ai ned previously, our primary review ng Court,
the Court of Appeals for the Federal Crcuit, has held that
t he burden of establishing genericness of a termor a whol e
phrase rests with the Ofice and that the show ng nust be
based on clear evidence. See In re Merrill Lynch, supra, 4
USPQ2d at 1143; and In re The Anerican Fertility Society,
supra, 51 USPQ2d at 1835. Because the record before us
shows varied uses of the phrase “ULTI MATE FI GHTI NG " we
find that there is insufficient clear evidence that the
phrase ULTI MATE FIGHTING i s the generic or common
descriptive termfor the |ive stage shows and performances
featuring sports and m xed martial arts to which applicant
first applied the phrase. Although the Nexis and I nternet
evi dence support a finding of nmere descriptiveness, it
sinply does not establish that the phrase ULTI MATE FI GHTI NG
is generic for the genus of applicant’s involved services.

Wth regard to the second prong of the genericness

test, the evidence of record as to how the rel evant
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pur chasers* woul d perceive this termin relation to
applicant’s identified services involving entertai nnent
services is mxed. There is significant evidence of

ULTI MATE FIGHTING clearly referring to applicant and its
entertai nment services offered under the mark ULTI MATE
FI GATI NG  Further, many of the exanples of generic use
actually refer to applicant (either applicant’s events or
i ndi vidual s/fighters associated with applicant) and are
apparent m suses by journalists. Moreover, none of the
evi dence submitted by the Exam ning Attorney predates
applicant’s first use in Novenber 1993. Thus, the
Exam ni ng Attorney has not established that the rel evant
pur chasi ng public would perceive the phrase ULTI MATE

FI GHTI NG as the nane of the genus of the services.

We find that the Exam ning Attorney has not
established a prima facie showi ng that the phrase ULTI MATE
FIGHTING i s generic for applicant’s identified
entertai nment services.

We turn to the question of whether applicant has net
its burden to establish that the phrase ULTI MATE FI GHTI NG

has acquired distinctiveness under Section 2(f) of the

* The Board finds that the rel evant purchasers are fans who
either attend or purchase pay-per-view for the live stage shows
and performances of this mxed nartial arts nedium

10
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Trademar k Act. Because applicant stated in its reply brief
(p. 2) that it contends that its mark is inherently
distinctive, we address the issue of nmere descriptiveness
of the phrase “ULTI MATE FIGHTING " There is sufficient
evi dence regardi ng use of the phrase “ULTI MATE FI GHTI NG in
connection wth sporting events and conpetitions to
establish that the phrase is nerely descriptive thereof.
See In re Nett Designs Inc., 236 F.3d 1339, 57 USPQ2d 1564
(Fed. Cr. 2001). Thus, we will now determ ne whether
applicant has submtted sufficient evidence of acquired
di stinctiveness under Section 2(f) to overcone the nere
descriptiveness of the phrase.

Appl i cant has the burden of establishing that its mark
has becone distinctive. See Yammha International Corp. v.
Hoshi no Gakki Co. Ltd., 840 F.2d 1572, 6 USPQ2d 1001, 1006
(Fed. Cir. 1988). The question of acquired distinctiveness
is one of fact which nust be determ ned on the evidence of
record. As the Board stated in the case of Hunter
Publ ishing Co. v. Caulfield Publishing Ltd., 1 USPQ@d 1996,
1999 (TTAB 1986):

[e]val uation of the evidence requires a
subj ective judgnment as to its sufficiency

based on the nature of the mark and the
conditions surrounding its use.

11
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There is no specific rule as to the exact anmount or
type of evidence necessary at a mnimumto prove acquired
di stinctiveness, but generally, the nore descriptive the
term the greater the evidentiary burden to establish
acquired distinctiveness. See In re Bongrain International
(American) Corp., 894 F.2d 1316, 13 USPQd 1727 (Fed. G r
1990); and Yanmha International Corp. v. Hoshino Gakki Co.
Ltd., supra 6 USPQ2d at 1008. See also, 2 J. Thonmas

McCarthy, McCarthy on Trademarks and Unfair Conpetition,

8811:17 and 15:66 and 15:70 (4th ed. 2005).

Havi ng carefully reviewed the evidence of record, we
find that applicant’s evidence of acquired distinctiveness
is sufficient to establish a prima facie showi ng thereof.?®
Applicant has submitted a declaration of over 5 years use
of the mark ULTI MATE FI GHTI NG the decl arati on of
applicant’s president, Dana Wite; 31 declarations by
various people in the mxed martial arts field; printouts
of applicant’s website pages showing the |ist of
applicant’s fighters; a photocopy of the State of Nevada
statute defining “m xed martial arts” (not using the words

“ultimate fighting”); and evidence of applicant’s policing

®In this case, the Exami ning Attorney contends that the phrase
is highly descriptive thereby carrying a high threshold of proof
fromapplicant. Even assum ng that the phrase is highly
descriptive of the identified services, we find that applicant’s
evi dence of acquired distinctiveness is sufficient.

12
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of its mark, ULTIMATE FI GHTI NG i ncludi ng phot ocopi es of
(1) a court decision and (ii) a settlenent agreenent
wher eby applicant stopped two different entities from using
t he mark.

Specifically, the record shows that applicant (and its
predecessor in interest) have used the mark ULTI MATE
FI GHTI NG for applicant’s entertai nment services since
Novenber 1993; and that the use has been substantially
excl usi ve and continuous for a period well exceeding the
five years prior to the filing of applicant’s application
in January 2002. Applicant has spent over $10 mllion on
advertising and pronotion of the mark through nati onal
nmedi a i ncluding tel evision, radio, nagazi nes, newspapers
and internet advertisenents; that since Septenber 2001,
appl i cant has been the beneficiary of $50 million in
comercial value fromits partners and |icensees pursuant
to applicant’s pay-per-view and broadcasting agreenent with
maj or national and regional cable and satellite pay-per-
view providers (e.g., DI SH Network, DirecTV); that
appl i cant has generated over $50 million dollars in ticket
sal es, pay-per-view and broadcast |icensing revenues for
its ULTI MATE FI GHTING m xed martial arts events held in
maj or sports arenas around the United States (e.g., New

Jersey, Nevada, Florida); and that applicant’s pay-per-view

13
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live events have been purchased by several mllion pay-per-
vi ew subscri bers and thereby were distributed to
househol ds, sports bars and sim | ar pay-per-view
di stribution channels throughout the United States.
Applicant’s use of the mark for over 10 years, and its
nati onw de sal es revenues and advertising expenditures are
substanti al .

| nportantly, applicant has submtted 31 decl arations
of various people in the mxed martial arts field including
Dr. Tony Al anp, Vice-chairman of the Nevada State Athletic
Comm ssion; Keith Kizer, Chief Deputy Attorney Ceneral,
Gamng Division for the state of Nevada, and chief | egal
counsel for the Conm ssion; Marcos Rosale Jr., a judge for
t he Nevada State Athletic Comm ssion; A L. Enbanato, Jr.,
Vi ce-chai rman of the Louisiana State Boxing & Westling
Commi ssi on; managers and trainers of mxed martial arts
fighters -- Peter Welch, boxer/trainer, and Donal d House,
trainer; owners of conpeting mxed nmartial arts events --
Reed Harris, VP Wrld Extrene Cagefighting, and Dan
Lanbert, president Absolute Fighting Chanpi onship; and
menbers of the nmedia -- Ryan Bennett, NBC sports anchor,
and Loretta Hart, journalist. 1In each of the 31
decl arations, the declarant avers that within the industry

ULTI MATE FI GHTI NG and ULTI MATE FI GHTI NG CHAMPI ONSHI P ar e

14
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each trademarks owned by applicant; that the marks are used
to identify the specific mxed martial arts conpetitions
pronoted by applicant; and that due to applicant’s | ong and
extensi ve use of those trademarks, those in the industry as
well as the fans of m xed martial arts associate the marks
exclusively with applicant.

These declarations are significant direct evidence of
purchaser and user recognition of the phrase ULTI MATE
FI GHTI NG as applicant’s mark for its entertai nnment
servi ces.

Here applicant has enjoyed consi derabl e success in the
sale of its entertai nnent services offered under the mark
ULTI MATE FI GHTI NG Applicant has consistently used the
phrase as a service mark (with perhaps a msuse on its
website at one tine); and applicant has established that it
polices its mark. There has been substantial exposure to
the relevant public with significant nati onw de sal es and
advertising figures.

We find that applicant’s evidence is sufficient to
establish acquired distinctiveness in ULTI MATE FI GHTI NG as
its mark for the identified services. See In re Mne
Saf ety Appliances Conpany, 66 USPQRd 1694 (TTAB 2002).

Decision: The refusal to register on the Principal

Regi ster on the basis that applicant’s mark i s generic

15
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under Section 2(e)(1) of the Trademark Act is reversed; and
the refusal to register the mark under Section 2(f) of the
Trademark Act is reversed. Accordingly, the application

W Il proceed to publication with a notation of applicant’s

claimof acquired distinctiveness under Section 2(f).
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