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Opi nion by Bucher, Adm nistrative Trademark Judge:

Al exandria Real Estate Equities seeks registration on
the Principal Register of the mark LABSPACE for services

recited in the application, as anmended, as foll ows:

“Busi ness consulting services; business

i ncubat or services, nanely business
managenent and busi ness devel opnent services
in the formof start-up support for

busi nesses of others; rental and | easing of
of fice machi nery and equi pnent,” in

I nt ernational C ass 35;

“I nvest nent brokerage, consultation, and
managenent ; financial portfolio managenent;
financi al services, nanely financial

consul tation, financial analysis, financial
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pl anni ng, financial managenent, fi nanci al
portfolio managenent, financing services,
and providing debt and equity capital;

i ncubat or financing services,” in

I nternational C ass 36; and

“Rental and | easing of conputers,” in
I nternational O ass 42.1

This case is now before the Board on appeal fromthe
final refusal of the Trademark Exam ning Attorney to
register this designation based upon the ground that this
termis nerely descriptive of the recited services under
Section 2(e)(1) of the Trademark Act, 15 U S.C

§1052(e) (1).

! Application Serial No. 76187873 was filed on Decenber 29,
2000 based upon applicant’s allegation of a bona fide intention
to use the mark in commerce. At applicant’s request, that
application was divided in August 2002. On March 8, 2003, an
anendnent alleging use at |least as early as May 13, 1999 (for the
services that remained in the parent application) was filed.
Then, on Decenber 30, 2003, the parent application resulted in
i ssuance of Reg. No. 2801541 on the Suppl emental Register, for
services recited as foll ows:
“QOperation of businesses for others, nanely life science
research; business nmanagenent,” in International C ass
35;
“Real estate services, nanely, real estate brokerage,
| easi ng and nmanagenment services; |and acquisition, nanely
real estate brokerage services; rental of real estate,
nanely rental of commercial, manufacturing, and research
and devel oprment space, |easing of real property,” in
International O ass 36;
“Real estate devel opnent services; building construction
and repair services; maintenance and/ or repair of
bui l di ngs, electrical systens, heating and air

condi tioning systens, and plunbing systens,” in
International O ass 37,
“Rental of warehouse space,” in International Cass 39; and
“Architectural design services; engineering services,” in

International O ass 42.
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Appl i cant and the Trademark Exam ning Attorney have
fully briefed the case. Applicant did not request an oral
heari ng.

W affirmthe refusal to register as to the services
in International O ass 35 but reverse the refusals to
register as to the services in International C asses 36 and
42, as discussed bel ow.

Atermis nerely descriptive, and therefore
unregi strabl e pursuant to the provisions of Section 2(e)(1)
of the Trademark Act, 15 U.S.C. 81052(e)(1), if it
i mredi ately conveys information of significant ingredients,
qualities, characteristics, features, functions, purposes
or uses of the goods or services with which it is used or
is intended to be used. A termis suggestive, and
therefore registrable on the Principal Register without a
show ng of acquired distinctiveness, if inmagination,

t hought or perception is required to reach a concl usion on
the nature of the goods or services. See In re Gyulay, 820
F.2d 1216, 3 USPQ2d 1009 (Fed. Cir. 1987).

The question of whether a particular termis nerely
descriptive is not decided in the abstract. Rather, the
proper test in determning whether a termis nerely

descriptive is to consider the termin relation to the
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goods or services for which registration is sought, the
context in which the termis used or is intended to be
used, and the significance that the termis likely to have
on the average purchaser encountering the goods or services

in the marketplace. See In re Abcor Devel opnent Corp., 588

F.2d 811, 200 USPQ 215 (CCPA 1978); In re Intelligent

| nstrunentation Inc., 40 USPQ2d 1792 (TTAB 1996); In re
Consolidated Cigar Co., 35 USPQR2d 1290 (TTAB 1995); Inre
Pennzoi |l Products Co., 20 USPQ2d 1753 (TTAB 1991); In re

Engi neering Systens Corp., 2 USPQ2d 1075 (TTAB 1986); and

In re Bright-Crest, Ltd., 204 USPQ 591 (TTAB 1979).

The Trademark Exam ning Attorney argues that this
proposed mark is nmerely descriptive because it describes a
significant function, purpose or characteristic of
applicant’s services. She argues that the word “l ab” has
been shown to be a shortened version of the word
“laboratory,” and that the evidence of record denonstrates
that the wording “lab space” is recognized as referring to
space in buildings used for |aboratory purposes.

By contrast, applicant argues that the articles placed
into the record by the Trademark Exam ning Attorney refer
to “lab space” and “l| aboratory space” as physical |ocations

and buil dings; that the evidence does not tie the wording
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“lab space” to offering of “critical” services, and does
not show use of the mark to describe the types of services
i nvol ved herein; that a “consuner would have to use ..
i magi nation to make the leap ...to ascertain the nature of
the services that are actually offered in the present
application”; that none of the articles use “l| abspace” as a
single word; and that the Trademark Exam ning Attorney has
failed to denonstrate a single instance of conpetitors’ use
of the wording “l abspace.”? Applicant has al so argued that
its mark does not indicate that the services provided in
connection wwth the mark are financial, incubation and
consulting services, and that “the mark does not describe
t hese services with any degree of particularity.”
Anong the evidence in the record are the foll ow ng
excerpts fromthe LEXI S/ NEXI S dat abase of news articles:
“.the CGeneral Services Adm nistration ...
sought $92 million in funding to build the
project’s second phase, and $9 mllion to
design the third phase, office and | ab space

for the Center for Devices and Radi ol ogi cal
Heal th” ;3

“CNl has about 10 enpl oyees now and has
taken office and | ab space near Interstate
10 and Texas 67;*

2 In our analysis of whether the applied-for termis nerely
descriptive, it is certainly imuaterial that none of the articles
uses “l abspace” as a single word.

8 The Washington Tines, April 16, 2001

4 The Houston Chronicle, April 12, 2001.

- 5 -
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“To expand research, for exanple, it needs
| ab space that it doesn’'t have.”;*®

“The conpany is eying the Piednont Triad
Research Park in downtown W nston-Sal em
because it offers incubator |ab space that
is not available in Geensboro..”;®

“What we lack is affordable comrercial |ab
space, which nmeans that conpanies out of the
i ncubat or stage have to | ook el sewhere for
space to expand”;’

“The two-story building wll have offices,
| ab space and training roons”;?

“The expansi on nearly doubles the space in

t he building, providing seven full-size,
state of the art teaching | aboratories —
conpared with three before the construction.
It al so provides additional research |ab
space, including one |lab just for students.. ®

“In addition to | ab space, the Bender
Laboratory al so woul d house i ncubator space
for drug discovery enterprises.. ;¥

“Scientific Properties is actively pursuing
ot her devel opnent opportunities, and

Rot hschild would | ove to create nore | ab
space ..; 1

“...Phase 3 Properties, a firmthat
specializes in building biotech | ab space”; *2

“The conpany settled into new | ab space at
t he Karmanos Cancer Institute at Wayne State

University. ‘W do see (laboratory and
i ncubat or space) as an issue that needs to
be addressed...”;*

5 Pi ttsburgh Post-Gazette, April 12, 2001
6 News & Record, April 5, 2001.

! Crain’s New York Business, April 2, 2001
8

9

The Houston Chronicle, April 1, 2001.

The Courier-Journal, March 29, 2001
10 The Times Union, January 31, 2002.
1 The Heral d- Sun, January 24, 2002).
12 The San Di ego Union-Tribune, January 18, 2002.
13 Crain’s Detroit Business, January 7, 2002. W note that
start-up businesses in basic |ife science research, drug
production, cellular therapy and drug di scovery use the word
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“The conpany noved into its current facility
in Novenber 2000 after it outgrewits |ab
space at the Maryland Technol ogy Devel opnent
Center, a Rockville business incubator”.?

The Trademark Exam ning Attorney denonstrated froma
newspaper article drawn fromthe Internet that applicant
specializes in acquiring |aboratory facilities for |ease:

TITLE:  “ Subl easi ng hel ps solve | ab space shortage”,

“How is the growi ng Seattl e bi otechnol ogy
community coping with the lack of |aboratory
space in the area? Everyone fromstart-up
bi ot ech conpani es to established research
centers are |l ooking for alternative
sol uti ons.

Most new busi ness enterprises can | ease
of fice or warehouse space and be rel atively
flexible in neeting their specific space
needs. Start-up biotechnol ogy conpani es
must either spend significant anounts of
their coveted capital to construct

| aboratory facilities or conpete with well
financed, grow ng organi zations |ike the
Uni versity of Washington or | munex Corp.
for what little | aboratory space becones
avai | abl e.

However, there is virtually no vacant, high
quality | aboratory space avail able right
now.

Two recently purchased facilities and one
facility currently under construction are

“incubator” in two different contexts. The first one is seen in
applicant’s recital of services. International Cass 35 refers
to “business incubator services.” These incubator services

i ncl ude devel opnent and support for small biotech firns. The
second neani ng of incubator is seen in this particul ar excerpt,
where it appears to be a termof art for a controll ed environnent
for growing cultures, etc.

14 The Washi ngt on Post, Decenber 17, 2001

-7 -
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the only near-termoptions: Al exandria Real
Estate Equities, a real estate investnent
trust (REIT) specializing in acquiring

| aboratory facilities for |ease, purchased
the former Fred Hutchi nson Cancer Research's
building on First H Il in 1996 and recently
acquired Bristol-Mers Squi bb’s forner
research buildings in Seattle. The Virginia
Mason Research Center is in the m dst of
constructing a new state-of-the-art

| aboratory facility at 9'" and Seneca, known
as the Benaroya Research Center at Virginia
Mason.

Al'l three buildings are currently marketing
| aboratory space for | ease in the near
future; however, the space is not currently
avail able ..*
The Trademark Exam ning Attorney argues fromthis
evi dence that applicant’s services specifically relate to
provi di ng busi ness, equi pnent and financi ng support to
firms seeking to acquire “laboratory space,” or sinply “lab
space.” She argues that while the term*“lab space” indeed
descri bes a physical location, this is exactly the focus
of , or purpose for, applicant’s business and fi nanci al
services. That is, applicant’s services enable start-up
conpani es to obtain | ab space.
On the other hand, as argued by applicant, the NEXI S

evi dence quoted above uses the term “lab space” to refer

specifically to physical space, and not directly to any

15 The Seattle Daily Journal of Conmerce, March 12, 1998,
www. dj ¢c. com speci al / cmar ket 98/ 10036754, ht m
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kind of services. Yet we agree with the Trademark
Exam ning Attorney that the word “lab” is clearly a
shortened version of the word “laboratory,” and the record
shows that the wording “lab space” refers to space in
bui | di ngs used for | aboratory purposes.

Accordi ngly, when used in connection with applicant’s
services of acquiring laboratory facilities for |ease
(i.e., the bundle of services recited in the “parent”

application), the term LABSPACE was appropriately placed on

t he Suppl enental Register [ See Reg. No. 2801541, footnote
1, supra].

In the instant appeal, however, we have sone doubt as
to whether the term LABSPACE is nerely descriptive for the
ancillary services in at |east two of the International
Cl asses divided out for this “child” application — nanely,
applicant’s generalized financial services in International
Cl ass 36 and applicant’s conputer rental services in
International Class 42. Nothing in the recitation of
services or in the NEXI S evidence points to unique
financial services in this context or to conputer rentals
that are specifically designed for |aboratory spaces.
Moreover, even if there were a category of services known

as “lab” conmputer rentals, for exanple, the addition of the
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term “space” would appear to nake the conposite mark into a
suggestive term when used in connection with these conputer
rental services.
As to the business incubator services in International
Cl ass 35, however, we are conpelled to exam ne nore closely
t he specific evidence that the Trademark Exam ning Attorney
has placed into the record.
Appl i cant’ s busi ness incubator services in the form of
start-up support would include start-up support for
bi ot echnol ogy conpani es needi ng | aboratory space. Sone of
the articles indicate that |ab space is a serious problem
for these types of conpanies:
o “it needs |ab space that it doesn’t have”
o “Wiat we lack is affordable comrercial |ab
space, which neans that conpani es out of

t he i ncubator stage have to | ook el sewhere
for space to expand”;

o “..We do see (laboratory and incubator
space) as an issue that needs to be
addressed...”

o “Subl easi ng hel ps solve | ab space
short age”

Applicant provides exactly this type of service
(“...specializing in acquiring | aboratory facilities for

| ease ..”). Wien prospective purchasers see the term
LABSPACE i n association wth business incubator services in
the formof support for start-up biotech conpanies, they

w Il inmrediately understand that applicant’s services

- 10 -
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i ncl ude services involving business devel opnent services
that assist start-up |aboratories and research businesses
in overcomng their challenging needs for |ab space.

As the Board said in In re Anal og Devices, Inc.,

6 USPQ2d 1808 (TTAB 1988), aff’'d in a decision marked non-
citable as precedent, 871 F.2d 1097, 10 USPQ2d 1879 (Fed.
Cr. 1989), “it is a well settled legal principle that
where a mark may be nerely descriptive of one or nore itens
of goods [or services] in an application but may be
suggestive or even arbitrary as applied to other itens,
registration is properly refused if the subject matter for
registration is descriptive of any of the goods [or
services] for which registration is sought.” Accordingly,
havi ng determ ned that the mark LABSPACE is nerely
descriptive as to “business incubator services,” the
refusal to register as to all of the services in

| nternational C ass 35 nust be affirned.

Decision: The refusals to register as to the services
in International C asses 36 and 42 are reversed, but the
refusal to register as to the services in International

Class 35 is hereby affirned.



