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Before Holtznman, Drost and Kuhl ke, Adm nistrative TrademarKk
Judges.

Qpi nion by Holtzman, Adm nistrative Trademark Judge:

An application has been filed by Lawman Arnor Corporation
(applicant) to regi ster UNBREAKABLE for "security devices,
nanmely, nmetal anti-theft |ocks" in Cass 6. The application was
filed on Novenber 21, 2001 based on an allegation of a bona fide

intention to use the mark in commerce.® 1In addition, the

! The application was originally assigned Serial No. 76340443 and

i ncluded an additional class of goods, Cass 9, for "security devices,
nanely, conputer security software for managi ng, nonitoring and
controlling data access in conputers located in residential dwellings
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application was filed seeking registrati on of UNBREAKABLE under
Section 2(f) of the Trademark Act, based on applicant's ownership
of the followng three registrations on the Principal Register

(all registered without a claimof distinctiveness).

Regi stration No. 2493196:°
THE UNBRAKEABLE BOAT LOCK
For: "Anti-theft |ocks for securing

boat equi prent, nanely notors, propellers,
and boat trailers” in Cass 12.

Regi stration No. 2489742:°3
THE UNBRAKEABLE AUTO LOCK

For: "Anti-theft |ocks for use on notor
vehi cl e brakes and clutches” in C ass 12.

and commercial buildings." On Septenber 6, 2002, applicant filed a
request to divide the Cass 6 goods out of the application. The
request was subsequently approved and the Cass 6 application was
assigned Serial No. 75982984. Along with the request to divide,
applicant had filed an anendnment to allege use with respect to the
Class 6 goods. The examining attorney rejected the specinen submtted
with the amendnent to all ege use but inasnmuch as applicant, inits
brief, has w thdrawn the anmendnment to all ege use, the specinen

requi rement i s noot.

2 | ssued Septenber 25, 2001; alleging first use in March 1999 and
first use in comerce in May 1999; "BOAT LOCK" is disclainmed.

3 I'ssued Septenber 18, 2001; alleging first use and first use in
commerce on July 1, 1998; "AUTO LOCK" is disclained.
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Regi stration No. 2303431:*

THE UMBRAK EABLE

AuTrTalLockK

For: "Anti-theft |ocks for use on notor
vehi cl e brakes and clutches" in Cass 12.

The application included a declaration of applicant's
presi dent, Robert Vito, who states that the "UNBRAKEABLE" mark
and |ine of products have achi eved national recognition; that the
line was recently featured on the "Good Mrning Anerica"
tel evision programand in the magazi nes of "Tinme" and "Popul ar
Mechani cs”; and that "[t]o date Applicant has advertised the
" UNBRAKEABLE' |ine of products in all 50 states totaling
approximately $12 million in [expenditures]."

The trademark exam ning attorney refused registration under
Section 2(e)(1) of the Trademark Act on the ground that
applicant's mark is merely descriptive of its services and that
applicant's evidence is insufficient to show acquired
di stinctiveness of the mark under Section 2(f) of the Act.

Wien the refusal was made final, applicant appeal ed.”

* | ssued Decenber 28, 1999; alleging first use and first use in
commerce on July 1, 1998; "AUTO LOCK" is disclained.

> At the examining attorney's request, the subject application (Serial
No. 75982984) was consol i dated for purposes of appeal with rel ated
application Serial Nos. 76357601, 76357600, 76357349 and 76340443 (the
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Appl i cant and the exam ning attorney have filed briefs, and an
oral hearing was held.

Applicant having filed the application seeking registration
under Section 2(f) has conceded that the mark is nerely
descriptive under Section 2(e)(1).% See Yamaha Internationa
Corp. v. Hoshino Gakki Co. Ltd., 840 F.2d 1572, 6 USPQR2d 1001,
1005 (Fed. Cir. 1988) and General Foods Corporation v. MDD
Partners, 224 USPQ 479, 485 (TTAB 1984). Thus, the sole issue on
appeal is whether applicant has carried its burden of
establishing, by a preponderance of the evidence, a prima facie
case that its nerely descriptive mark has acquired
di stinctiveness under Section 2(f). See Yanmaha | nternational
Corp. v. Hoshino Gakki Co. Ltd., supra; and In re Rogers, 53
USPQd 1741 (TTAB 1999).

Trademark Rule 2.41(b) provides that ownership of a
registration of "the same mark" on the Principal Register nay be
accepted as prima facie evidence of acquired distinctiveness. In
relying on this rule, an applicant is essentially seeking to
"tack" the use of the registered mark to its use of the present

mark for purposes of transferring distinctiveness to the new

di vided application). Al of the related applications are now
abandoned. Accordingly, the appeal is going forward solely on the
present application.

® In any event, the record in this case, including the dictionary
definitions and Nexis and Internet references nade of record by the
exam ning attorney, clearly denonstrates that the rel evant public would
percei ve UNBREAKABLE as nerely descriptive of applicant's goods.
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mark. See In re Flex-O-d ass, Inc., 194 USPQ 203 (TTAB 1977).
Thus, the analysis used to determ ne whether applicant's present
mark is "the same mark™ as its previously registered mark, for
purposes of the rule, is the analysis used in tacking cases,
i.e., whether the marks are | egal equivalents. See Van Dyne-
Crotty, Inc. v. Wear-CGuard Corp., 926 F.2d 1156, 17 USPQ2d 1866
(Fed. Gir. 1991). See also In re Dial-A-Mittress Operating
Corp., 240 F.3d 1341, 57 USPQd 1807, 1812 (Fed. Cr. 2001).

To neet the |legal equivalents test, the marks nust be
i ndi sti ngui shabl e from one another or create the sane, continuing
commerci al inpression such that the consunmer woul d consi der both
as the sane mark. See Van Dyne-Crotty, Inc. v. Wear-CGuard Corp.
supra; and In re Dial-A-Mattress Qperating Corp., supra.
Therefore, a mnor difference in the marks, such as an
i nconsequential nodification or nodernization of the |later mark,
woul d not be a basis for rejecting application of the rule. See
In re Loew s Theatres, Inc., 223 USPQ 513 (TTAB 1984) aff'd, 769
F.2d 764 (Fed. Cr. 1985) and In re Flex-O- 3 ass, Inc., supra.
On the other hand, it has been made clear that two marks are not
necessarily |l egal equivalents nerely because they woul d be deened
confusingly simlar. Van Dyne-Crotty, Inc. v. War-CGuard Corp.
supr a.

Aside fromthe identity of the marks in the registration

and the application, applicant is also required to establish,
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t hrough subm ssion of relevant evidence rather than nere
conjecture, a sufficient relationship between the goods in the
prior registration and the goods identified in the application to
warrant the conclusion that the distinctiveness of the mark
associated with the goods in the registration will “transfer” to
goods listed in the application. See In re Rogers, supra.

It is applicant's contention that UNBREAKABLE and
UNBRAKEABLE create the sanme continuing commercial inpression and
that a consumer woul d consider the two nmarks to be the sane. In
particul ar, applicant argues:

First, both marks are pronounced exactly the sane. Second,

the marks | ook the same. The only mnor difference...is

that a letter "E" falls between the "R' and "A" in the

UNBREAKABLE mark and the same letter "E' is between the "K'

and "A" in the UNBRAKEABLE nmarks. |n essence, the

difference is nerely the position of one letter in the

m ddl e of both marks. (Brief, pp. 4-5.)

Citing the Dial-A-Mattress case, applicant asserts that the
m nor spelling difference between UNBREAKABLE and UNBRAKEABLE i s
imuaterial and that the two marks are | egal equivalents. In
support of its contention, applicant has relied on a survey
conducted by Bruno and Ri dgway Research Associ ates (" Consuner
Survey Regardi ng Autonobile Anti-Theft Devices") show ng,
according to applicant, that autonobile owners who have used an

autonobil e anti-theft device do not distinguish between

UNBRAKEABLE and UNBREAKABLE and further that consuners understand
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that the marks are "for all intents and purposes the sane and
identify the same product.” (Brief, p. 1.)

The exam ning attorney, finding applicant's argunents and
the survey evidence unpersuasive, nmaintains that the two marks
are not |egal equivalents. As described by the exam ning
attorney, the registered term "UNBRAKEABLE" is a coined word
formed by an unusual spelling of "unbreakable" with a double
meani ng evoking not only the indestructibility of the goods but
also alluding to their use, i.e., a device which | ocks around a
vehicle's brake pedal. The exam ning attorney argues that in
contrast to UNBRAKEABLE whi ch creates an unusual and uni que
commercial inpression as a play on the descriptive word
"unbr eakabl e,” the applied-for mark UNBREAKABLE si nply and
succinctly describes a salient and desirable feature of anti -
theft locks, i.e., that the | ocks are incapable of being broken.
The exam ning attorney has submtted a dictionary definition from
The American Heritage Dictionary of the English Language, Third
Edition (1992) of "unbreakable" as "inpossible to break; able to
w t hst and rough usage"; a page fromthat sane dictionary
containing no entry for the registered term "UNBRAKEABLE"; and
excerpts fromthe Nexis database and third-party websites
showi ng, according to the exam ning attorney, that "unbreakable"

is a highly descriptive termused to describe a desirable feature
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of an anti-theft |ock. Exanples of such references are as
foll ows (enphasi s added):

Fortify the wall and door behind the cockpit; give the

cockpit door an unbreakable lock; ... . Los Angeles

Ti mes (Septenber 19, 2001).

After spending nore than $400 for my bicycle, |I'm not

about to leave it on a city street. Those supposedly

unbreakabl e | ocks can't be trusted. Chicago Tribune

(March 3, 1997).

Baskin said there were 34 separate entrances to the

conplex and no | ocks. They put |locks on all the gates

and doors, and they |lasted two days. Then they put in

unbr eakabl e | ocks, which |l asted two weeks. Chicago

Tri bune (Novenber 12, 1995).

...Bicycle lock program-$20 for unbreakabl e | ock that

can be returned. ww. darki con.com

We agree with the exam ning attorney that applicant's
present mark UNBREAKABLE, while perhaps confusingly simlar to,
is clearly not the |Iegal equivalent of any of the registered
mar ks, THE UNBRAKEABLE BOAT LOCK, THE UNBRAKEABLE AUTO LOCK, and
THE UNBRAKEABLE AUTOLOCK and design. Unlike the D al-A-Mattress
case on which applicant relies, the differences between the marks
involved in this case go far beyond a mnor difference in
spelling. The evidence nmade of record by the exam ning attorney
clearly shows, and there is no dispute, that the applied-for mark
UNBREAKABLE is an ordinary dictionary word that does nothing nore

t han describe a significant feature, i.e., the strength, of

applicant's anti-theft locks. In the registered marks, the
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m sspelling of the termas UNBRAKEABLE adds a new di nensi on and
meaning to the dictionary word. It transforns "unbreakable"” into
a termthat only suggests rather than describes the strength of
t he goods and noreover suggests a new and additional neaning
relating to a function of the goods, i.e., that they lock a
vehicle's brake pedal. Thus, the msspelling results in a term
that while identical in sound and simlar in appearance to
UNBREAKABLE, creates a different commercial inpression than
UNBREAKABLE. Therefore, the two marks cannot be considered "the
same” for purposes of Trademark Rule 2.41(Db).

We further note that while applicant is seeking registration
for the word UNBREAKABLE al one, the term "UNBRAKABLE" is
regi stered as part of conposite marks that include other word and
design el enents (" THE UNBRAKEABLE AUTO LOCK" with and without a
design feature and "THE UNBRAKEABLE BOAT LOCK"). The change from
UNBRAKEABLE wi th these other elenments to UNBREAKABLE al one does
not continue the comercial inpression of the registered marks,
but instead inpermssibly broadens it. See, e.g., Anerican
Pagi ng, Inc. v. Anmerican Mbil phone, Inc., 13 USPQ2d 2036,
2039 (TTAB 1989) (findi ng AVERI CAN MOBI LPHONE PAG NG nore
informative than and hence legally different from AVER CAN
MOBI LPHONE notw t hstandi ng that "PAGQ NG' was nerely descriptive

of the services), aff'd unpub'd, 923 F. 2d 869, 17 USPQ2d 1726
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(Fed. Cir. 1990). See also Van Dyne-Crotty, Inc. v. War-Quard
Corp., supra.

We do not find the results of applicant's survey to be
persuasi ve. The survey was conprised of 200 owners of
aut onobi | es who have used autonobile anti-theft devices sanpl ed
fromten different cities. The respondents were divided into two
groups, each presented with one of two lists displaying the nanes
and | ogos of five brands of autonobile anti-theft devices. The
names on the two lists were identical except for the display of
applicant's mark on one list in the formshown below on the |eft

and on the other list in the formshown bel ow on the right.

The UnBRAKEable The UnBREAKable
AutoLock PRO® AutoLock PRO®

O the 200 respondents, 97 were given the list of nanmes with
t he "UNBRAKEABLE" version of the designation and 103 were given
the list with the "UNBREAKABLE" version. The respondents in each
group were asked to identify which of the devices, if any, shown
on the list (1) they had ever used, (2) they had seen or heard
of, and (3) they had seen or heard advertising for. The survey
shows that 11 participants in the group shown the "UNBRAKEABLE"
spelling (or 119% and 8 participants shown the "UNBREAKABLE"
spelling (or 8% indicated that they had seen or heard of the

mar k. Applicant concludes, based on the survey results, that any

10
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m nor difference between the marks will not be perceived by
cCOnsuners.

The exam ning attorney argues that the respondents were not
presented with the involved marks; that the respondents were not
questioned as to whether they recogni zed any spelling errors in
the marks; and that the findings of the survey are statistically
i nsignificant.

Appl i cant, however, maintains that the display of the marks
used in the survey instead of the actual applied-for and
regi stered marks is actually wei ghted against applicant. 1In
particul ar, applicant argues that the capitalization of "BRAKE"
and "BREAK" enphasi zes the mnor difference in the marks such
that if custoners perceived no difference when the m nor
di fference was enphasi zed, no difference will be perceived when
the marks are presented as actually used. Further, applicant
contends that a question regarding spelling errors would be "a
whol Iy inappropriate query"”; and noreover that the survey is
"directional"” and that it is proper to rely on small sanples as
"directional evidence."

We find that the survey fails to show, or even neasure, the
identity or continuity in conmmercial inpression of the marks at
issue in this case. The nost significant problemis that the two
desi gnations presented to the respondents were neither the marks

contained in the prior registrations nor the mark for which

11
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registration is now sought and they differed fromthe actual
marks in significant ways. Notw thstanding that "BRAKE' and
"BREAK" were enphasized in the display, we have no way of

determ ning the extent to which the other differences in the
presentation of the marks affected or influenced the responses
and it is quite possible that they did. Mreover, the snal
nunber of relevant participants undercuts the reliability of the
survey even if it had been a survey directed to the nmarks
actually at issue in this proceeding.

At best, the survey shows what we already know, that the
mar ks have sone simlarities. However, the survey is entitled to
little probative value on the question of whether the two nmarks
are perceived as the sane.

Because the marks are not the sanme, Trademark Rule 2.41(b)
cannot be used to establish that UNBREAKABLE has acquired
di stinctiveness as a mark for any goods, |et alone the goods for
whi ch registration is now sought.’ Thus, it is unnecessary to

consider the relationship between the goods for which the nmarks

"W also find that applicant's evidence of the asserted strength and
recognition of the registered marks while perhaps relevant to the
guestion of whether the registered and applied-for marks woul d be
perceived as "simlar," has no bearing on the question of whether the
mar ks woul d be perceived as "the sane."

12
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have been registered and the goods identified in the
application.?

In view of the foregoing, we find that the evidence of
acquired distinctiveness is insufficient to permt registration
of UNBREAKABLE for netal anti-theft |ocks under Section 2(f).

Decision: The refusal to register is affirned.

8 Nevertheless, even if the marks were the same, we would find that the
registrations are insufficient in and of thenselves to establish that
the distinctiveness of the registered marks for very narrowly descri bed
goods has transferred to the far broader goods identified in this
application. See, e.g., Bose Corp. v. QSC Audio Products Inc.,

293 F. 3d 1367, 63 USP2d 1303, 1310 (Fed. G r. 2002) ("as a genera
proposition...a broad general market category is not a generally
reliable test of rel atedness of products."). See also In re Loew s
Theatres, Inc., 769 F.2d 764, 226 USPQ 865, 869 (Fed. G r. 1985)
("[n]othing in the statute provides a right ipso facto to register a
mar k for additional goods when itens are added to a conpany's |line or
substituted for other goods covered by a registration."); Inre Merrill
Lynch, Pierce, Fenner, & Snmith, Inc., 828 F.2d 1567, 4 USPQd 1141
(Fed. Cir. 1987) (prior registration for specific services involving
credit cards does not automatically entitle applicant to a registration
for broader financial services); and Bausch & Lonb Inc. v. Leupold &
Stevens Inc., 6 USPQ2d 1475 (TTAB 1988) (preexisting registration of
gold ring device for rifle scopes insufficient to denonstrate that the
gold ring device has becone distinctive of applicant's binoculars and
spotting scopes).
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