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Qpi nion by Walters, Adm nistrative Trademark Judge:

WasteBid.com Inc. has filed an application to register
on the Principal Register the mark WASTEBI D. COM for, as
anended, the follow ng services:

“providing a website through which waste and
recycling collectors, processors and di sposers may
submt bids to waste generators seeking to
purchase their services and related products,” in
I nternational C ass 35; and

“providing information via an Internet web site in
the fields of waste collection, recycling

col l ection, and waste disposal, to facilitate the
busi ness to busi ness purchasi ng of such services
and rel ated equi pnent and materials through the
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Internet, and to facilitate electronic

negoti ati ons between buyi ng organi zati ons and

their trading partners in these fields,” in

I nternational Cass 37.1

The Trademark Exami ning Attorney has issued a final
refusal to register, under Section 2(e)(1l) of the Tradenark
Act, 15 U. S. C. 1052(e)(1), on the ground that applicant’s
mark is merely descriptive of its services.

Applicant has appeal ed. Both applicant and the
Exam ning Attorney have filed briefs, but an oral hearing
was not requested. W reverse the refusal to register.

The Exam ning Attorney contends that “the conpound term
WASTEBI D nerely indicates that applicant provides a web-
based forum for naking bids on waste renoval contracts, and
provides information in the field of waste renoval bidding”
(brief, p. 1); that “the deletion of the space between the
terms ‘' WASTE' and ‘BID,” and the addition of the non-
distinctive suffix *.COM did not significantly alter the
commercial inpression of the wording [and] the rel evant
pur chasers woul d view the conpressed wording as a domain

nane and interpret the termaccordingly” (brief, p. 3); and

that “applicant has sinply selected two salient features of

! Serial No. 76001834, filed March 16, 2000. No basis was originally
stated, but a declaration was subsequently subnitted asserting a bona
fide intention to use the mark in commerce. On Decenber 10, 2001
applicant subnmitted an amendnment to allege use and speci nen of use.
Applicant alleges first use and use in commerce as of August 2000, and
the specinen is a printout fromapplicant’s web site. The application
i ncl udes, by anendnent, a claimof ownership of Registration No.
2689708.
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its services, the field of waste and the activity of

bi ddi ng, and conbined the terns to formthe Internet donmain
“WASTEBI D. COM [t he conbi nation of which] is in no way novel
or incongruous, nor does it create a separate, non-
descriptive commercial inpression” (brief, 5).

In support of his position, the Exam ning Attorney
submtted with its brief definitions, of which we take
judicial notice, from The Anerican Heritage D ctionary of
the English Language (3" ed. 1992) of “bid” as “an offer or
proposal of a price” and of “waste” as “garbage; trash”;
and, from The Conputer d ossary (Al an Freedman, 9'" ed.

2001) of “.conf as “a top |evel donmain nane, used as part of
an Internet address to indicate that the operator of the
identified Internet domain is a conmercial entity” (brief,
p. 2). The Exam ning Attorney also submtted excerpts from
several third-party Internet web sites “to support his
assertion that conpanies do, in fact, bid on waste renova
contracts” (brief, p. 4).

Appl i cant contends that its mark is, at nost,
suggestive; that “consuners are not ‘bidding on ‘waste’ as
the terns consi dered separately m ght suggest[;] in that
context, the mark woul d i nvoke an i mage of a heap of trash
for which custoners are offering noney to purchase” (brief,
pl 2); that “a consunmer encountering applicant’s web site

woul d not imedi ately understand the nature and purpose of
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the applicant’s services” (brief, p. 3); and that the

evi dence does not support the Exam ning Attorney’s
contention that the mark is descriptive. Applicant asserts
that the definitions submtted by the Exam ning Attorney are
not the primary definitions of those terns and, thus, that
custoners will not imedi ately know t he nature of
applicant’s services. Applicant references its recently

i ssued registration for the mark shown bel ow for essentially
the sane services as are involved herein and argues that the
mar k shoul d al so register and that, if any doubt exists,
such doubt should be resolved in favor of publication of the

mar k for opposition.

wastelvid.com

The Exam ning Attorney asserts that this registration
IS i napposite because it has a significant design el enent
and the words and design forma unitary commerci al
i npression, so that a disclainer of the words woul d be

I nappropri ate.

2 Registration No. 2689708, issued February 25, 2003, for the sane
services as those identified in the present application, nanely,
“providing a web site through which waste and recycling collectors,
processors and di sposers may subnit bids to waste generators seeking to
purchase their services and related products,” and “providing
information via an Internet web site in the fields of waste collection,
recycling collection, and waste disposal, to facilitate the business to
busi ness purchasi ng of such services and rel ated equi pnent and materials
through the Internet, and to facilitate el ectronic negotiati ons between
buyi ng organi zati ons and their trading partners in these fields.”
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Applicant’s Internet web site, which, along with a
trade show letter introducing the conpany, conprise the
speci nens of record, includes the follow ng statenents
descri bing its business:

Q Wat is WasteBid.conf

A WasteBid.comis an on-line marketplace for the
buyi ng of waste and recycling services,
equi pnent and products. Waste generators
[ custoners] post their waste and recycling
service requirenments and pre-approved Service
Providers submt a bid. WsteBid.com also
provi des ot her services, such as governnent RFP
posti ngs, downl oads of entire bidding
docunents, and waste generation and recycling
reporting. For buying and selling equi pnent
and ot her products, WasteBid.comcurrently
offers an online auction and is devel oping a
conprehensive online store. WsteBid is also a
| eadi ng source for industry news and ot her
techni cal and regul atory information.

Usi ng our “snmart engi ne” technol ogy, we anal yze
your solid waste service needs and recycling
opportunities to maxi mze savings. W then get
conpetitive bids frompre-qualified service
providers. You choose the winner. You save
ti me and noney.

Applicant’s specinen letter to trade conference
attendees includes the follow ng statenent:
The WasteBid website provides a venue for waste
and recycling collectors, processors, and
di sposers (“Service Providers”) to bid waste
generators (“Generators”) seeking to purchase
t hese services and rel ated products through
Wast eBi d’ s | nternet-based catal og, bidding,
auction and proposal systens.
The test for determ ning whether a mark is nerely
descriptive is whether it inmmediately conveys information

concerning a quality, characteristic, function, ingredient,



Serial No. 76001834

attribute or feature of the product or service in connection
with which it is used, or intended to be used. In re

Engi neeri ng Systenms Corp., 2 USPQRd 1075 (TTAB 1986); In re
Bright-Crest, Ltd., 204 USPQ 591 (TTAB 1979). It is not
necessary, in order to find that a mark is nerely
descriptive, that the mark describe each feature of the
goods or services, only that it describe a single,
significant quality, feature, etc. 1In re Venture Lending
Associ ates, 226 USPQ 285 (TTAB 1985). Further, it is well-
established that the determ nation of nere descriptiveness
nmust be made not in the abstract or on the basis of
guesswork, but in relation to the goods or services for

whi ch registration is sought, the context in which the mark
is used, and the inpact that it is likely to make on the
aver age purchaser of such goods or services. Inre
Recovery, 196 USPQ 830 (TTAB 1977).

I f, however, when the goods or services are encountered
under a mark, a nultistage reasoning process, or resort to
imagination, is required in order to determ ne the
attributes or characteristics of the product or services,
the mark is suggestive rather than nerely descriptive. See
In re Abcor Devel opnent Corp., 588 F.2d 811, 200 USPQ 215
(CCPA 1978); and In re Atavio, 25 USPQ2d 1361, 1362 (TTAB
1992). To the extent that there is any doubt in drawi ng the

| ine of demarcation between a suggestive mark and a nerely
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descriptive mark, such doubt is resolved in applicant’s
favor. In re Atavio, supra at 1363.

The Exam ning Attorney bears the burden of show ng that
a mark is nerely descriptive of the identified goods or
services. See Inre Merrill, Lynch, Pierce, Fenner, and
Smith Inc., 828 F.2d 21567, 4 USPQ2d 1141, 1143 (Fed. Cir
1987).

There is no question that the “. COM portion of the
mark is of no trademark significance as it is nerely an
I nternet domain nane. Further, the terns “WASTE’ and “BI D’
are, separately, descriptive of aspects of applicant’s
services. However, we agree with applicant that several
nmental steps are required to nove fromthe conbined term
WASTEBI D. COM t 0 an under st andi ng of the nature of
applicant’s services. The conbination of the two
i ndi vidual Iy descriptive words, WASTE and BID, into WASTEBI D
results in an incongruous conpound term A prospective
purchaser nust nentally reorder the words and add words to
make sense of the phrase, i.e., to understand that the
services involve submtting bids to dispose of waste.

Therefore, we conclude that the Exam ning Attorney has
not established that the term WASTEBI D. COM when applied to
applicant’s services is nerely descriptive; that sone nental
processing or cogitation is required in order for purchasers

of and prospective custoners for applicant’s services to
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understand the significance of the term WASTEBID. COM as it
pertains to applicant’s services.
Decision: The refusal under Section 2(e)(1) of the Act

is reversed.



