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Bef ore Seeherman, Hanak and Hohein, Adm nistrative Trademark
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Opi ni on by Hohein, Adm nistrative Trademark Judge:

|. P. International, Inc. has filed an application to
regi ster the mark "LEARNI NG COM' for "conputer services, nanely,
providing on-line information and references in the field of
education. "’

Regi stration has been finally refused under Section
2(e) (1) of the Trademark Act, 15 U.S.C. 81052(e)(1), on the basis
that, when used in connection with applicant's services, the mark

"LEARNING. COM' is nerely descriptive of them

‘' Ser. No. 76/002,131, filed on March 16, 2000, which is based on an
al l egation of a bona fide intention to use the mark in commerce.
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Appl i cant has appealed. Briefs have been filed, but an
oral hearing was not requested. W reverse the refusal to
register.

It is well settled that a termis considered to be
nerely descriptive of goods or services, wthin the neaning of
Section 2(e)(1), if it forthwith conveys information concerning
any significant ingredient, quality, characteristic, feature,
function, purpose or use of the goods or services. See, e.d., In
re Gyulay, 820 F.2d 1216, 3 USPQ2d 1009, 1009-10 (Fed. Cir. 1987)
and In re Abcor Devel opnent Corp., 588 F.2d 811, 200 USPQ 215,
217-18 (CCPA 1978). It is not necessary that a term describe al
of the properties or functions of the goods or services in order
for it to be considered to be nerely descriptive thereof; rather,
it is sufficient if the termdescribes a significant attribute or
i dea about them Myreover, whether a termis nerely descriptive
is determned not in the abstract but in relation to the goods or
services for which registration is sought, the context in which
it is being used on or in connection with those goods or services
and the possible significance that the term would have to the
aver age purchaser of the goods or services because of the manner
of its use. See In re Bright-Crest, Ltd., 204 USPQ 591, 593
(TTAB 1979). Thus, "[w hether consuners coul d guess what the
product [or service] is fromconsideration of the mark alone is
not the test.”" In re American Geetings Corp., 226 USPQ 365, 366
(TTAB 1985).

However, a mark is suggestive if, when the goods or

services are encountered under the mark, a nulti-stage reasoning
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process, or the utilization of inmagination, thought or

perception, is required in order to determ ne what attri butes of
the goods or services the mark indicates. See, e.g., In re Abcor
Devel opment Corp., supra at 218, and In re Myer-Beaton Corp.

223 USPQ 1347, 1349 (TTAB 1984). As has often been stated, there
is athinline of demarcati on between a suggestive mark and a
nmerely descriptive one, with the determ nation of which category
a mark falls into frequently being a difficult matter involving a
good neasure of subjective judgnent. See, e.qg., Inre Atavio, 25
USPQ2d 1361 (TTAB 1992) and In re TMS Corp. of the Anericas, 200
USPQ 57, 58 (TTAB 1978). The distinction, furthernore, is often
made on an intuitive basis rather than as a result of precisely

| ogi cal anal ysis susceptible of articulation. See In re George
Weston Ltd., 228 USPQ 57, 58 (TTAB 1985).

The Exam ning Attorney maintains that "there is no
doubt" that the mark "LEARNING COM' is nerely descriptive because
it imediately conveys, w thout specul ation or conjecture, the
subject matter of applicant's "conputer services, nanely,
providing on-line information and references in the field of
education.” Citing, in support of her position, the definition

of record of the term "education,” which The Anerican Heritage

Dictionary of the English Language (3rd ed. 1992) lists as

meaning "[t] he know edge or skill obtained or devel oped by a

| earni ng process,"” the Exam ning Attorney insists that "[i]t is
clear that the connection between | earning and education is

i mredi ate and not indirect or vague" as contended by applicant.

Al t hough curiously not given any nention in her brief, it is
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asserted in the final refusal that the top | evel domain nane
".COM' in applicant's "LEARNING COM' nmark sinply "signifies to
the public that the user of the domain nane constitutes a
comercial entity" and, thus, such nane "is not a significant
el enent of the mark."

In addition, the Exam ning Attorney relies on copies
whi ch she made of record of several third-party registrations for
marks in which the term"LEARNING' was di sclained in connection
with on-line educational services. Such registrations, the
Exam ning Attorney notes in her brief, include those for the
follow ng: the mark "MONSTER LEARNI NG' (" LEARNI NG' di scl ai ned)
for "online educational services in the nature of providing
| earning directory services"; the mark "CLASSWELL LEARNI NG GROUP"
("LEARNI NG GROUP" di sclained) for "on-line educational services,
nanmel y[,] providing educational materials in the fields of
pr of essi onal devel opnent for teachers and teacher training"; the
mar k "GE CENTER FOR FI NANCI AL LEARNI NG' (" CENTER FOR FI NANCI AL
LEARNI NG' di sclaimed) for "providing an on-1line database
featuring educational information in the financial field"; and
the mark "THE LEARNI NG EQUATI ON' (" LEARNI NG' di scl ai ned) for
"providing on-line education information about science, nmath,
English, history, geography and social studies geared toward
students, parents and teachers."” Furthernore, the Exam ning
Attorney points out that the two registrations which were
initially cited (and subsequently withdrawn) as a bar to
registration of applicant's mark under Section 2(d) of the

Trademark Act, 15 U. S.C. 81052(d), on the ground of a likelihood
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of confusion, each issued on the basis of a claimof acquired

di stinctiveness under the provisions of Section 2(f) of the
Trademark Act, 15, U S.C. 81052(f). Those registrations, which
are for the mark "LEARNING " in both typed and stylized formats,
for "publications, nanely[,] nagazines--related to teaching,"”
"denonstrate that the wording 'LEARNING in relation to teaching
is not inherently distinctive" according to the Exam ning
Attorney.

We agree with applicant, however, that when considered
inits entirety, the mark which it seeks to register "is not in
fact nmerely descriptive, but is, instead, at npbst suggestive."
As applicant notes in its initial brief:

Not hing in the nmark LEARNI NG COM gi ves any

information that the underlying services

relate to information distribution in the

field of education. Instead, the nost that

can be said is that the mark nakes a vague,
indirect reference to the general goal of

education .... Cearly, there is no actual
i nformation given, of any nature, as to the
actual underlying services. Instead, mature

thought is required to nake the associ ation
bet ween Applicant's mark and the underlying
services of Applicant.

In this regard, we judicially notice that The Anerican Heritage

Dictionary of the English Language (4th ed. 2000) defines

"l earning” as a noun neaning "1. The act, process, or experience
of gaining know edge or skill. 2. Know edge or skill gained
t hrough schooling or study. .... 3. Psychol ogy Behaviora

n2

nodi fication especially through experience or conditioning.

1t is settled that the Board may properly take judicial notice of
dictionary definitions. See, e.q., Hancock v. Anerican Steel & Wre
Co. of New Jersey, 203 F.2d 737, 97 USPQ 330, 332 (CCPA 1953);

Uni versity of Notre Dame du Lac v. J. C. Gournet Food I|nports Co.,
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Thus, while in sone respects the word "learning"” is
simlar in connotation to the word "education,” which as
i ndi cated previously denotes "[t] he know edge or skill obtained
or devel oped by a |l earning process,” such words are not identical
in meaning. W therefore concur with applicant's argunent in its
initial brief that while, when used in connection with its
conputer services of providing on-line information and references
inthe field of education, the mark "LEARNI NG COM' "indi cates
that the services have sonething indirectly to do with |earning

., 1t gives no information whatsoever that the services relate
to collecting and distributing information relating to education”
(italics in original). As applicant further persuasively points
out inits initial brief (italics in original:

Here, not only is the mark not an

i nst ant aneous indicator of the nature of the

services, but even after analysis and

reflection, the words [conprising the mark]

cannot be considered as i medi ately conveyi ng

their nature. The mark, instead, is a

cl assic exanple of a suggestive mark, hinting

at the intended goal of enhancing | earning,

but at the same tine failing to provide any

specific information whatsoever.

Finally, however, to the extent that the third-party
registrations relied upon by the Exam ning Attorney nmay serve to
create doubt as to our conclusion that the mark "LEARN NG COM "
when used in connection with applicant's services, is suggestive
rather than nerely descriptive, we resolve such doubt, in
accordance wth the Board's practice, in favor of applicant.

See, e.d., In re Conductive Systens, Inc., 220 USPQ 84, 86 (TTAB

Inc., 213 USPQ 594, 596 (TTAB 1982), aff’'d, 703 F.2d 1372, 217 USPQ
505 (Fed. Gr. 1983); and Marcal Paper MIIls, Inc. v. Anmerican Can
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1983); In re Mrton-Norw ch Products, Inc., 209 USPQ 791 (TTAB
1981); and In re Gournet Bakers, Inc., 173 USPQ 565 (TTAB 1972).
Deci sion: The refusal under Section 2(e)(1) is

rever sed.

Co., 212 USPQ 852, 860 n. 7 (TTAB 1981).



