THIS OPINION IS NOT CITABLE
AS PRECEDENT OF 8-6-2004
THE TTAB

Heari ng:
May 12, 2004

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

In re Riskwise L.L.C

Serial No. 76007040

Carla C. Calcagno of Rothwell, Figg, Ernst & Manbeck.

Cat heri ne Pace Cain, Trademark Exam ning Attorney, Law
Ofice 113 (COdette Bonnet, Managi ng Attorney).

Bef ore Hanak, Bucher and Rogers, Adm nistrative Trademark
Judges.

Opi ni on by Hanak, Adm nistrative Trademark Judge:

Ri skwise L.L.C. (applicant) seeks to register in typed
drawi ng f orm CHARGEBACK DEFENDER for “providing credit
verification and ri sk assessnent services, nanely,
providing information on the |ikelihood of a credit card
transacti on being charged back to a nerchant.” The
application was filed on March 22, 2000 with a clai ned
first use date of January 1, 1999.

Cting Section 2(d) of the Trademark Act, the

Exam ning Attorney refused registration on the basis that



Ser. No. 76007040

applicant’s mark, as applied to applicant’s services, is

| i kely to cause confusion with three nmarks owned by the
sane entity. The first i s BANKRUPTCY DEFENDER (2, 352, 406)
regi stered for “financial forecasting services, financial
research services and providing financial information
regardi ng the |ikelihood of individuals declaring
bankruptcy.” The second is COLLECTI ONS DEFENDER
(2,379,978) registered for “financial forecasting,
financial research, and financial information services to
card issuers regarding the likelihood of future paynents on
del i nquent accounts.” The third is ATTRI TI ON DEFENDER
(2,496,603) registered for “providing financial
forecasting, financial research, and financial information
services by electronic neans to card issuers regarding the
| i kel i hood that particular card holders will drop fromthe
i ssuer’s portfolio.”

When the refusal to register was nmade final, applicant
appealed to this Board. Applicant and the Exam ning
Attorney filed briefs and were present at a hearing held on
May 12, 2004.

In any likelihood of confusion analysis, two key,
al t hough not exclusive, considerations are the simlarities
of the marks and the simlarities of the goods or services.

Feder at ed Foods, Inc. v. Fort Howard Paper Co., 544 F.2d
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1098, 192 USPQ 24, 29 (CCPA 1976) (“The fundanmental inquiry
mandat ed by Section 2(d) goes to the cunul ative effect of
differences in the essential characteristics of the goods
[or services] and differences in the marks.”).

Considering first the marks, obviously there is sone
simlarity in that all four marks contain the word
DEFENDER. However, this is the only point of simlarity.
Each of the four marks begin with words which are very
different in terns of visual appearance, pronunciation and

nmeaning. This is “a matter of sone inportance since it is
often the first part of a mark which is nost likely to be
i npressed upon the mnd of a purchaser and renenbered.”

Presto Products v. Nice-Pak Products, 9 USPQ2d 1895, 1897

(TTAB 1988). In short, there is only limted simlarity
bet ween applicant’s mark and the three registered marks.

At pages 11 and 12 of her brief, the Exam ning
Attorney makes the followi ng comments: “It is assuned that
consuners of the services provided under the mark
COLLECTI ONS DEFENDER woul d al so be aware of the services
under ATTRI TI ON DEFENDER and vice versa ...[and that] it is
al so assuned that these consunmers would be aware of the
services provided with BANKRUPTCY DEFENDER. ” (enphasis
added). Continuing, the Exam ning Attorney surm ses that

because registrant owns registrations for three marks each
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containing the word DEFENDER t hat “therefore consuners are
likely to think that [applicant’s] nmark CHARGEBACK
DEFENDER, for financial forecasting services, is used by
the registrant to target another market sector.” (Exam ning
Attorney’s brief page 12). (enphasis added). \While never
usi ng these words, the Exam ning Attorney is in essence
making a “famly of marks” argunent. This doctrine holds
that “even though [an applicant’s] mark may not be that

cl ose to any one nenber of the [registrant’s] famly, it
[applicant] may have used the distinguishing [registrant’s]
famly ‘surnanme’ or characteristic so as to be likely to

cause confusion.” 3 J. MCarthy, MCarthy on Trademarks

and Unfair Conpetition, Section 23:61 at page 23-137 (4'"

ed. 2002). However, in order to prove the existence of
registrant’s purported famly of marks, the Exam ning
Attorney woul d have to establish that registrant’s famly
menbers have been so extensively used and adverti sed

toget her such that the famly surnane, in this case
DEFENDER, “is recogni zed by consuners as an identifying
trademark [or service mark] in and of itself when it
appears in a conposite.” Id. In this case, the Exam ning
Attorney has utterly failed to prove that registrant has a

famly of marks. Exam ning Attorney has not proven that

any one of registrant’s three marks is in use. Moreover,
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the Exam ning Attorney has certainly not proven that any

one of registrant’s three marks has been extensively used

and advertised. Finally, the Exam ning Attorney has nost
certainly not proven that registrant’s three marks have
been extensively used and advertised together such that the
fam |y surname DEFENDER is recognized as a service mark in
and of itself. Indeed, the Exam ning Attorney concedes
this total failure of proof when in her argunent she nerely
states that it is assuned that consunmers would be aware of
all of registrant’s three marks.

W now turn to a consideration of the relationship
bet ween applicant’s services and registrant’s services.
The record reflects that the users of registrant’s services
are credit card issuers who seek information on the
| i kel i hood of i ndividuals declaring bankruptcy, being
del i nquent in paynents or discontinuing use of issuers’
cards. Indeed, the registrations for COLLECTI ONS DEFENDER
and ATTRTI TI ON DEFENDER specifically state that the
services are provided “to card issuers.”

On the other hand, applicant’s custoners are not card
i ssuers, but rather are merchants who accept credit cards.
Appl i cant provides to nerchants information regarding the
| i keli hood of whether a credit card holder will charge back

to the merchant a credit card purchase.
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In short, there is little if any overlap between
registrant’s custoners and applicant’s custoners. Wthout
any neani ngful overlap, there sinply can be no |ikelihood
of confusion. |Indeed, our primary review ng Court found
that there was no |ikelihood when the virtually identical
mar ks (EDS and E.D.S.) were used on goods and services that
were marketed to the very sanme conpani es because opposer

had failed to prove that the sane individuals in these

conpani es purchased both opposer’s goods and applicant’s

services. Electronic Design & Sales v. Electronic Data

Systens, 954 F.2d 713, 21 USPQ2d 1388, 1391. (“Thus,

al though the two parties conduct business not only in the
sane fields but also with sone of the same conpanies, the
mere purchase of goods and services of both parties by the
sanme institution does not, by itself, establish simlarity
of trade channels or overlap of custoners.”). To the
extent that the registration for BANKRUPTCY DEFENDER does
not contain explicit |language limting the users of the
services to credit card issuers, by the sane token, the
Exam ning Attorney has failed to prove that there is
custoner overlap between providing financial informtion
regarding the likelihood of individuals declaring

bankr upt cy (BANKRUPTCY DEFENDER) and providing information

on the likelihood of a credit card transacti on being
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charged back to a nerchant (CHARGEBACK DEFENDER). To the
extent that there may be sone slight customer overlap

i nvolving the services associated with these two nmarks, we
note that our primary reviewi ng Court has stated that “we
are not concerned with nere theoretical possibilities of

confusion, deception, or mstake or with de mnims

situations but with the practicalities of the comerci al

world, with which the trademark | aws deal.” Electronic

Desi gn, 21 USPQ2d at 1391 (enphasis added).

G ven the fact that applicant’s mark is only slightly
simlar to registrant’s three marks, and the fact that
there is little if any custoner overlap, we find that there
exists no |ikelihood of confusion. This is particularly
true given the fact that both registrant’s services and
applicant’s services are not provided to ordinary
consuners, but rather are provided to sophisticated credit
card issuers and nerchants. As has been said repeatedly,
purchaser “sophistication is inportant and often
di spositive because sophisticated consuners nay be expected

to exercise greater care.” Electronic Design, 21 USPQ2d at

1392.

Decision: The refusal to register is reversed.
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