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UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

In re AutoFair Investors, LP

Serial No. 76012699

Paul. W Garrity of Kelley Drye & Warren LLP for AutoFair
| nvestors, LP

Zhal eh Sybil Del aney, Trademark Exam ning Attorney, Law
Ofice 116 (Meryl Herskow tz, Managi ng Attorney).

Bef ore Hairston, Walters, and Chaprman, Adm nistrative
Trademar k Judges.

Opi ni on by Chaprman, Adm nistrative Tradenmark Judge:

Aut oFair Investors, LP (a Delaware limted
partnership) filed an application on March 29, 2000, to
regi ster on the Principal Register the mark AUTOFAIR for
services ultimately anended to read: “autonobile
deal ership services featuring new or nearly new
aut onobi | es, but excluding the offering for sale or

exhi bition of custom collector, or specialty cars or
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trucks” in International Cass 35.' The application is
based on applicant’s clainmed date of first use and first
use in conmerce of February 5, 1991 under Section 1(a) of
the Trademark Act, 15 U.S.C. 81051(a). In response to the
Exam ning Attorney’s refusal to register the mark as nerely
descriptive under Section 2(e)(1) of the Trademark Act, 15
U S.C. 81052(e)(1), applicant anended the application to
seek registration under Section 2(f) of the Trademark Act,
15 U. S.C. 81052(f), which was accepted by the Exam ning
Attorney.

Regi strati on has been refused under Section 2(d) of
the Trademark Act, 15 U.S.C. 81052(d), on the ground that

applicant’s mark, when used in connection with its

Y'In applicant’s “Response to Office Action No. 3" dated March
27, 2002, applicant sought to add “autonobile |easing services in

International Class 36” to the application. It is unclear
whet her the Exanining Attorney then handling this application
specifically accepted the additional class or not. |In any event,

it is clear froma later Ofice action dated Cctober 1, 2003,
that the Examining Attorney then handling the application found
“aut onobi l e | easing services” to be beyond the scope of the
original identification of services. (The Exani ning Attorney
poi nted out that the correct classification is International
Cass 39). Both applicant and the Exami ning Attorney have since
treated the application as involving only the services in
International Class 35. The conmputer records of the USPTO
likewise indicate that this application involves only
International C ass 35 services.
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i dentified services, so resenbles two registered marks:?

AUTOFAI R® and the mark shown bel ow

AutokalR

both for “conducting exhibitions in the field of custom
coll ector and specialty cars and trucks, and car parts” in
International Class 41, as to be likely to cause confusion,
m st ake or decepti on.

After the refusal was nmade final, applicant appeal ed.
Briefs have been filed, but applicant did not request an
oral hearing.?®

We reverse the refusal to register. In reaching this
concl usi on, we have followed the guidance of the Court in
Inre E. |I. du Pont de Nenours & Co., 476 F.2d 1357, 177

USPQ 563 (CCPA 1973). See also, Inre Majestic Distilling

2 The records of the Assignment Branch of the USPTO indicate that
both registrations are owned by (through transfers of interest)
Speedway Properties Conpany, LLC

3 Registration No. 2197130, issued Cctober 20, 1998, Section 8
affidavit accepted, Section 15 affidavit acknowl edged. The
clainmed date of first use and first use in comerce is Apri

1976.

* Registration No. 2210137, issued Decenber 15, 1998, Section 8
affidavit accepted, Section 15 affidavit acknow edged. The
claimed date of first use and first use in commerce is March 4,
1994.

°In April 2005, the Board suspended proceedings on this appeal
pendi ng a determnination of whether the cited registrations(s)
woul d be cancell ed under Section 8 of the Trademark Act, 15

U S.C. 81058. As the Section 8 affidavits of use were filed and
accepted, this appeal has been resuned.
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Conmpany, Inc., 315 F.3d 1311, 65 USPQ2d 1201 (Fed. Cr
2003). In any likelihood of confusion analysis, tw key
considerations are the simlarities between the nmarks and
the simlarities between the goods and/or services. See
Federated Foods, Inc. v. Fort Howard Paper Co., 544 F.2d
1098, 192 USPQ 24 (CCPA 1976). See also, In re Dixie
Restaurants Inc., 105 F.3d 1405, 41 USPQR2d 1531 (Fed. Cr
1997).

The Exam ning Attorney essentially contends that
applicant’s mark and the two cited registered marks are
identical and nearly identical, respectively; that the
cited registrant’s services and applicant’s services are
closely related despite applicant’s stated excl usions
because “specialty autonobile ‘exhibitions’ include trade
exhibitions for the sale of [cars and trucks]” (brief,
unnunbered page 4); that “it is not inplausible for the
registrant to expand [its normal fields of expansion] to
the classic car dealer market” (brief, unnunbered page 10);
and that doubt is resolved in the registrant’s favor.

Applicant argues that the marks are different in
connotation; that registrant’s services are not as broad as
t he Exam ning Attorney contends and the Exam ni ng
Attorney’s position relies on flawed | ogi c and specul ati on;

that registrant’s services are limted to custom car



Ser. No. 76012699

ent husi asts, while applicant operates autonobile

deal ershi ps selling new cars; that applicant’s services are
distinctly different fromthe very specific and limted
exhi bition services offered by registrant; that there is no
evi dence that registrant, who has been in business since at
| east 1976, (or any other custom car exhibition conpany)
has expanded into the field of autonobile deal erships; that
applicant’s services involve the sale of autonobiles which
generally cost well over $10,000 and these itens are
purchased only after careful consideration; and that there
are no instances of confusion to applicant’s know edge
despite sinultaneous use since 1991.

Applicant’s mark and the cited registration of the
standard character mark are identical. Moreover
applicant’s mark and the cited registration of the stylized
lettering (and underlined) mark are virtually identical.

As to connotation, the record includes The Anerican

Heritage Dictionary (Third Edition 1992) definitions of the

noun “fair” including the follow ng:

“1. A gathering held in a specific tine
and place for the buying and selling of
goods; a market. 2. An exhibition, as
of farm products or manufactured goods,
usual I y acconpani ed by vari ous
conpetitions and entertai nnents: a
state fair. 3. An exhibition intended
to i nform peopl e about a product or
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busi ness opportunity: a conputer fair;
ajob fair..”

In addition, the Board takes judicial notice of the

followng definitions of the word “fair” from The Random

House Dictionary (Second Edition 1983):°

“adjective 1. free from bi as,
di shonesty or injustice.”; and

“noun 1. an exhibition, usually
conpetitive, of farm products,
Iivestock, etc, often conmbined in the
US wth entertai nment and held
annual ly by a county or state. ...3. an
exposition in which different
exhibitors participate, sonmetines with
t he purpose of buying or selling...”

In connection with registrant’s services, the word
“fair” is likely to be perceived as neaning only the
exhi bition; whereas, in connection with applicant’s
services, the word is likely to be perceived as having
either or both connotations -- an honest deal and/or an
exhi bition of products.

W find that the marks are identical or virtually
identical in terns of sound, appearance, connotation and
overall commrercial inpression

W turn to a consideration of the invol ved services.

Applicant’s identified services are “autonobil e deal ership

® See The University of Notre Danme du Lac v. J.C. Gourmet Food
Inports Co., Inc., 213 USPQ 594 (TTAB 1982), aff’d, 703 F.2d
1372, 217 USPQ 505 (Fed. Cir. 1983). See also, TBWMP 8704.12 (2d
ed. rev. 2004).
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services featuring new or nearly new autonobiles, but
excluding the offering for sale or exhibition of custom
coll ector, or specialty cars or trucks.” The registrant’s
services are “conducting exhibitions in the field of
custom collector and specialty cars and trucks, and car
parts.”

The argunents of the Exam ning Attorney regarding the
rel at edness of the services evol ved during the prosecution
of the application. The nost rel evant evidence submtted
by the Exam ning Attorney in support of her position that
t hese services, as identified, are related within the
meani ng of the Trademark Act is that submtted with the
O fice action dated May 17, 2004, in which applicant’s
Section 2(f) claimof acquired distinctiveness was
accepted, the refusal under Section 2(e)(1) was w thdrawn,
and the finality of the Section 2(d) refusal was
reinstated. The Exami ning Attorney stated therein that
aut onobi | e deal ershi ps featuring new and nearly new cars
(excl udi ng custom collector or specialty cars and trucks)
and exhibitions in the field of custom collector or
specialty cars and trucks “are very closely rel ated
aut onobi |l e sal es and exhi bition services for which a
connection will be presuned on behalf of the rel evant

consuner”; and that “deal erships often sponsor car
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exhibitions in trade” and the autonobile deal ershi ps
“exhibit” new nodels to consunmers. The Exam ning Attorney
argued in her brief on appeal that the term “exhibitions”
inthe cited registrations is a broad termthat includes
trade exhibitions for the sale of customor collector cars.
The problemw th the Exam ning Attorney’s evidence
(printouts of pages fromseveral websites) is that there is
little evidence that autonobile deal ershi ps thensel ves
sponsor car exhibitions particularly under the deal ership
nanme or mark. Rather, nuch of the evidence indicates that
aut omakers such as Daimer Chrysler, General Modtors,
Toyota, and Vol vo sponsor and/or participate in major “auto
shows” and the | aunch of new autonobiles, or that several
auto clubs such as Stallion’s Gate Mustang and Ford C ub of
Chi cagol and, All American Corvette O ub, Buick Cub of
Anmerica and Mustang C ub of America, sponsor (through | ocal
chapters) car shows (presumably of the brand naned and of
collector cars). Further, a few of the websites indicate
that a particul ar autonobil e deal ership either was a
secondary co-sponsor of a car show event (Arlington Heights
Ford for the one-day Al Ford Powered Annual Car Show in
the Chicago area), or that it was the co-sponsor of a
general fair (such as Auto Way Ford Lincoln Mercury for the

Her nando County (Florida) Fair and Youth Livestock Show).
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This evidence is insufficient to establish that any
exhi bitions of custom collector and specialty cars that
may be co-sponsored by an autonobil e deal ership use the
sanme mark that is used to identify the deal ership services.
Further, the nere fact that an autonobil e deal ership nmay be
a co-sponsor of such an exhibition, does not nean that the
exhibition service is related to the deal ership service.
For exanpl e, a beverage conpany nay cO-sSponsor an
aut onobi | e exhi bition, but beverages woul d not be
considered related to autonobile exhibition services. The
Exam ni ng Attorney’s evidence sinply does not establish
that consuners are likely to believe that the respective
services are rel ated.

Wil e the Exam ning Attorney contends that there is a
direct and cl ose rel ationship between applicant’s new car
aut onobi | e deal erships and the registrant’s specialty
aut onobi | e exhi bitions as “both [involve] a type of
aut onobi |l e sales..” (brief, unnunbered page 8), there is
very little evidence of any such understandi ng by consuners
as between conducting exhibitions of custom collector and
specialty cars, on the one hand, and applicant’s autonobile
deal ershi ps services, on the other.

Sinply put, we cannot conclude fromthe evidentiary

record furnished by the Exami ning Attorney that autonobile
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deal ership services and the service of conducting
exhi bitions of custom collector and specialty cars enmanate
froma single source under the sanme mark, such that the
consuners of these services would assunme a common sour ce.
See Chrysler Corp. Silva, 892 FSupp. 321, 36 USPQ@d 1120
(DC MA 1995)(the district court denied plaintiff’s request
for a prelimnary injunction as plaintiff failed to
establish |ikelihood of confusion between its DODGE VI PER
car and defendant’s MONGOOSE custombuilt car); rev'd in
part, aff’'d in part, 118 F.3d 56, 43 USPQ2d 1375 (1st G r
1997); and LHD Enterprises Inc. v. Austin Rover Goup Ltd.,
_ FSupp. _, 3 USPQd 1226 (ND CA 1987). See also, In re
Digirad Corp., 45 USPQRd 1841 (TTAB 1998); and In re Al bert
Trostel & Sons Co., 29 USPQ2d 1783 (TTAB 1993).

Moreover, for the sanme reasons, the record does not
establish that autonobil e deal ership services are within
t he natural scope of expansion of conducting exhibitions of
custom collector and specialty cars or that purchasers
woul d general |y expect these particular services to enmanate
fromthe same source. See Electronic Data Systens Corp. V.
EDSA M cro Corp., 23 USPQ2d 1460, 1463 (TTAB 1992).

As a result, even though the involved marks are
identical or virtually so, this ex parte record does not

support a finding that the contenporaneous use of the mark

10
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AUTOFAI R by applicant for its autonobile deal ership
services as identified and registrant’s use of the mark (in
standard character formas well as stylized lettering) for
conducting exhibitions in the field of custom collector
and specialty cars and trucks is likely to cause confusion.

Deci sion: The refusal to register under Section 2(d)
of the Trademark Act is reversed as to both of the cited

registrations.
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