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Opi ni on by Seehernman, Adm nistrative Trademark Judge:

Al addin’s Eatery, Inc. has appealed fromthe final
refusal of the Trademark Exam ning Attorney to register
ALADDI N S EATERY, with the word EATERY di scl ai ned, for
“smal | nei ghborhood storefront restaurants featuring Mddle

w1l

Eastern food specialties. Regi strati on has been refused

! Application Serial No. 76020517, filed April 7, 2000, based on
an asserted intention to use the mark in commerce. On June 7,
2002, applicant filed an Arendnent to All ege Use, asserting first
use and first use in conmerce as of April 15, 1994. There have
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pursuant to Section 2(d) of the Trademark Act, 15 U S.C.
81052(d), on the ground that applicant’s mark so resenbl es
the follow ng registrations,? both of which are owned by the

sane entity, that, if used in connection with applicant’s

been several anendnents to the identification of services. The
identification set forth above was offered by applicant inits
response dated February 25, 2005. 1In its supplenental appea
brief applicant states that its conpani on application had been
publ i shed for opposition, and that “applicant woul d be pleased to
adopt the identification of goods” fromthat application. p. 1.
The Exanmining Attorney, in her brief, advised that this conpanion
application had been withdrawn from publication, and further
stated that, while she had no objection to the further anendnent,
“it is unclear whether applicant does in fact intend such
anmendnent.” Applicant, inits reply brief, did not address this
guestion, and we have therefore assumed that applicant did not
wish to anend its identification, but was making the offer only
if, by conformng its identification to that in its conpanion
application, it would result in the all owance of the application
Accordingly, we have treated the identification as that offered
in the February 25, 2005 response. W would add that, even if
the identification were that nmentioned in applicant’s

suppl enmental brief, nanely, “restaurants featuring M ddl e Eastern

cui sine, provided in small, neighborhood or |ocal restaurant
establ i shments having no additional services offered concurrent
therewith,” it would not change our opinion herein.

2 Two other registrations for ALADDIN marks, owned by the sane

registrant, were also cited during the exanination of the
application. However, one citation was w thdrawn because that
regi strati on was cancell ed, and another citation, for

Regi stration No. 2628932, was w t hdrawn because that registration
i ssued froman application that was filed subsequent to the
filing date of the subject application. W note that, although
applications are nornmally exanined in the order of their filing,
such that a later-filed conflicting application will normally be
suspended until there has been a final disposition of a prior-
pendi ng application, once a registration has issued the filing
date of the underlying application should be irrelevant, since
Section 2(d) of the Statute prohibits the registration of a mark
which is likely to cause confusion with a previously registered
mar k. However, since the Examining Attorney had clearly

consi dered the issue of whether registration should be refused on
the basis of Registration No. 2628932 and had w t hdrawn t hat
citation, we have no basis for renmanding the application to the
Examining Attorney for consideration of that issue.



Ser No. 76020517

services, it is likely to cause confusion or m stake or to
decei ve

ALADDI N for hotel and restaurant
servi ces:® and

Ao

for hotel,
restaurant, bar, |ounge services;
beauty sal on and heal th spa services.*
The appeal has been fully briefed; an oral hearing was
not request ed.
We turn first to a procedural point. In her brief,
t he Exam ning Attorney objected “to applicant’s
i ntroduction of new evidence in [its] brief, including the
introduction of a trademark search, a Google search, and a
Hoover search as evidence.” p. 4. These docunents were
not submtted with applicant’s brief, and it is clear that
the Exam ning Attorney’s objection is to applicant’s
references in its brief to results from searches of
trademark records, and the Hoover and Googl e search
engi nes. Applicant did not respond to this objection in

its reply brief. W note that during the prosecution of

this application applicant had made reference to results

3 Registration No. 1779369, issued June 29, 1993; Section 8
affidavit accepted; Section 15 affidavit acknow edged; renewed.
* Registration No. 2632473, issued Cctober 8, 2002.
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shown by a search of USPTO trademark records and searches
usi ng the Googl e and Hoover search engines in its responses
filed June 7, 2002° and July 24, 2003, and that, in the
Septenber 2, 2003 O fice action, the Exam ning Attorney
stated that applicant “has failed to provide any evidence
inthis regard.” p. 2. Applicant never responded to this
point, nor did it submt a copy of this evidence. After
reviewing the entire file we have found no evi dence
supporting applicant’s references to the results of these
vari ous searches. Further, the Board tel ephoned
applicant’s counsel to ascertain whether this evidence had
been filed. In response, counsel provided copies of
docunents that he indicated had been submtted to the

Exami ning Attorney during an interview on June 7, 2002.° 1In
conparing the materials, we note that the response itself

isin the application file, along with an anendnent to

® This response was filed during the time proceedi ngs were

suspended pending a final disposition of a potentially
conflicting application, an application which eventually issued
as cited registration No. 2632473 for ALADDI N and | anp desi gn.

® Applicant’s counsel stated that he had prepared this response
in advance of the interview, but had crafted it as though the

i nterview had al ready taken place, and he subnitted it at the
time of the interview. (This paper bears a filing stanp in the
law office itself of June 7, 2002 at 10:54.) The response states
that “during the interview, exhibits in support of the follow ng
statenent, anendnents to allege use, and declaration with

exhi bits were shown to and di scussed with the Exam ning Attorney
and were filed.” However, in view of the fact that the response
was witten prior to the interview, we cannot regard this paper
as actually showing that all these docunents were submtted.
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all ege use which was filed at the sane tinme, and those
exhibits referred to as “Attachnment A’ consisting of
Exhibits 1-9, and the first page of “Attachnent B.” The
remai nder of “Attachment B,” which was not found in the
file, is a binder which consists of an “overview' of
applicant’s plans, organization, etc., as well as articles
for the years 1994 through 2001 in which applicant’s
restaurant is nentioned or reviewed. Although these binder
materials were not found in the file, fromthe information
provided (and particularly the fact that the first page of
“Attachnent B’ was in the file, we are persuaded that this
evi dence consisting of “Attachnent B”, and referred to in
applicant’s response as Exhibits 10-83, was duly submtted,
and we have therefore treated it as being of record.
However, applicant’s counsel could not |ocate any
exhibits relating to Google and other searches in his
records, nor could applicant’s co-counsel, who was al so
present at the interview at which these exhibits were
purportedly shown to the Exam ning Attorney. Because we
have no indication that this evidence was ever filed, and
i ndeed, we have statenents fromthe Exam ning Attorney from
2003 that it was not; because applicant never responded to
the Exam ning Attorney’s statenent during the exam nation

of the application that this evidence was not of record;
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because applicant could not supply copies of this evidence;
and because applicant never responded to the Exam ning
Attorney’s objection in her brief that the docunents were
not of record, the asserted exhibits consisting of results
from searches of the Hoover and Googl e search engi nes, and

USPTO records, and the book A Thousand and One Ni ghts are

not of record.’

W woul d add that even if this evidence had properly
been made of record, it would have been of little probative
val ue. The exhibits fromthe search engines, according to
applicant, were nerely a summary of search results. The
Board has previously stated, and has reiterated in the TTAB
Manual of Procedure, that “a search result summary from a
search engi ne, such as Yahoo! or Google, which shows use of
a phrase as key words by the search engine, is of limted
probative value. ...Use in a search summary may i ndicate
only that the two words in an overall phrase appear
separately in the website literature.” TBMP 81208.03. See
also Inre Fitch IBCA Inc., 64 USPQ2d 1058 (TTAB 2002).

As for what has been described “a search of the Patent and
Trademark O fice records”, this single exhibit, No. 102,

appears to be a nere listing of “397 marks that contain the

" W need hardly add that it is not possible to consider
evi dence that the applicant was not able to furnish.
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term‘Aladdin.”” Such a listing is not sufficient to make
the registrations of record. See In re Duofold Inc., 184
USPQ 638 (TTAB 1974). Further, even if the registrations
were of record, registrations are not evidence that marks
are in use, or that the public is famliar with them See
In re Albert Trostel & Sons Co., 29 USPQ2d 1783 (TTAB
1993). We also point out that the Exam ning Attorney has
stated that there are no third-party registrations for
ALADDI N mar ks for restaurant services.

Al t hough the book The Thousand and One N ghts is not

of record, the Exam ning Attorney submtted the follow ng
dictionary definition of “Aladdin”: “In the Arabian N ghts,
a boy who acquires a magic lanp and a nagic ring with which
he can summon two jinn to fulfill any desire.”® Both
applicant and the Exam ning Attorney are in agreenent that
the story of Aladdin is well known. 1In the Ofice action
mai |l ed July 3, 2003, the Exam ning Attorney stated that
“the termAladdin calls to mnd the boy in the Arabian

Ni ghts who acquires a magic lanp to fulfill w shes,” while
applicant stated, in the response filed July 7, 2002, that
“Aladdin is a character froma wonderful fantasy book read,

known and | oved throughout the United States and

8

The Anerican Heritage Dictionary of the English Language, 3d.
ed © 1992.
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wor |l dwi de.” We concur that, as a result of the popular
knowl edge of the story of Al addin, people in the United
States woul d recogni ze the nane “Al addin” as being the nane
of the main character in this story.

We now turn to the refusal at issue in this appeal,
namel y, whether applicant’s use of ALADDI N S EATERY f or
“smal | nei ghborhood storefront restaurants featuring Mddle
Eastern food specialties” is likely to cause confusion with
ALADDI N for a hotel and restaurant services and ALADDI N and
| anp design for hotel, restaurant, bar, |ounge services;
beauty sal on and health spa services.

Qur determ nation of this issue is based on an
anal ysis of all of the probative facts in evidence that are
relevant to the factors set forth iniInre E. |. du Pont de
Nenmours & Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973).

See also, Inre Majestic Distilling Conpany, Inc., 315 F. 3d
1311, 65 USPQRd 1201 (Fed. Cir. 2003).

We turn first to a consideration of the services.
Appl i cant has characterized the registrant’s services as
casi no services and “incident food services for casino
patrons.” Supp. brief, p. 6. However, the cited
registrations are, in fact, for “hotel and restaurant
services” (Reg. No. 1779369) and for “hotel, restaurant,

bar, |ounge services; beauty salon and health spa services”
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(Reg. No. 2632473). Both registrations, thus, include
restaurant services. Applicant has argued that the
identifications should be interpreted as restaurant
services that are integrated with, in the case of
Regi stration No. 1779369, hotel services, and, in the case
of Registration No. 2632473, hotel, bar and | ounge
services, pointing, in particular, to the separate listing
of “beauty salon and health spa services” in the latter
registration in support of its position.

We are not persuaded by this argunent.
| dentifications of goods and services nmay go through
several changes during the exam nation process, as
applicants seek as broad an identification as possible
wi thout running into conflict with an existing
regi stration, and Exam ning Attorneys require that al
goods and services in the identification be definite and
acceptable. As part of this process, itenms may be conbi ned
W thin one grouping or separated by conmas or sem col ons.
However, we do not view the phrase “hotel and restaurant
services” as requiring an interpretation of “restaurant
services that are conbined with hotel services.” On the
contrary, the ordinary understanding of this phrase is
“hotel services and restaurant services”; under nornma

parl ance, one would omt a repeated reference to services.
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W woul d al so point out that, in simlar circunstances, the
court in In re Dixie Restaurants Inc., 105 F.3d 1405, 41
UsP2d 1531 (Fed. Gr. 1997), treated the registrant’s
identification of “hotel, notel, and restaurant services”
as being for, inter alia, “restaurant services,” not for
restaurant services integrated with hotel services. For
simlar reasons, we consider Registration No. 2632473 to be
for, inter alia, “restaurant services,” not restaurant
services integrated with hotel, |ounge and bar services.

Thus, the cited registrations both include restaurant
services and, as such, enconpass the nore limted
restaurant services identified in applicant’s application.
The services are, in part, legally identical. The factor
of the simlarity of the services favors a finding of
I'i keli hood of confusion.

Because the services are legally identical, the
channel s of trade nust al so be considered identical.
Again, we note applicant’s argunent that applicant’s
services are “ained at |ocal patrons that are | ooking for
exotic and healthy foods” and that the registrant’s
services “are |located only in Las Vegas and are a touri st
destination” so that “patrons of Applicant’s | ocal
nei ghbor hood famly establishnments are not likely to be the

sanme consuners of the cited references’ services except

10
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perhaps on a one-tine vacation basis.” Supp. brief, p. 8.
The difficulty with applicant’s position is that it ignores
the well-established principle that “likelihood of
confusi on nust be determ ned based on an anal ysis of the
mark as applied to the...services recited in applicant's
application vis-a-vis the...services recited in
[a]...registration, rather than what the evidence shows

the...services to be. In re Dixie Restaurants, Inc.,

supra at 41 USPQ2d 1534, quoting Canadi an | nperial Bank v.

Wells Fargo Bank, N. A, 811 F.2d 1490, 1493, 1 USPQ2d 1813,
1815 (Fed. G r. 1987). *“The authority is |legion that the
question of registrability of an applicant's mark nust be
deci ded on the basis of the identification of goods set
forth in the application regardl ess of what the record may
reveal as to the particular nature of an applicant's goods,
the particular channels of trade or the class of purchasers
to which sales of the goods are directed.” COctocom Systens
Inc. v. Houston Conputers Services Inc., 918 F.2d 937, 16
UsP2d 1783, 1787 (Fed. Cir. 1990).

Thus, for purposes of our analysis, we cannot treat
registrant’s restaurant services as limted to a casino in
Las Vegas; rather, registrant’s identification nust be
vi ewed as enconpassi ng nei ghborhood restaurants serving

M ddl e Eastern food, with such restaurants being | ocated

11
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t hroughout the United States, including in the areas in

whi ch applicant’s restaurants are | ocated. The classes of
consuners woul d therefore be the same. The factor of the
simlarity of trade channels favors a finding of |ikelihood
of confusi on.

The next du Pont factor we address is the conditions
under which and the buyers to whom sal es are nmade. Again,
applicant’s argunents |[imting registrant’s custoners to
those who are attracted to casino services can be given no
consideration. Consuners for restaurant services are the
public at large. Moreover, the decision to go to a
particul ar restaurant nmay be made on inpul se and wthout a
great deal of care, especially if the restaurant is
i nexpensive. In this respect, we note fromthe materials
applicant has submtted that nost of its entree platters
cost less than $8.00. This factor favors a finding of
i kelihood of confusion.

We turn next to a consideration of the marks. It is a
wel | -established principle that, in articulating reasons
for reaching a conclusion on the issue of |ikelihood of
confusion, there is nothing inproper in stating that, for
rati onal reasons, nore or |ess weight has been given to a
particul ar feature of a mark, provided the ultimte

conclusion rests on a consideration of the marks in their

12
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entireties. In re National Data Corp., 753 F.2d 1056, 224
USPQ 749, 751 (Fed. Cir. 1985). Turning to the marks at
i ssue, applicant’s mark is ALADDI N S EATERY. The word
EATERY, which has been disclained, is a generic termfor
restaurant services. See dictionary definition nmade of
record by Exam ning Attorney, March 8, 2005. Accordingly,
this word has no source-indicating significance, and
ALADDIN S is clearly the dom nant part of applicant’s mark.
Moreover, we note that in the materials submtted by
applicant that applicant’s nmark is often shortened to just
ALADDIN S. See, e.g., “The Cbserver”, March 31, 1995
(“Aladdin’s is becom ng one of the nobst popul ar restaurants
in Ceveland Heights”), “The Mdrrning Journal,” June 3, 1994
(“Magic: tasty food also healthy at Aladdin’s”); “The
Washi ngton Post,” Decenber 6, 2001 (“Aladdin’s, which
specializes in healthful, inexpensive Mddle Eastern
food”). Even applicant’s advertising materials bear the
sl ogan “At Aladdin’s, Eat Good, Eat Healthy.” Nbreover,
applicant generally depicts its mark with the “Al addin’s”
portion shown promnently and in nore distinctive lettering
than the word “eatery,” which is depicted bel ow “Al addi n’ s”
inall |lower case and snaller type.

One of the cited registrations is for ALADDI N per se,

shown in standard character form The second registration

13
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is for ALADDIN with the design of a lanp. ALADDIN is
clearly the domi nant part of this mark as well. The word
ALADDI N appears in |arger size than the | anp and, because
restaurants are often recomended by word of nouth and
referred to orally, it is the word portion of applicant's
mark which is nore likely to be inpressed on the consuner's
menory. See In re Dixie Restaurants, Inc., supra.

Moreover, the lanp design nerely reinforces the connotation
of ALADDIN, as the story of Aladdin is inextricably
connected to the magic |lanp with the genie inside.

When the marks are considered in their entireties, and
gi ving due weight to the dom nant portions of applicant’s
mark and the registrant’s word and design mark, they are
very simlar in appearance, pronunciation, connotation and
commercial inpression. Although in applicant’s mark
ALADDIN is in the possessive form neither this difference
(nor the presence of the generic term EATERY, or, in
Regi stration No. 2632473, the |anp design) is sufficient to
di stinguish the marks. The fact situation here is very
simlar to that in In re D xie Restaurants, supra, where
the Court found that applicant’s mark THE DELTA CAFE and
design was simlar in appearance, sound and neaning to the
registrant’s mark DELTA, and that neither the design

el ement nor the generic term"cafe" offered sufficient

14



Ser No. 76020517

di stinctiveness to create a different commerci al
i mpr essi on.

The factor of the simlarity of the marks favors a
finding of |ikelihood of confusion.

Wth respect to the fifth du Pont factor, that of
fame, applicant has conceded that the registrant is known
for casino services, but asserts that that it is not known
for restaurant services, and therefore clains that this
factor favors applicant. This conclusion is incorrect.
There is no requirenent that the Ofice nust show fane of
the registered mark in order to prove |ikelihood of
confusion, and therefore the absence of fame does not favor
t he applicant. Because we have no evidence regarding the
fame of the registrant’s mark, we have treated this factor
as neutral. However, we would point out that, if the
registrant’s mark were fanous for casino services, such a
fact would either be neutral or would support a finding of
i kelihood of confusion, it would never favor the
applicant’s position.

Wth respect to the du Pont factor of the nunber and
nature of simlar marks in use, as we have previously
stated, there is no evidence in the record as to any third-

party use. This factor is therefore neutral.

15



Ser No. 76020517

The seventh and eighth du Pont factors relate to the
guestion of actual confusion. There is no evidence of
actual confusion, despite the fact that applicant began
using its mark in OChio 1994, and since then has expanded
the geographic area of its use to Pennsylvania, as far west
as Chicago, and as far south as northern Virginia. The
| ack of actual confusion may be explained by the specific
geographic areas in which applicant and the registrant
actually operate, as well as by the specific type of
restaurant services each offers. However, because
applicant seeks to register its mark wi thout any geographic
limtations, and because the cited registration entitles
the registrant to use its mark anywhere in the United
States, and in connection wth any type of restaurant
services, including neighborhood restaurants featuring
M ddl e Eastern cuisine, the lack of confusion in the past
is not an indication that confusion is not likely to occur
in the future. Thus, we regard these du Pont factors as
neutral .

The ninth du Pont factor goes to the variety of
service for which the cited mark is used. Because the
registrant’s mark is registered for services that are
legally identical to applicant’s services, it is not as

necessary to support a finding of |ikelihood of confusion

16
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that the registrant’s mark is al so used on additional goods
or services. However, in view of the fact that the cited
regi strations include such additional services as bars and
| ounges and hotel s and beauty sal ons and spas, to the
extent that this factor is applicable to our determ nation,
it must be seen to favor a finding of |ikelihood of

conf usi on.

There is no evidence of a market interface between
applicant and the registrant. This du Pont factor is
therefore neutral. W also consider the factor of “the
extent to which applicant has a right to exclude others
fromuse of its mark on its goods [or services]” to be
neutral. Although applicant asserts that it has a right to
excl ude anyone from usi ng ALADDI N S EATERY “by virtue of
the applicant’s w de, continuous and excl usive use of the
mark inits entirety,” Supp. brief p. 10, in fact cited
registration No. 1779369 clains a first use date of 1966,
the underlying application was filed in 1992, and it was
registered in 1993, all prior to the first use clainmed by
applicant of its mark. And, as indicated above, applicant
started using its mark in connection with restaurant
services in Chio, and while it has expanded to other
geographic areas, its use is still in arelatively

circunscri bed area. In these circunstances, we do not

17
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regard applicant as having shown that its use is wde or
excl usi ve.

The potential for confusion fromthe use of virtually
identical marks in connection with legally identical
services that could be offered to the general public across
the United States is substantial. Therefore, to the extent
that this du Pont factor favors either party, it favors a
finding of |ikelihood of confusion.

Finally, we note that in its brief applicant has
di scussed and attenpted to distinguish the various cases
cited by the Exam ning Attorney. For exanple, applicant
asserts that in Canadian Inperial Bank of Comerce v. Wlls
Fargo Bank, N A., supra, the marks COVMCASH and COVMUNCASH
were simlar and were used with identical services, while
“Iin the present case the goods or services are distinct and
the marks are different.” Supp. brief p. 13. W point out
that the Exam ning Attorney cited these cases for the |egal
principles enunciated in them not because the specific
fact situation or specific marks in those cases were
simlar to those in this appeal. W have done the sane in
our opinion. There is one case, however, that applicant
asserts is simlar to the present situation, nanely,

California Fruit G owers Exchange v. Sunki st Baki ng

18
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Conpany, 166 F.2d 971, 76 USPQ 85 (7'" Gir. 1947), from
whi ch applicant cites the follow ng | anguage:

Unl ess "Sunki st™ covers everything

edi bl e under the sun, we cannot believe

t hat anyone whose |I. Q is high enough

to be regarded by the | aw woul d ever be

confused or would be likely to be

confused in the purchase of a | oaf of

bread branded as "Sunkist" because

soneone el se sold fruits and vegetabl es

under that name. The purchaser is

buyi ng bread, not a nane. If the

plaintiffs sold bread under the nane

"Sunki st," that would present a

different question; but the plaintiffs

do not, and there is no finding that

the plaintiffs ever applied the word

"Sunki st" to bakery products.
Al t hough applicant believes that this case supports its
position, our viewis just the opposite. Here the goods
are not fruits and bread, but are legally identical
restaurant services. Thus, the situation is nore akin to
t he hypot hetical situation posited by the court: “if the
plaintiffs sold bread under the nane ‘ Sunkist,’ that would
present a different question.” This “different question”
is the one that is before us here, nanely, whether
applicant’s use of its mark for its narrowy descri bed
restaurant services is likely to cause confusion with the
registrant’s virtually identical marks for its restaurant
servi ces whi ch enconpass those identified in applicant’s

application. After considering all the evidence in |ight

19
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of the applicable du Pont factors, our answer to this
question is yes. W therefore find that applicant’s use of
ALADDI N S EATERY for “small nei ghborhood storefront
restaurants featuring Mddle Eastern food specialties” is
likely to cause confusion with the cited regi stered nmarks
ALADDI N and ALADDI N and design for, inter alia, restaurant
servi ces.

Deci sion: The refusal of registration is affirned.
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