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110 (Chris A F. Pedersen, Managi ng Attorney).
Bef ore Seeherman, Quinn and Walters, Adm nistrative

Trademar k Judges.

Opi ni on by Seeherman, Adm nistrative Trademark Judge:

On April 6, 2000, Executive Coaching Network, Inc.
(hereafter "applicant") filed an application, based on an
asserted bona fide intention to use the mark in conmerce,
for the mark STRATEG C EXECUTI VE COACHI NG for services
whi ch were subsequently identified as "educati onal
services, nanely, conducting individual counseling

sessions, sem nars and wor kshops whi ch provi de executives
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Y In the first

with information about business managenent."”
Ofice action the Exam ning Attorney, inter alia, required
a disclaimer of the merely descriptive words EXECUTI VE

COACHI NG, and when applicant conplied with this requirenent
the mark was published for opposition on Cctober 16, 2001.2

On May 9, 2002, a letter of protest was forwarded to
t he Exam ning Attorney by the Adm nistrator for Trademarks
Classification and Practice, and jurisdiction over the
application was restored to the Trademark Exam ni ng
Attorney. Prior to that, however, a notice of allowance
i ssued on January 8, 2002, and applicant filed a Statenent
of Use on April 9, 2002, in which it clained first use
dates of Septenber 1999 for its identified services.

On May 13, 2002 the Exam ning Attorney issued an
Ofice action in which he refused registration pursuant to
Section 2(e)(1), 15 U . S.C. 1052(e)(1), on the ground that
applicant's mark is merely descriptive of its services.
Applicant filed a notice of appeal on Novenber 12, 2002 and
an appeal brief on January 16, 2003. Al though the appeal
was initially instituted by the Board, upon further review

of the file it was determ ned that the appeal was

Application Serial No. 76020606.

The Exami ning Attorney also required a nore definite
identification of services, and applicant also conplied with this
requirenent in its response.

2
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premature. The Board order instituting the appeal was
vacated, and the Exami ning Attorney was instructed to treat
applicant's appeal brief as a response to the May 13, 2002
Ofice action. On February 13, 2003 the Exam ning Attorney
made the refusal of registration pursuant to Section

2(e) (1) final, and on May 9, 2003 applicant filed the
appeal which is now before us.

Applicant and the Exam ning Attorney have fil ed appeal
briefs. Applicant did not request an oral hearing.

As a prelimnary nmatter, we note that in its response
to the first Ofice action raising the descriptiveness
refusal, and again in its brief, applicant has asserted
that the letter of protest, which was the basis for
restoring jurisdiction over the application to the
Exam ning Attorney, was untinmely filed, and should never
have been considered. |In making these assertions,
applicant apparently believed that the letter of protest
was filed on April 9, 2002, which was six nonths after the
application was published for opposition. However, in his
appeal brief, the Exam ning Attorney explained that the
| etter of protest was actually submitted on COctober 31,
2001, wthin thirty days of the publication of the mark,

and it was therefore tinely. The Exam ning Attorney has
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further explained that the letter of protest was accepted
on May 9, 2002.

W nust admt that we can find no indication in the
file as to the date the letter of protest was submtted to
the O fice. This is not surprising, since when a |letter of
protest is submtted it does not forma part of the
application file to which it pertains. Rather, if the
Adm ni strator for Trademark Cl assification and Practice
grants the letter of protest, the Exam ning Attorney is
infornmed that such a letter was filed, and any pertinent
evidence that is submtted with the letter of protest is
forwarded to the Exam ning Attorney. However, the
Exam ning Attorney is not given the actual letter of
protest, and therefore the date of receipt of the letter of
protest does not appear in the file. 1In this case, the
menor andum from the Adm ni strator for Trademark
Classification and Practice transmtting the letter to the
Exam ning Attorney is dated May 9, 2002. The April 9, 2002
date to which applicant refers in its brief appears to be
the date applicant filed its Statenment of Use.

In any event, the tineliness of the filing of the
| etter of protest is not a question for the Board. |If
applicant wi shed to raise the issue of the propriety of the

granting of the letter of protest, it should have done so
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by way of petition to the Conm ssioner. This is not an
i ssue for appeal. See TBWMP 81201. 05.

Anot her procedural nmatter concerns the Statenent of
Use filed by applicant on April 9, 2002. Applicant filed
its Statenent of Use three nonths after the mailing date of
the Notice of Allowance, and one nonth prior to the grant
of the letter of protest and the restoration of
jurisdiction to the Exam ning Attorney. However, the
Notice of Allowance was cancelled on May 13, 2002, at the
point that the letter of protest was granted and
jurisdiction was restored to the Exam ning Attorney. At
that point the Statenent of Use had not been exam ned.
Thus, should applicant ultimately prevail in this
proceeding, the file will be returned to the Exam ning
Attorney to exam ne the Statenent of Use.

This brings us to the substantive issue in this
proceedi ng: whether or not applicant's mark STRATEG C
EXECUTI VE COACHING i s nerely descriptive of its identified
services, "educational services, nanely providing
executives with information about business nanagenent.”

A mark is nerely descriptive, and therefore prohibited
fromregistration by the provisions of Section 2(e)(1), if
it imedi ately conveys know edge of the ingredients,

qualities, or characteristics of the goods or services with
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which it is used, while it is suggestive, and registrable,
i f imagination, thought or perception is required to reach
a conclusion on the nature of the goods or services. See
In re Gyulay, 820 F.2d 1216, 3 USPQ2d 1009 (Fed. Gir.
1987). The test for determning whether a mark is nerely
descriptive is whether the involved termimedi ately
conveys information concerning a quality, characteristic,
function, ingredient, attribute or feature of a product or
service. The question is not decided in a vacuum but in
relation to the goods on which, or the services in
connection with which, it is used. In re Venture Lending
Associ ates, 226 USPQ 285, 286 (TTAB 1985). See also In re
Abcor Devel opnent Corporation, 588 F.2d 811, 200 USPQ 215
( CCPA 1978).

Appl i cant has acknow edged the descriptiveness of
EXECUTI VE COACHI NG by di sclaimng exclusive rights to this
term Moreover, applicant's own specinmens, submtted with
its Statenment of Use, anply denonstrate the descriptiveness
of this phrase:

EXCN s acconpl i shed executive coaches
focus vast corporate experience on

i mprovi ng busi ness perfornmance....
STRATEGQ C EXECUTI VE CQACHI NG

Provi des one-on-one coaching to
executives in areas they have

identified as vital to their
ef fecti veness. ..



Ser No. 76020606

Addi tional materials which were provided through the
| etter of protest, and made of record by the Exam ning
Attorney, indicate the highly descriptive, if not generic
nature of this term For exanple, the biographies that are
shown in the website for Assess Plus Affiliate Consultants,
www, assessmnent pl us. com frequently describe the personnel
as having an expertise in executive coaching:

Arline N. Berman has over 18 years
experience in organi zati onal
devel opnent, strategic planning,
per f or mance managenent, outpl acenent,
and executive and busi ness coachi ng.
Robert Davi d Lapi dus... has inplenented
i nterventions including executive
coaching. ...
Dr. Joy McCarthy...has designed and
i npl enented prograns in executive
coaching. ...
Wlliam R Tiffan...blends consulting,
trai ning, executive coaching and
facilitation services....
The materials from Canbria Consulting use "executive
coaching” in a generic nmanner, e.g., "Executive coaching

grew substantially...” and "The nunber of organizations
engaged in executive coaching...."
Even two articles which applicant states were witten

by its own officers use "executive coaching” generically,

e.g.:
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The rapid grow h of executive coaching
reflects its bottomline benefits...
Freas, Alyssa M and Mankin, Don,
"Strategi c Coaching has BottomLine
Benefits," ww. aesc.org

To be effective, executive coaching
nmust be both strategic and

i ndi vidualized....

| d.

To engage and notivate individuals,
executive coaching nust be tailored....
| d.

To the casual observer, the practice of
executive coaching..

Lyons, Laurence S., "Coaching at the
Heart of Strategy,"”

wwwv. coachi ngnet wor k. org. uk, p. 2

The second insight to be gained takes
us beyond executive coachi ng.

I d.

Yet, an organization that regards
executive coaching as a service

provi ded entirely by external suppliers
can never attain a true climte of

| eader shi p.

I d.

The Exami ning Attorney has al so submtted evidence to
show that applicant's mark as a whol e, STRATEQ C EXECUTI VE
COACHI NG, is merely descriptive. This evidence includes
the material which was included with the |etter of protest.
Applicant has argued that these excerpts do not show

descriptive use, and has di scussed each of these excerpts

in some detail. W will do the sane.
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The first excerpt is fromww. springboardcoachi ng. com
which is apparently the website of SpringBoard Coachi ng
G oup LLC. Under the general heading "Executive Coaching
Prograns” is the phrase, "D scover your success fornula
with a coachi ng program designed for you,”™ which is in turn
foll owed by the listing:

Strategi c Executive Coaching
Junp Start Devel opnent
H gh Potential Leader Devel opnent

There is a subheading for the "Strategi c Executive
Coaching Program "™ and then a description of the program
which states that it is "Designed to provide the executive
W th ongoi ng support of strategic and tactical professional
and personal goals,"” and goes on to say, "This traditional
coachi ng program focuses on your professional and personal
goals...."

Applicant clainms that "Strategi c Executive Coaching
Progranm is not a descriptive use, but a common | aw
trademark use that may be infringing on applicant’'s rights.
W do not agree. Rather, it appears to be a descriptive
nane for a particular coaching program which is used in
the sane way as the phrase "Junp Start Devel opnent Coachi ng
Progranmt is used for a programfor "Individuals who want to

junp-start skill devel opnent” and the phrase "Hi gh-

Potenti al Leader Devel opnent Progrant is used for a program



Ser No. 76020606

"designed to accel erate the progress of high-potenti al
managers and executives"” which "coaching programis
designed to devel op key | eadershi p conpetenci es necessary
to nove the senior nmanager or executive to the next
position.”

The material from ww. assessnent plus.com|ists what
appear to be the biographies of "Affiliate Consultants" for
Assessnent Plus. The biography of Jill Davis, who is
descri bed as "an experienced strategic planner” "who has
transitioned to executive coaching"” states that she is a
"Seni or Associate of the Strategic Executive Coaching
Al liance and partners with that experienced team of
corporate coaches on | arger scal e engagenents.” Again,
applicant asserts that Strategic Executive Coaching
Alliance is a "probably infringing" common |aw trademark
use. Even if Strategic Executive Coaching Alliance is the
nane of a group or organi zation, this does not necessarily
nean that the phrase "Strategi c Executive Coaching"” is not
nerely descriptive. The biographies are replete with the
use of descriptive terms within or as the names of
organi zations. For exanple, the biography of Kathryn

Hayman says that she is a nenber of the Society of Human

10
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Resour ce Managerent, 3

and t he bi ography of Dr. Ken Jackson
says that he is a nenber of the Southeastern Psychol ogi cal
Associ ation, the Society for Industrial and Organi zati onal
Psychol ogy and the Atlanta Society of Applied Psychol ogy.

The third excerpt is fromww. mayogenui ne. com and
contains, under the title "Executive Coaching," the
fol |l ow ng sentence:

Your headquarters for executive
coaching materials, executive coaching
tips, executive coaching experts, on-
site executive coachi ng, speakers for
executive coaching, tactical executive
coachi ng, strategic executive coaching,
basi ¢ executive coaching and executive
coaching for veterans.

Even applicant acknow edges that "strategi c executive
coaching” is used in this website in a descriptive manner.
However, applicant states that "this phrase is no | onger
used on the www. nmayogenui ne.com website.” Brief, p. 6.
Applicant did not provide a copy of what it contends is
currently on the website in support of its assertion.
Moreover, this Board was able to access the website during
the course of drafting this opinion, and it has the sane

content and appearance as the excerpt which is in the

record. Thus, we give full weight to the fact that

3 The biography of Kevin E. Cruse states that that he "has over

16 years of human resource managenment experience" and has "a M5
in Human Resource Managenent...."

11
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"strategi c executive coaching” is used on this website as a
descriptive term
The fourth excerpt is a printout of a conputer screen,

showi ng the address ww. val eri eandconpany.com Under the
title "Executive Coaching"” are the foll owm ng paragraphs:

Coaching is a concept with considerable

merit, particularly in a corporate

world that has difficulty com ng up

with nentors for tal ented

executives....

Val eri e & Conpany | aunched the

Executive Coaching division by filling

a need requested by clients....

Since 1993, Valerie & Conpany's

Strat egi c Executive Coachi ng has been

used internationally by organi zations

i ncl udi ng. ...
Applicant clains that because "Strategi c Executive
Coaching” is used with initial capitals, this is another
common | aw tradenmark use of the term W di sagree.
Qoviously not all capitalized terns are tradenmarks;
descriptive and generic terns can be depicted with capital
|l etters merely to make them stand out. That is the
i npression that is conveyed by this conpany's use of
"Strategi c Executive Coaching."

Further, the phrase "Strategi c Executive Coaching”

appears to be used by this conpany as a generic term and

there is no generic termused with the phrase. It is also

12
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noted that "Executive Coaching,"” which is a descriptive or
generic term is also depicted with initial capital
letters.

The fifth excerpt is an article entitled "Strategic
Coachi ng Has BottomLine Benefits" which appears on the
website of The Associ ation of Executive Search Consultants,
WMV, aesc.org. The party submtting the letter of protest
apparently highlighted the phrase "our Strategic Executive
Coachi ng (SEC) program produces nore effective | eaders.™
Applicant has explained that this is a reference to its own
program and that the article was witten by one of its
officers, and asserts that this shows proper trademark use.
W find that the article as a whole shows that "strategic"
is nerely descriptive of applicant's services, and that
when used in conbination with "executive coaching," the
term STRATEG C EXECUTI VE COACHING is al so nerely
descriptive. For exanple, the article contains the
foll ow ng statenents

To be effective, executive coaching
must be both strategic and

i ndi vi dual i zed.

Executive coaching that is strategic,
t hat focuses on business needs as wel |l
as individual needs, is the key to

achi eving busi ness results.

Wher e executive coachi ng becones
strategic is in the preparation that

13
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precedes the actual coaching process.
Bef ore the process begins, the coaches
meet with the client's executive

| eadership to define the strategic
cont ext .

Once the strategi c context has been
mapped out, the actual executive
coachi ng process can begin.

A strategi c coachi ng approach offers a
supporting work-cont ext

G ven this turbulent world and the

chal | enges and opportunities it

presents, the "strategic" in strategic

executive coaching will becone even

nore inportant than it is today.

The next excerpt, taken fromthe website
www. coachi ngnetwor k. org. uk, is an article consisting of 17
pages which are described as the first chapter of the book
"Coaching for Leadership." Applicant has stated that this
book was witten by an officer of applicant and, while
appl i cant acknow edges that the article depicts two of the
three words of its mark in |ower case, it ascribes this to
the author's inattention or a printer's error.
The reference, shown in the context of the entire

par agr aph, appears bel ow

For the coach, strategy need not reside

in quarterly profit targets al one.

Those conmitted to strategi c coaching

w Il expand the neaning of strategy to

at once enbrace individual, team and

corporate actors. Strategic executive

coaching is an inclusive practical
approach, incorporating the idea of a

14



Ser No. 76020606

dashboard or bal anced scorecard, and is
wel | -adapted to a conplex world in

whi ch even the ground rules are in a
state of change.

One reading the words "strategi c executive coachi ng"
inthis article will not viewit as a trademark. There are
no ot her trademark uses of STRATEG C EXECUTI VE COACHI NG i n
the article, nor are there any references to applicant and
its services, such that this usage woul d be seen as a
printer's error or the author's inattention. 1In fact, the
capitalization of the single word "Strategic" in the phrase
wll be seen as only the normal capitalization of any word
that begins a sentence. Moreover, in the context of the
overall article, the word "strategic" describes a

characteristic of executive coaching services:

When t he whol e organi zation i s engaged,
coachi ng becones strategic.

However, whenever coachi ng succeeds in
aligning the needs of the business with
t he devel opnent needs of its people, it
cannot hel p but be strategic in nature.

...a drive to expand into gl obal

mar kets are al so exanpl es of situations
demandi ng a strategi c coaching
response.

For the person being coached, the
experience is invariably strategic.

To the extent that coaching sensitizes
people to reflect and act in a nore
purposeful way, it is again strategic
in nature....

15
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...coaching is strategy in notion.

The next exhibit is material from Canbria Consul ting.
It appears to be a piece of advertising material, but an
addi ti onal page shows a website address of
www. canbri aconsulting.com The title is "Executive
Coachi ng—A Strat egi ¢ Approach. One paragraph includes the
phrase "strategi c executive coaching,” as follows:

Wth our years of experience in

bui | di ng executive coachi ng prograns,

Canbria Consul ting has | aunched a new

practice area—Strategi ¢ Executive

Coachi ng—+to hel p our clients achieve

the greatest return on their investnent

in this area.
Applicant characterizes this as trademark use, noting that
the termappears in initial capital letters and bold face
font.

W agree that the manner in which the termis depicted
can be viewed as trademark use. It can also be viewed as
sinply a way to highlight the conpany's new practice area.
Even if we do not treat this particular phrase as
constituting descriptive usage, the rest of the copy in the
exhibit, including the title, shows that "strategic" has a

descriptive neani ng when applied to executive coaching

servi ces, such that STRATEQ C EXECUTI VE COACHI NG nust be

16



Ser No. 76020606

deened a nerely descriptive term See, for exanple, the
foll ow ng statenents

Qur strategic approach focuses on what

a group of executives needs to do...to

achi eve organi zational goals...

As part of the plan, we do the

fol | ow ng:

Transl ate business strategy into
executive devel opnent goal s by working
with our clients' top executives to set
gqualitative and quantitative
targets. ..

W point out that there are two pieces of evidence
that were submtted with the letter of protest which we do
not consider to have probative value. One is what appears
to be a flyer for Laszlo & Associates, Inc., and seens to
have no rel evance to the issue before us. Another is the
material fromthe website ww. kevi ngsaunders. com which
i ncludes the statenent, "the flagship service of KGS
Technology is strategic executive coaching."” Although we
di sagree with applicant's characterization of the use of
the phrase "strategi c executive coaching” as trademark use,
we agree with applicant that this statenent and, indeed,
the entire web page, can no | onger be found at the web
addr ess.

As can be seen fromthe statenents we have quoted

herein, and as is anply denonstrated by the evidence of

record, strategic coaching is clearly one of the aspects of

17
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executive coaching. Although there is evidence that the
entire phrase which forns applicant's nmark, STRATEQ C
EXECUTI VE COACHING, is used by third parties in a
descriptive manner, such evidence is not necessary to
support a finding that the mark is nerely descriptive. At
the very least, the evidence shows that "executive
coaching” is a type or aspect of educational services which
provi de executives with information about business
managenent, and that "strategy"” is touted as a feature of
executive coaching, such that consuners of applicant's
services woul d i mmedi atel y under stand STRATEG C BUSI NESS
COACHING to refer to this characteristic of applicant's
busi ness coachi ng educati onal services.

W al so note that, as used in applicant's specinens,
"strategi c executive coaching" would be perceived as a
descriptive term Al though set apart as a subheadi ng, and
depicted in all capital letters, the phrase appears in the
sanme manner as the descriptive phrases "Custoner Cient
Feedback," "Assessnent,"” "Wrkshops"” and "Keynote
Speakers.”

Applicant has argued that because "strategic" has nany
definitions that are not descriptive of applicant's

services, "consunmers will not imedi ately perceive what the

18
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words of the mark refer to." Brief, p. 9.% Applicant also
contends that "A consunmer who knows not hing of Applicant's
services will not know fromthe mark STRATEG C EXECUTI VE
COACHI NG that they are educational services, nanely,
conducting individual counseling sessions, sem nars and
wor kshops whi ch provi de executives with information about
busi ness nanagenent." Brief, p. 13. Both these statenents
fail to recognize the well-established principle, stated
earlier in this opinion, that the question of
descriptiveness is not to be determned in the abstract,
but in relation to the identified goods or services. Thus,
it is irrelevant whether a consunmer can guess fromthe mark
what the goods or services are. The question is whether a
consuner who sees the mark in connection with the offering
or rendering of the services will understand that strategic
coaching is a feature of applicant's educational services
for executives.

Appl i cant has al so pointed to several third-party

regi strations for marks which include the word "strategic,"

* The Examining Attorney has subnmitted a printout from The

Anerican Heritage Dictionary of the English Language, 3d ed. ©
1992 whi ch provides the following definitions: 1. O or relating
to strategy 2.a. Inportant or essential in relation to a plan of
action: a strategic withdrawal. b. Essential to the effective
conduct of war: strategic materials. C. Hghly inportant to an

i nt ended obj ective: The comm ttee discussed strategic marketing
factors. 3. Intended to destroy the mlitary potential of an
eneny: strategi c bombi ng.

19
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and which were registered without a disclainer of this
term Applicant argues that the Ofice should, in
accordance with past practice, allow the registration of
applicant's mark, which also consists of the word STRATEG C
foll owed by a descriptive term
Al t hough consistency in Ofice practice is certainly a

goal, we do not believe that registration of other
STRATEGQ C nmar ks denonstrates a policy that such marks
shoul d be registered. Each application nmust be consi dered
on its own nerits. As the Court of Appeals for the Federal
Circuit stated in Inre Nett Designs Inc., 236 F.2d 1339,
57 USPQ2d 1564 (Fed. Cir. 2001):

Nonet hel ess, the Board (and this court

inits limted review nust assess each

mark on the record of public perception

submtted with the application.

Accordingly, this court finds little

persuasive value in the registrations

that Nett Designs submtted to the

exam ner or in the list of registered

mar ks Nett Designs attenpted to submt

to the Board.
Here, the record anply supports a finding that STRATEG C
EXECUTI VE COACHING is a nerely descriptive marKk.

Deci sion: The refusal of registration is affirned.”

®> As previously noted, should applicant ultimately prevail in

this appeal, the file will be transmtted to the Exami ning
Attorney in order to exam ne the Statenent of Use.
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