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UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

In re Sno-Wzard Manufacturing, Inc.?

Serial No. 76059333

Raynond G Areaux of Carver, Darden, Koretzky, Tessier,
Finn, Blossman & Areaux for Sno-Wzard Manufacturing, |nc.?
Raul Cordova, Trademark Exam ning Attorney, Law Ofice 114
(Margaret Le, Managi ng Attorney).
Bef ore Bucher, Holtzman and Drost, Adm nistrative Trademark
Judges.
Qpi nion by Drost, Admi nistrative Trademark Judge:

Sno- W zard Manufacturing, Inc. (applicant) applied to
regi ster the term SNOBALL (typed) on the Principal Register

for goods ultinmately identified as “ice shaving machi nes

L After this case was briefed, a paper was filed in the Ofice
assigning the nark to Snow zard Hol di ngs, Inc. Real/Franme No.
2846/ 0936.

2 On June 8, 2004, a new power of attorney was filed nam ng Seth
M Nehrbass and other attorneys from Garvey, Smith, Nehrbass &
Doody, L.L.C. as the attorneys for applicant. A copy of this
opinion will be sent to both applicant’s current and previous
counsel .
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for sale to retail business selling shaved ice confections”
in International Cass 7. The application was eventually
anmended to claima date of first use and a date of use in
comerce of June 15, 1955, and to seek registrati on under
the provision of Section 2(f). 15 U S.C. 8§ 1052(f).

The exanmining attorney® sets out the issue in this case
as follows: “Wether the applicant’s nmark SNOBALL is
generic for snowbal |l maki ng nmachi nes under Trademark Act
Section 1, 2 and 45 and whether the termfails to function
as a mark as shown in the specinmens of record under
Trademark Act Section 1 and 45?” Exam ning Attorney’s
Brief at 3. The exam ning attorney also indicated in his
brief that applicant’s “acquired distinctiveness evidence
must be rejected.” Examining Attorney’s Brief at 5.

The exam ning attorney argues that SNOBALL and
SNOMBALL are legally identical terns and that third parties
use the term “SNOMBALL MACHI NE to identify a machine that
make[s] a type of ice confection.” Exam ning Attorney’s
Brief at 4. In response, applicant argues that the usage
of record “reflects a careful and respected distinction

between the terns ‘snow ball’ and ‘snoball.’ The forner

3 The current examning attorney was not the original exanining
attorney in this case.
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termis used to refer to any ice-shaving machi ne; the
latter termis not so used.” Applicant’s Brief at 16.

CGeneri cness

The key issue in this case is whether the term SNOBALL
is generic for applicant’s ice shaving machines.* The Court
of Appeals for the Federal Circuit has held that: *“The
critical issue in genericness cases is whether nenbers of
the relevant public primarily use or understand the term
sought to be protected to refer to the genus of goods or

services in question.” H Marvin Gnn Corp. v. Int’

Association of Fire Chiefs, Inc., 782 F.2d 987, 228 USPQ

528, 530 (Fed. Gr. 1986). G nn goes on to explain that:

Det erm ni ng whether a mark is generic therefore
involves a two-step inquiry: First, what is the genus
of goods or services at issue? Second, is the term
sought to be registered or retained on the register
understood by the relevant public primarily to refer
to that genus of goods or services?

Id.
We begin by analyzing the evidence of record on the

guestion of whether “snoball” is used to refer to ice

shavi ng machi nes. The evi dence consists of excerpts

* I'nasmuch as applicant is seeking registration under Section
2(f), there is no question that its mark is nerely descriptive.
Yamaha Int’'l Corp. v. Hoshino Gakki Co., 840 F.2d 1572, 6 USPQd
1001, 1005 (Fed. Cir. 1988) (“Were, as here, an applicant seeks
a registration based on acquired distinctiveness under Section
2(f), the statute accepts a |lack of inherent distinctiveness as
an established fact”) (enphasis in original).
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submtted by the exam ning attorney and applicant
fromthe Internet, NEXIS, and phone book Yellow Pages. 1In

an article fromww. gunbopages. com the author explains

t hat :
The sno-ball is a New Ol eans creation. The main
reason for this is a nmachine called a “Hansen’s Sno-
Bliz.” This is a machine that turns bl ocks of ice

into sno-balls... The classic sno-ball nachine (now
manuf actured by four or five conpanies in the area)
works like a deli neat slicer. | have never seen
anything like a sno-ball in any part of the country,

al t hough Lani Teshima-M Il er’s description of “shaved
ice” in Hawaii is the closest thing |’ve heard. A
sno-ball isn't an Italian ice, nor is it a crushed ice
abom nati on.

O her evidence i ncl udes:

Snobal I's are big business in New Ol eans. So big that

snobal | machi nes are becom ng a major export to

foreign countries...The busi ness has such stature that

a snoball nuseumis being built on the Ol eans-

Jefferson parish |line.

New Ol eans CityBusi ness, June 16, 1997.

Snobal s are extrenely popul ar and “kind of |ike the

espresso of Louisiana,” Bridget Huckabay said.

Chat t anooga Ti nes and Free Press, June 8, 2001.

In addition, the exam ning attorney nmade of record an
entry fromthe American Heritage Dictionary of the English
Language (3" ed. 1992) that included a definition of “snow
ball” as “Chiefly Southern U S. A cup of crushed or shaved
ice flavored with colored syrup.”

Applicant submtted excerpts fromtwenty years of

Yel | ow Pages fromthe New Ol eans area. Those Yell ow Pages
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show that since at |east 1990 products such as applicant’s

are listed under the category entitled “Snow Bal

Machines.” The term “snow ball” is a termcomonly used by

applicant’s conpetitors in these Yell ow Pages ads. For

exanpl e, the April 1994 New Ol eans Yel |l ow Pages cont ai ned

the follow ng entries from conpani es other than applicant:
Fluffy-1ce Snowball Machines Flavors & Supplies

Ei senmann Products
- Snowball & Bl ock |Ice Machi nes

The Original Southern Snow Machi ne
- Snow Bal | Machi nes

The May 1998 Yel | ow Pages contains an ad froma
conpetitor that refers to itself as the “Hone of the ' New
Ol eans Style Snowball Machine & Flavors.’”

Applicant’s ad in the May 1996 Yel |l ow Pages descri bes
an individual apparently connected wth applicant as the
“I'nventor of the Snowball Machine.” Applicant also
submitted that it was aware of a conpetitor using the term
SNO BALL in the 1987 edition of the Yell ow Pages. After
appl i cant conpl ained to the phone book, the ad was changed
torefer to “snow ball.” Sciortino affidavit, April 25,
2002 at 2. Applicant admts that the term“snow ball” is a
“termused to refer to any ice-shaving nmachine.”
Applicant’s Brief at 16. Indeed, applicant admts that

menbers of the public recognize that “* Snow Ball Machi nes,’
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not SNOBALL nachines, is the generic termfor the goods at
issue.” Applicant’s Brief at 17. Therefore, based on this
evidence, it is clear that “snow ball” is a generic term
that refers to an ice-shavi ng machi ne.

W next | ook at whether applicant’s termis understood
by the relevant public to refer to that genus. G nn, 228
USPQ at 530. “Evidence of the public's understandi ng of
the term may be obtained fromany conpetent source, such as
pur chaser testinony, consumer surveys, listings in
dictionaries, trade journals, newspapers, and other

publications.” In re Merrill Lynch, Fenner and Smith Inc.,

828 F.2d 1567, 4 USPQRd 1141, 1143 (Fed. Cr. 1987). The
critical issue in genericness cases is whether nenbers of
the relevant public primarily use or understand the term
sought to be protected to refer to the genus of goods or
services in question.” Gnn, 228 USPQ at 530. Applicant
defines the rel evant public as “manufacturers,

di stributors, and purchasers of ice-shaving machi nes.”
Applicant’s Brief at 17. Obviously, these purchasers of

i ce-shavi ng machi nes woul d use the Yell ow Pages to purchase

t hese machines.® The 1998 Yell ow Pages identify the

°> Applicant’s president indicated that “the ice-shaving nmachine
manuf acturers that advertise in the Greater New Ol eans Yell ow

Pages represent at |east 70% of the total sales, by volune, of

i ce-shaving machines in the United States.” Sciortino affidavit
dated April 24, 2000 at 2.
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category of the goods as “Snow Ball Machi nes” and “ Snow
Bal | Machi nes Equi prent & Supplies.” Prospective

pur chasers woul d see advertisenents that refer to the goods
with | anguage such as “snowball & bl ock ice nmachines,”
“snow ball machines,” and “New Ol eans Styl e snowbal
machi ne and flavors.” This evidence |leads to the

concl usion that custoners woul d understand that the genus
of the goods is snow ball or snowball nachines.

At this point, we address the question of whether
applicant’s exact mark SNOBALL is generic. As noted
earlier, applicant admts that the term* Snow Bal
Machi nes” is “the generic termfor the genus of goods at
issue.” Applicant’s Brief at 17. It is also clear from
t he Yell ow Page advertisenments that the term “snowbal |
machines” is |ikew se generic. Applicant in its ad (New
Ol eans Yel |l ow Pages April 1994) refers to George J.
Otolano as “The I nventor of The Snowball Machine.” On the
sane page, Ei senmann Products lists “Snowball & Block Ice
Machi nes” and a separate entry appears for “Fluffy-Ice
Snowbal | Machi nes Flavors & Supplies.” Therefore, the only
guestion is whether the term SNOBALL is not generic while
the ternms SNOABALL and SNOW BALL are generic.

A slight msspelling does not convert a generic term

into a non-generic term See Nupla Corp. v. |IXL
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Manuf acturing Co., 114 F.3d 191, 42 USPQ2d 1711, 1716 (Fed.

Cr. 1997) (“Based on overwhel m ng docunentary evi dence of
record show ng wi despread and | ong-time prior use of the
CUSHI ON-CRIP mark in the hand tool industry, we agree with
the district court's conclusion that there is no genuine
issue of material fact that Nupla's mark [ CUSH N GRI P]
which is nerely a msspelling of CUSHONGRIP, is al so
generic as a matter of law, and the registrations are

therefore invalid’); Inre Ala Vielle Russie Inc., 60

USPQ2d 1895 (TTAB 2001) (RUSSI ANART generic for particul ar
field or type of art and al so for deal ership services

directed to that field); In re Yardney Electric Corp., 145

USPQ 404, 405 (TTAB 1965) (“*NICEL’ is merely a msspelling
and phonetic equival ent of ‘nickel’ and nmeans the sane
thing. As such the subject matter identifies applicant's
product as to kind and not source. It is therefore not
registrable within the purview of the statute) (citation
omtted). The ternms SNOBALL and SNOABALL woul d be
pronounced identically and have the sane neaning. Omtting
the letter “W in the mddle of the termdoes not change
the termfroma generic termto a non-generic one.
Furthernore, in addition to the genericness of the
term“snow ball” and “snowbal | ,” there is evidence that the

sanme termfor which applicant seeks registration, “SNOBALL”
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with and wi thout a space, is used generically. See New

Ol eans CityBusiness (“Snoballs are big business in New
Oleans. So big that snoball machi nes are becom ng a major
export”); Chattanooga Tines and Free Press (“Snoballs are

extrenely popul ar”); ww. gunbopages. com (“About Sno-

Balls”). This evidence supports the correctness of the
exam ning attorney’s conclusion that the term SNOBALL is
generic for “ice shaving nmachines for sale to retai

busi ness selling shaved ice confections.”

Applicant argues that “the constituent SNO does not
have the neaning of ‘snow,’” to wit: frozen precipitation
that falls in soft white flakes; simlarly, the constituent
BALL does not nean a spherical object. Applicant’s SNOBALL
mark is not used on a ball of snow, rather, it is used on
an i ce-shaving machine.” Applicant’s Brief at 5-6
(citations to record omtted). However, the refusal in
this case is not based on an argunent that the individual
words are generic and that they forma generic conpound.

See, e.g., In re Gould Paper Co., 834 F.2d 1017, 5 USPQd

1110, 1111-12 (Fed. Cr. 1987) (“We hold, however, that the
PTO has satisfied its evidentiary burden if, as it did in
this case, it produces evidence including dictionary
definitions that the separate words joined to forma

conpound have a neaning identical to the neaning comon
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usage woul d ascribe to those words as a conpound”).

I nstead, the refusal here is based on the evidence that the
term“Snoball” itself is generic. Cbviously, if the

evi dence shows that the term*“football” is generic for an
athletic conpetition, the exam ning attorney does not have
to show that the individual terns “foot” and “ball” are

i ndi vidually generic for the gane.

Applicant al so argues that several references use the
term“snoball” and its equivalents “to refer to the snow
bal | product (purchased at the retail |evel by consuners of
shaved-ice confections), not the ice-shaving nachi ne used
in creating the product (purchased by retail businesses
selling shaved-ice confections”). Applicant’s Brief at 10-
11 (enphasis in original). Wiile several references refer
to the products, nuch of the evidence including applicant’s
own usage in its ads, its conpetitor’s ads, the heading in
t he Yell ow Pages, and sone of the articles specifically use
the term“snow ball” and its equivalents to refer to the
machi nes thensel ves. See, e.g., New Ol eans G tyBusiness,
June 16, 1997 (“[S] noball machi nes are beconm ng a maj or
export to foreign countries”).

Applicant maintains that “the use of a mark on goods
or services other than the goods or services for which

registration is sought has no probative val ue as to whet her

10



Ser. No. 76059333

such termis generic for the field of interest.”
Applicant’s Brief at 9 (enphasis omtted). Applicant then
goes on to explain that “evidence of usage of the term
‘chair’ on baseball caps or cigarettes has no probative
value as to whether the term‘chair’ is generic for a piece
of furniture.” 1d. Wile applicant’s exanple is correct,
it would not be true that evidence of the genericness of
the term“chair” for furniture would not be relevant in
considering whether the term*“chair” is generic for a store
that sells chairs or a machine that nmakes chairs. See In

re Northland Al um num Products, 777 F.2d 1556, 227 USPQ 219

(TTAB 961) (BUNDT generic for a “ring cake m x” despite
evi dence that showed generic use of the termonly for a

type of cake, and not for a cake mix); A La Vielle Russie,

60 USPRd at 1900 (RUSSI ANART “is generic for applicant’s

services of selling such art”); In re Log Cabin Hones Ltd.,

52 USPQ2d 1206 (TTAB 1999) (LOG CABI N HOVES generic for
“architectural design of buildings, especially houses, for
others,” and “retail outlets featuring kits for
constructing buildings, especially houses”). Even if the
evi dence only showed that the products produced by
applicant’s machines are called snowballs or snow balls, it
is at | east sone evidence that the machi nes thensel ves

woul d be known as snowball or snow ball nmachines. O

11
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course, there is nore direct evidence in this case. For
exanple, applicant itself in its ads uses the term
“snowbal | machine” in a generic fashion and it admts in
its brief that the term“Snow Ball Machines” is “the
generic termfor the genus of goods at issue.” Applicant’s
Brief at 17.

We are al so not persuaded by applicant’s point that
there is evidence of non-generic usage and that sone
articles use the termice-shaving nachines. There is
not hi ng unusual about a product or a service having nore
t han one generic nanme or about a generic term having sone
evi dence of de facto trademark recognition. Rosel ux

Chem cal Co. v. Parsons Anmonia Co., 299 F.2d 855, 132 USPQ

627, 632 (CCPA 1962) (“Consider, however, that the product
comonly known as tooth paste is also commonly known as
dentifrice and dental cream A gravestone is also commonly
known as a headstone, a tonbstone and a nonunent”); Inre

Recorded Books Inc., 42 USPQ2d 1272, 1282 (TTAB 1997)

(“Nonet hel ess, if the evidence as a whole establishes -- as
it does to our satisfaction -- that the termis primarily
perceived as a generic term the recognition of the term as
a trademark by a subset of applicant's custoners nust be

deened no nore than a de facto secondary neaning that, in

12
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| egal effect, can neither confer nor maintain trademark
rights in the designation sought to be registered”).

Acquired Distinctiveness

If applicant’s termis generic, which we have found in
this case, then no anount of evidence of acquired
di stinctiveness can establish that the mark is registrable.

In re Northland Al um num Products, Inc., 777 F.2d 1556, 227

USPQ 961, 964 (Fed. G r. 1985). However, for the sake of
conpl et eness, we now address applicant’s claimthat its
mar k has acquired distinctiveness. On this issue,
applicant has the burden of proving that its mark has

acquired distinctiveness. In re Hollywod Brands, Inc.,

214 F.2d 139, 102 USPQ 294, 295 (CCPA 1954)(“[T]here is no
doubt that Congress intended that the burden of proof
[under Section 2(f)] should rest upon the applicant”).
“IL]ogically that standard beconmes nore difficult as the

mar k’ s descriptiveness increases.” Yamaha Int’l, 6 USPQd

at 1008.

Applicant’s evidence of acquired distinctiveness
consists primarily of a claimthat two conpetitors changed
their Yellow Pages ads to read “snow ball” instead of
“snoball.” Applicant’s Brief at 20-21. The fact that two
conpetitors chose to change the spelling of the generic

nane for the goods to include the traditional letter “wW

13
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after applicant protested is hardly significant. |ndeed,
it would have been surprising if these entities litigated
over the right to use “snoball” when applicant had no
objection to their use of the virtually identical term
“snowbal | .”

When the only difference between the generic term and
applicant’s alleged trademark is a letter that does not
change the pronunci ation, any evidence of acquired
distinctive would have to be very persuasive. |If a
sal esman or a speaker at an industry convention referred to
“snowbal | machines,” it would not be clear whether he was
referring to applicant’s “Snoball Machi nes” or Southern
Snow Machine’s “snow ball machines” or Ei senmann Products
Co.’s “New Ol eans Style Snow Ball Machines.” See 2002 New
Ol eans Yell ow Pages. W also add that even applicant’s
al l egation of |ong use of the term does not convert a

generic terminto a non-generic term In re Hel ena

Rubi nstein, Inc., 410 F.2d 438, 161 USPQ 606, 609 (CCPA

1969). Inasnuch as applicant’s mark is phonetically
identical to the admttedly generic term applicant’s
evidence falls far short of denobnstrating that its mark has
acquired distinctiveness, even if the mark would ultimately

be determ ned to not be generic for applicant’s goods.

14
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Does Not Function as a Mark

The exam ning attorney has al so refused registration
on the ground that the term does not function as a nark.
The exam ning attorney argues (p. 6) that:

The net hod of presentation, a noniker identifying a

product subservient to a classic trademark form

cannot be said to create a trademark inpression since

the specinmen itself is identifying the product by a

trademark (' SNOW ZARD ), and the rest of the wording,

because of its placenent and format, identifying and
classifying the product itself (*SNOBALL MACHH NE ).

We do not view this refusal as a separate refusal
Applicant’s speci nens show the term used roughly as

foll ows:

SnoW zard

SNOBALL MACHI NE

There is no reason why applicant could not use nore that
one trademark in association with its goods. Applicant’s
use does not per se indicate that the term does not
function as a mark. The examning attorney’s failure to
function as a mark refusal appears to be subsuned into the
genericness refusal to the extent that if the term SNOBALL
is generic, it obviously would not function as a mark. |If,
on the other hand, the termis not generic, its use on the
speci nens woul d not prevent it from being registered.

Therefore, we do not separately affirma refusal to

15
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regi ster on a ground that the termdoes not function as a
mar K.

CONCLUSI ON

Applicant’s term SNOBALL is generic for the goods
recited in the application and, in the event that the term
is not generic, applicant has not denonstrated that its
mar k has acqui red distinctiveness.

Decision: The refusal to register is affirmed.

16



