Heari ng:
Sept enber 19, 2002

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

In re Saf eguard Self Storage, Inc.

Serial Nos. 76/004,339; 76/066,280; and 76/ 066, 281

Bryan Haynes of Locke Liddell & Sapp LLP for Safeguard Self
St orage, Inc.

Leslie L. Richards, Trademark Exam ning Attorney, Law
Ofice 106 (Mary |. Sparrow, Managi ng Attorney).

Bef ore Seeherman, Hanak and Hairston, Adm nistrative
Trademar k Judges.

Opi ni on by Hanak, Adm nistrative Trademark Judge:

Saf eguard Self Storage, Inc. (applicant) seeks to
regi ster SAFEGUARD SELF STORACGE (Serial No. 76/004, 339),
SAFEGUARD SELF STORAGE and design (Serial No. 76/066, 280,
bel ow |l eft) and THE SAFEGUARD GUARANTEE and desi gn (Seri al
No. 76/066, 281, below right). The first application was
filed on March 20, 2000, and the latter two applications
were filed on June 7, 2000. The first two applications

clainmed a first use date of January 1992, and the third



Ser. Nos. 76/004,339; 76/066,280; 76/066,281

application clainmed a first use date of May 1997. |In each
of the applications, the services are identified as
“providing secure self-storage facilities for |lease to the
public.” At the request of the Exam ning Attorney,
applicant disclained the exclusive rights to the words SELF

STORAGE and t he word GUARANTEE.

Citing Section 2(d) of the Trademark Act, the
Exam ning Attorney has refused registration on the basis
that applicant’s marks, as applied to applicant’s services,
are likely to cause confusion with the mark SAFE- GUARD,
previously registered in typed drawing formto United Van
Lines, Inc. for “noving, trucking, hauling, and storing
speci al shipnents, including mssile conponents, electronic
equi pnent, aircraft, exhibitors and convention exhibits and
fragile and high val ue equi pnent.” Registration No.

702, 716. \Wien the refusal to register was made fi nal
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applicant appealed to this Board. On February 27, 2002
applicant filed a notion to consolidate the three
applications. This notion was granted by the Board on My
7, 2002. Applicant and the Exam ning Attorney filed briefs
and were present at a hearing held on Septenber 19, 2002.
In any likelihood of confusion analysis, two key,
al t hough not exclusive, considerations are the simlarities
of the goods or services and the simlarities of the marks.

Federated Foods Inc. v. Fort Howard Paper Co., 544 F.2d

1098, 192 USPQ 24, 29 (CCPA 1976) (“The fundanental inquiry
mandat ed by Section 2(d) goes to the cunul ative effect of
differences in the essential characteristics of the goods
[or services] and differences in the marks.”).

Considering first the marks, they are simlar to the
extent that applicant’s three marks and the registered mark
all contain the word “safeguard.” However, as applied to
applicant’s self storage services and registrant’s
speci alized noving services, this word is highly
suggestive. Applicant has made of record an excerpt from

Webster’s Ninth New Col |l egiate Dictionary (1985) wherein

this word is defined as foll ows: “convoy, escort ...to nake
safe.” It has been held that the nere presence of a
common, highly suggestive word is often insufficient to

support a finding of |ikelihood of confusion. Tektronix,
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Inc. v. Daktronics, Inc., 534 F.2d 915, 189 USPQ 693, 694

(CCPA 1976). Neverthel ess, despite the highly suggestive
character of the word “safeguard” as applied to applicant’s
and registrant’s services, we would find that there exists
a likelihood of confusion if the services were identical or
cl osely rel at ed.

Turning next to a consideration of applicant’s
services and registrant’s services, while registrant’s
recitation of services contains the word “storing,” this
word nust be considered in the context of the overal
recitation of services. As previously noted, that
recitation of services reads as follows: “noving, trucking,
haul i ng, and storing special shipnents, including mssile
conponents, electronic equipnent, aircraft, exhibitors and
convention exhibits and fragile and high val ue equi pnent.”
(Enmphasi s added). It is apparent fromregistrant’s
recitation of services that registrant’s “storing” services
are but a part of registrant’s “noving, trucking and
haul i ng” services. One does not separately “store”
shi pnments. In other words, registrant is not offering
storage services by thenselves, but rather is sinply
of fering storage services as part of its noving, trucking
and hauling services. A custoner could have registrant

nove its special shipnment from for exanple, New York to
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Chicago, and if the custoner was not ready to i mredi ately
receive the shipnment, registrant would store the shipnent
on a tenporary basis in the Chicago area.

Mor eover, applicant has properly nade of record a
brochure entitled “Safe-Guard Mowving Service” put out by
registrant United Van Lines, Inc. This brochure nmakes
clear that registrant’s storing services are but an
ancillary service to its noving services. |In making of
record this brochure, applicant was not inproperly
attenpting to limt registrant’s recitation of services,
but rather was presenting extrinsic evidence in an effort
to clarify the nature of registrant’s services. Inre

Tracknobil e, 15 USPQR2d 1152, 1153-54 (TTAB 1990).

In addi tion, the brochure nmade of record makes cl ear
that registrant’s noving, trucking, hauling and storing
services are limted to special shipnents, alimtation
contained in the very recitation of services itself. These
speci al shipnments include mssile conponents, electronic
equi pnent, aircraft, convention exhibits and hi gh val ue
equi pnent. In other words, registrant’s own recitation of
services has limted its services in a manner that they
i nvol ve only special shipnents, that is, the type of
shi pnents that woul d i nvol ve custoners exercising great

care. As our primary reviewi ng Court has made clear, there
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is less likelihood of confusion where the goods “are

purchased after careful consideration.” Electronic Design &

Sales v. Electronic Data Systens, 954 F.2d 713, 21 USPQRd

1388, 1392 (Fed. Cir. 1992).

In sum given the highly suggestive nature of the only
conponent conmon to applicant’s nmarks and registrant’s
mark; the fact that applicant’s self-storage services and
regi strant’ s specialized noving and ancillary storing
services are only tangentially related; and the fact that
registrant’s specialized noving and tangential storing
services are purchased with great care, we find on this
record that there exists no likelihood of confusion
resulting fromthe use of any of applicant’s marks and
regi strant’ s nark.

Decision: The refusal to register is reversed.



