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Myron Aner, P.C. for Trans Textiles Inc.

Sonya B. Stephens, Trademark Exam ning Attorney, Law Ofice
108 (David Shallant, Managi ng Attorney).

Before Simms, Hairston and Bucher, Adm nistrative Trademark
Judges.

Qpi nion by Sims, Administrative Trademark Judge:

Trans Textiles Inc. (applicant), a New York
corporation, has appealed fromthe final refusal of the
Trademar k Exam ning Attorney to register the mark VALENTI NO
CREATI ON (“CREATI ON' di scl ai nmed) for sports shirts, tee
shirts, sweat shirts, and pants.! Applicant and the
Exam ning Attorney have filed briefs, but no oral argunent

was request ed.

! Application Serial No. 76/073,572, filed June 19, 2000, based upon
applicant’s allegation of a bona fide intention to use the mark in
conmer ce.
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W affirm

The Exam ning Attorney has refused registration under
Section 2(d) of the Act, 15 USC 81052(d), on the basis of
ei ght registrations, all now owned by the sane entity, for
various itens of clothing and for related services. These
are Registration No. 802,451, issued Novenber 25, 1964
(renewed), for the mark valentino (Il ower case in script
form for brassieres; Registration No. 910, 955, issued
April 6, 1971 (renewed), for the mark VALENTI NO for
dresses, belts, gloves, scarves, swi mwear and ties;
Regi stration No. 916, 465, issued July 13, 1971 (renewed),
for the mark VALENTI NO for fashion consultation services,
nanely, creating clothing, jewelry and accessory designs,
and sel ection of designs, and materials for couture
clientele; Registration No. 956,665, issued April 3, 1973
(renewed), for the mark VALENTINO for retail departnent
store services; Registration No. 1,153,226, issued May 5,
1981 (renewed), for the mark VALENTINO for nen’ s cl othing,
namely, suits, sport jackets, overcoats, shirts, trousers,
Ber muda shorts, and bathing suits; Registration No.
1, 268, 029, issued February 21, 1984 (Sections 8 and 15
affidavit filed), for the mark valentino (|l ower case) for
junpers, sweaters, dresses, skirts, blouses, suits,

j ackets, coats, shirts, trousers, vests, jeans, slacks,
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shorts, swimwear, hats, lingerie, ties, belts, scarves,
hosi ery and gl oves; Registration No. 1,268,030, issued
February 21, 1984 (Sections 8 and 15 affidavit filed), for
the mark valentino (|l ower case) and “V’ design for junpers,
sweat ers, dresses, skirts, blouses, suits, jackets, coats,
shirts, trousers, vests, jeans, slacks, shorts, sw miear,
hats, lingerie, ties, belts, scarves, hosiery and gl oves;
and Registration No. 1,655,604, issued Septenber 3, 1991
(Sections 8 and 15 affidavit filed), for the mark val entino
(lower case) Mss V and V design for clothing, nanely,
skirts, dresses, suits, evening dresses and suits, jackets,
coats, sweaters, slacks and bl ouses. According to the
assignment records of this Ofice, all of these

regi strations are now owned by Valentino 3 obe B.V., a

Net her | ands cor porati on.

It is the applicant’s position that VALENTINOis a
mark in “conmon use” in the trade and that no one entity
has the exclusive right to use this mark. Because of the
nunmer ous “uses” of this mark, applicant argues that the
publ i c distinguishes the various VALENTI NO marks.

Applicant has nmade of record a listing of several third-
party registrations which contain the nanme VALENTI NO, such
as G OVANNI VALENTI NO, HUGO VALENTI NO, VALENTI NO GARAVANI

V, and MARI O VALENTINO as well as copies of a nunber of
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third-party applications for various marks which include
the nane VALENTINO. Considered in its entirety, applicant
argues that its mark VALENTI NO CREATION differs in sound,
nmeani ng and appearance fromthe cited registered marks.

Appl icant also argues that its goods are specifically
different fromthe goods and services listed in the cited
registrations. Finally, applicant points to what it
contends are the careful, sophisticated purchasers of the
respective goods and services.?

W agree, however, with the Exam ning Attorney’s
position that confusion is likely. In each of the cited
regi stered marks, the name VALENTI NO predom nates, as it
does in applicant’s mark VALENTI NO CREATION. As the
Exam ning Attorney has pointed out, it is not inproper to
give less weight in the |likelihood-of-confusion analysis to
descriptive and disclained elenments. W note, in this

regard, that our principal review ng court has indicated
that, in articulating reasons for reaching a conclusion on
the issue of likelihood of confusion, "there is nothing

i nproper in stating that, for rational reasons, nore or |ess

wei ght has been given to a particular feature of a mark

Z\Wile applicant argues in its brief that it was deprived of the
opportunity to nake various third-party registrations of record,
applicant could have done so at any tine during the prosecution of this
appeal including after receipt of the final refusal, by subnmitting this
evidence with a request for reconsideration within six nmonths of the

i ssuance of the final refusal. See Trademark Rule 2.64(b). See also
In re Duofold, 184 USPQ 638, 641 (TTAB 1984).
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provided [that] the ultimate conclusion rests on
consideration of the marks in their entireties.” Inre

Nati onal Data Corp., 753 F.2d 1056, 224 USPQ 749, 751 (Fed.
Cir. 1985). For instance, according to the court, "that a
particul ar feature is descriptive or generic with respect to
the i nvol ved goods or services is one commonly accepted
rationale for giving less weight to a portion of a mark

224 USPQ at 751. In this case, the word “CREATI OV
is descriptive of a characteristic or feature of clothing
itens and may be given | ess weight in the analysis.

Wth respect to applicant’s goods and the goods |listed
inthe cited registrations, sone are virtually identica
(sport shirts vs. shirts, pants vs. trousers) and others
are closely related itens of apparel. The Exam ning
Attorney has al so nade of record third-party registrations
showi ng the sane mark registered for both itens of clothing
and retail store services. Applicant’s goods are closely
related to the fashion consulting and retail departnent
store services listed in the cited registrations. Thus, we
also find that applicant’s mark for its itens of clothing
so resenbles the registered service nmarks that confusion is
li kely.

Furthernore, there is no evidence that purchasers of
the respective goods and services are or will be

sophisticated. 1In fact, because neither the identification
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in applicant’s application nor in registrant’s
registrations is limted as to nature of goods/services or
cl ass of purchasers, we nust construe the goods and
services broadly to include all types of such itens of
clothing and rel ated services, and we nust consider that
they are being offered or sold in all normal channels of
trade to all average purchasers of those goods and
services. See COctocom Systens Inc. v. Houston Conputer
Services Inc., 918 F.2d 937, 16 USPQ2d 1783 (Fed. GCir
1990); and Canadi an I nperial Bank of Commerce, Nati onal
Association v. Wlls Fargo Bank, 811 F.2d 1490, 1 USPQd
1813 (Fed. Cir. 1987).

The existence of a fewthird-party registrations
apparently held by different entities containing the nane
VALENTI NO does not justify the registration of a
confusingly simlar mark. Those registrations are not
evi dence of use, what happens in the marketplace, or that
the public is famliar with them Suffice it to say that
purchasers aware of registrant’s VALENTI NO cl ot hi ng and
rel ated services who then encounter applicant’s VALENTI NO
CREATI ON sports shirts, tee shirts, sweat shirts and pants
are likely to believe that these goods cone fromor are
sponsored or licensed by the sane entity.

Decision: The refusal of registration is affirned.



