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Qpi nion by Drost, Admi nistrative Trademark Judge:

Genex Corporation, Inc. (applicant) filed an
application to register the mark GENEX (in typed form on
the Principal Register for services ultimately identified
as “export agencies in the field of heavy industrial

equi pnent and naterials for electronic and tel ephonic

communi cation systems” in International Cass 35.1!

! Serial No. 76/074,262, filed June 20, 2000. The application is
based on applicant’s assertion of a bona fide intention to use

the mark in commerce. |In its appeal brief, applicant stated that
it “agrees to delete the word ‘electric’ fromits recitation” of
services. Brief at 4. It then set out the services to read “...
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The exam ning attorney ultimately refused to register
the mark under Section 2(d) of the Trademark Act, 15 U S. C
§ 1052(d), because of a registration? of the mark GENEX (in
typed form for:

Advertising for others via el ectronic comrmunications
networks in the fields of conputers, conputing,
conput er and technol ogy-rel ated services, or
entertai nment; and procurenent services for others,
nanely, the purchasing and resal e of conputer

har dwar e, conputer software and peripherals in

I nternational C ass 35.

Production of entertainment and educational materi al

for dissem nation by el ectronic comunications

net wor ks, nanely, animation, notion pictures, nusic

and di al ogue, nultinedia entertai nnent or educati onal
software, radio or television shows in International

Cl ass 41.

Comput er progranmm ng for others; devel opi ng, hosting,

mai nt ai ni ng, or providing the program ng for websites

and on-line magazines for others on electronic

comuni cations networks; custominteractive witing

services for others; consultation services regarding

conputers and el ectronic comruni cations networks in

I nternational C ass 42.

After the exam ning attorney made the refusal final,
this appeal foll owed.

The exam ning attorney’ s position is that conputer
har dwar e, conputer software, and peripherals are common

conponents of electronic and tel ephonic comuni cation

el ectric, electronic and tel ephonic comuni cation systens.” 1In
the event that applicant is ultimtely successful in this case,
the identification of services should be clarified to reflect the
services the exam ning attorney accepted.

2 Regi stration No. 2,304,435, issued on Decenber 28, 1999.



Ser No. 76/074, 262

systens. The exam ning attorney relies on the follow ng
evi dence for this assertion.

LAN is the internal electronic conmunication system
containing the conputer-related hardware and software
t hat enpl oyees work wth. Chicago Tribune, February
23, 1998, p. C7.

[ Major conmputer conpanies want to build encryption
into everything from desktop conputers to cellular
phones. |If that happens, electronic comunications
systens of every kind would be inpervious to
eavesdroppi ng. Boston d obe, Septenber 13, 1997, p.
F1.

Deskt op University provides delivery of the ATI
training materials through I1BMs own el ectronic
comuni cation systens, that works with a mainfrane
conputer... Los Angel es Busi ness Journal, August 15,
1994, p. Sl12.

El ectroni ¢ conmuni cation systens sinply do with
conput ers what has been done for tens and even

hundr eds of years... Journal of Conmerce, Novenber 7,
1990, p. 2B

| Voi ce.com I nc. designs and nmanufactures voice and
conput er tel ephony comruni cati ons systens. The Record
(Bergen County, NJ), June 20, 2001, p. BS.

| DT Corp. said it was offering the first tel ephone
comuni cations systemthat allows conputer users to
make calls to regul ar phones... Chicago Sun-Ti nes,
August 11, 1996, p. 41.

The deal with Sienens could give IBMan inportant tie

with a conpany on the cutting edge of central office

swi tches, the newest conputer-to-tel ephone

communi cati ons system.. Los Angel es Ti nes, Novenber

13, 1998, p. 2.

In addition, the exam ning attorney submtted copies
of six registrations (Nos. 2,420,943; 2,212,598; 2,078, 856;

2,118,827; 1,900,081; and 1,820,788). These registrations
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“indicate several entities that are in the exporting and
procurenent and purchasing business.” Brief at 3. The
exam ning attorney argues that because “the identification
of the applicant’s services is very broad, it is presuned
that the application enconpasses all services of the type
described, including those in the registrant’s nore
specific identification.” Brief at 4. The exam ning
attorney held that there was a |ikelihood of confusion
because the marks are identical and the services are
rel at ed.

Applicant, on the other hand, enphasizes the nature of
its services in arguing that there is no confusion
“Applicant’s business is arranging for export [only — not
import] of ‘heavy industrial equipnment for electronic and
t el ephoni ¢ comuni cation systens,’ prinmarily to Venezuel a.
The exported goods are nassive machi nes and whol e systens
used by foreign countries, principally in South Anerica, to
build their comrercial and public infrastructure and
el ectronic and tel ephone systens.” Brief at 2. Applicant
al so points out that the registrations the exam ning
attorney refers to contain a separate listing of the
services of the export agency and that “business people
under st and that export services are separate, apart, and

different from procurenent and purchasing services.”
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Brief at 3. Applicant also argues that despite the fact
that it has filed an intent-to-use application, the nanme of
applicant’s conpany is Genex Corporation, and there has
been no actual confusion since 1997. As a result,
applicant submts that the exam ning attorney’'s refusal
shoul d be reversed.

W affirmthe refusal to register under Section 2(d)
of the Trademark Act, 15 U.S.C. § 1052(d).

Det erm ni ng whether there is a |ikelihood of confusion

requires application of the factors set forth inlIn re

E. I. du Pont de Nenmoburs & Co., 476 F.2d 1357, 177 USPQ

563, 567 (CCPA 1973). See also Recot, Inc. v. Becton, 214

F.3d 1322, 54 USPQd 1894, 1896 (Fed. Cir. 2000). In
considering the evidence of record on these factors, we
must keep in mnd that “[t]he fundanental inquiry nmandated
by 8§ 2(d) goes to the cumul ative effect of differences in
the essential characteristics of the goods and differences

in the marks.” Federated Foods, Inc. v. Fort Howard Paper

Co., 544 F.2d 1098, 192 USPQ 24, 29 (CCPA 1976).

W start our analysis by noting the obvious:
applicant’s and registrant’s marks are identical. Both
marks are for the identical word, “Genex,” in typed form

The record does not contain any evidence that the mark is
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weak or in anyway suggestive of the services of either
party.

W now consi der whether the services of the parties
are related. W nust consider the services as they are

identified in the application and registration. Paula

Payne Products v. Johnson Publishing Co., 473 F.2d 901, 177

USPQ 76, 77 (CCPA 1973) (“Trademark cases involving the
i ssue of |ikelihood of confusion nust be decided on the
basis of the respective descriptions of goods”); In re

D xi e Restaurants, 105 F.3d 1405, 41 USPQ2d 1531, 1534

(Fed. Gr. 1997) (punctuation in original), quoting,

Canadi an | nperi al Bank of Commerce v. Wlls Fargo Bank, 811

F.2d 1490, 1 USPQ2d 1813, 1816 (Fed. G r. 1987)

(“’ Li kel i hood of confusion nust be determ ned based on an
analysis of the mark applied to the ...services recited in
applicant’s application vis-a-vis the ...services recited in
[a] ...registration, rather than what the evidence shows the

...services to be’”). See also Cctocom Systens, Inc. v.

Houst on Conputers Services Inc., 918 F.2d 937, 16 USPQRd

1783, 1787 (Fed. Cir. 1990) (“The authority is legion that
the question of registrability of an applicant’s mark nust
be decided on the basis of the identification of goods set
forth in the application regardless of what the record may

reveal as to the particular nature of an applicant’s goods,
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the particular channels of trade or the class of purchasers
to which the sales of goods are directed”).

“In order to find that there is a |ikelihood of
confusion, it is not necessary that the goods or services
on or in connection with which the marks are used be
i dentical or even conpetitive. It is enough if there is a
rel ati onshi p between them such that persons encountering
them under their respective marks are likely to assune that
they originate at the sanme source or that there is sone

associ ati on between their sources.” MbDonald s Corp. v.

McKi nl ey, 13 USPQ2d 1895, 1898 (TTAB 1989). Furthernore,
when both parties are using or intend to use the identical
designation, “the relationship between the goods on which
the parties use their marks need not be as great or as
close as in the situation where the marks are not identical

or strikingly simlar.” Antor, Inc. v. Antor |Industries,

Inc., 210 USPQ 70, 78 (TTAB 1981). See also In re Shel

Ol Co., 992 F.2d 1204, 26 USPQR2d 1687, 1689 (Fed. Cir.
1993) (“[E] ven when goods or services are not conpetitive
or intrinsically related, the use of identical nmarks can
| ead to an assunption that there is a comon source”).
Here, applicant’s services involve export agency
services in the field of heavy industrial equipnent and

materials for electronic and tel ephonic comrunicati on
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systens. Wiile applicant’s declarant states that it “does
not deal wi th individual conputers and their peripherals,”
(Neira declaration, p. 1), registrant’s identification of
services is not limted to “individual conputers,” and we
cannot read this limtation into the identification of
services. Registrant’s services are procurenent services
i nvol ving the purchasing and resal e of conputer hardware.
The exam ning attorney has pointed out that conputers are
used in the conmmunications and tel ephonic industry. There
is no reason that this identification of services would not
i ncl ude the procurenent of mainfrane conputers used in the
el ectronic and tel ephonic conmuni cation industry. As
di scussed above, we are constrained to consider the issue
of likelihood of confusion based on the services identified
in the application and registration.

In addition, there is sone evidence in the form of
regi strations to suggest that the same source nay provide

bot h export agency and procurenent services. See In re

Mucky Duck Mustard Co., 6 USPQRd 1467, 1470 n.6 (TTAB 1988)

(Al though third-party registrations “are not evidence that
t he marks shown therein are in use on a commercial scale or
that the public is famliar wwth them [they] may have sone
probative value to the extent that they may serve to

suggest that such goods or services are the type which may
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emanate froma single source”). See also In re Albert

Trostel & Sons Co., 29 USPQ2d 1783, 1786 (TTAB 1993).

W find that applicant’s export agency services and
regi strant’s procurenent services are rel ated.
Busi nesses/consuners famliar wth regi strant’s procurenent
services of conputers are likely to believe that
applicant’s export agency services concerning heavy
i ndustrial equi pnent conme fromthe sanme source. This is
particularly true when regi strant could be procuring
conputers related to the electronic and tel ephone
comuni cation industry.

Even taking into consideration the fact that
pur chasers of heavy industrial equipnent are likely to be
sophi sticated purchasers, this would not elimnate the
| i kel i hood of confusion when the identical mark GENEX is
used on the services of applicant and registrant. QOctocom
Systens, 16 USPQRd at 1787. The evidence supports the
concl usi on that business customers who are famliar with
registrant’s procurenent services would |ikely believe that
applicant’s export agency services are in sonme way
associated with regi strant.

Finally, we note that applicant’s president states
that there has been no actual confusion of which he is

aware. The absence of actual confusi on does not nean there
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is no |likelihood of confusion. G ant Food, Inc. v.

Nation's Foodservice, Inc., 710 F.2d 1565, 218 USPQ 390,

396 (Fed. Cir. 1983); J & J Snack Foods Corp. v. MDonald s

Corp., 932 F.2d 1460, 18 USPQ2d 1889, 1892 (Fed. Cr.

1991). In addition, applicant has filed an intent-to-use
application. There is little evidence of the extent of any
use by applicant of its trademark or its trade nane, for
that nmatter, and, of course, in an ex parte proceeding,

regi strant has not had the opportunity to introduce any

evi dence of confusion.

In this case, we rely on the facts that the marks are
identical, there is no evidence that the term*“Cenex” is
weak or even suggestive, the services are the type that the
sanme business could be using, and these services could
i nvol ve exporting and procuring conputers and heavy
i ndustrial equipnent for the sane industries. Qur analysis
| eads us to conclude that there is a |ikelihood of
confusion. While we acknow edge that this conclusion is
not free from doubt, we nust resolve any doubt in favor of

the regi strant and agai nst the newconer. Kenner Parker

Toys v. Rose Art Industries, 963 F.2d 350, 22 USPQ@d 1453,

1458 (Fed. Cir. 1992).
Decision: The refusal to register applicant’s mark

under Section 2(d) is affirned.
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